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DECISIONS 



OF THE 



COMMISSIONER OF PATENTS 



FOR 



THE YJEAR 1871. 



OEWELL H. NEEDHAM. 

Extension, 

January 5, 1871. 

In the matter of the application of Orwell H. Needham for an extension 
of letters-patent for Nipple Shields granted to him January 6, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" From the evidence it appears that the invention was new and use- 
ful when brought forward by the applicant, and that he has been dili- 
gent in introducing it before the public. His accounts are unusually 
full and satisfactory, and he credits the invention* with profits amount- 
ing to upwards of $7,000, over and above all his expenses. 

" The applicant himself testifies that he spent many months in matur- 
ing the invention. This expression is quite vague, and he nowhere 
defines the time more accurately. After obtaining his patent he took a 
good deal of pains to bring it into market, with but limited success. 
Becoming discouraged, he at length assigned his patent, in October, 
1858, under such an arrangement that he was relieved from the neces- 
sity of attending to the sales of the invention, and received a royalty 
upon the traffic in it. 

" The chief objection to the application consists in its unimportance. 
On the face of it the invention is of a very low order of ingenuity. The 
evidence as to its value to the public is highly defective. One witness 
testifies that he should estimate it to be from $30,000 to $40,000 ; but he 
does not furnish the slightest data from which his estimate can be veri- 
fied or corrected. The applicant himself and another witness speak of 
it as worth something less; but both testify inferentially, and neither 
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4 DECISIONS OF THE COMMISSIONER OF PATENTS. 

commit themselves by direct assertion on the subject, nor furnish any 
data upon which the Commissioner can form an intelligent estimate. 
The whole case comes so perfectly within the principle of the decision of 
A. A. Gray, Commissioner's Decisions, September, 1870, that we are com- 
pelled, upon the authority of that decision, to advise against the ex- 
tension of the patent. We cannot find in all the circumstances enough 
to justify the conclusion that the applicant has not been adequately 

remunerated." 

DECISION. 

Duncan, Acting Commissioner : 

From the report of the exaniiners-in -chief, to whom this case has been 
referred under section 10 of the patent'act, it appears that the inventor 
has already been reasonably remunerated for the time, ingenuity, and 
expense bestowed upon the invention and the introduction of it into use. 

The extension must therefore be refused. 



HENBY EDDY. 

Extension, 

January 5, 1871. 

In the matter of the application of Henry Eddy for an extension of let- 
ters-patent for Cribs fob Horses, granted to him January 6, 1857, 
and reissued April 8, 1862. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, 
who reported upon the case as follows : 

" This invention commends itself at once to the mind of the observer. 
It is not only novel in construction and arrangement, but is evidently 
the result of the careful study and inventive thought of a man of ex- 
perience in the business of the stable and the care of horses. It unites 
in itself provisions for giving suitable light and air, protecting eyes and 
coat from seeds and dirt, guarding against accidents from the fork, pre- 
venting the breath of the horse coming in contact with the hay to its 
injury, while he feeds without the possibility of waste, $c, &c. The 
sworn proof as to its value to the public is also ample and satisfactory. 
The fact that it is in use at the White House stables, and in various 
public stables, and has received diplomas from several State agricul- 
tural societies, and everywhere gives satisfaction, is in itself sufficient 
on this head. 

"The nature of the invention is such that its introduction into general 
use would necessarily be slow and difficult. It is not one of those things 
which can b6 manufactured in large quantities and scattered through the 
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country by dealers. It requires personal solicitation and attention in 
almost every case where it is introduced. 

" The applicant therefore gave his own time and attention, and employed 
others to do the same, in going through the country and obtaining 
orders aud putting up his device, charging only $5 for stable right of 
five cribs and $1 for each additional crib. He also sold some little ter- 
ritory. The late war interrupted his business and damaged his pros- 
pects. Since the war he has again been pushing the matter, and now 
appears in a fair way to reap some reward for his former almost fruit- 
less labors. His whole net returns, over actual expenses proper to be 
deducted, were but $4,151 50. 

" This the examiner in charge'seems to consider a reasonable remune- 
ration. But we must bear in mind that this is but little, if anything, 
more than applicant could have earned in any other pursuit during the 
sauie time devoted to pushing and introducing his invention. It really 
gives him nothing for his time and ingenuity in getting up the invention. 
He has realized nothing for the patent, if it be true, as stated, that he 
has given * not less than five years of his time' to the business in which 
he has only realized the amount stated. We are satisfied that he has 
not been reasonably remunerated, and without neglect or fault on his 
part. 

" The examiner also suggests that applicant has another patent for 
subsequent improvements on the original invention, issued in 1862, 
i which later patent affords every protection which could be secured by 
the extension of this inoperative one.' If this be true ther^ should be 
no hesitancy in allowing the extension, since the applicant is willing to 
pay for it, and it can do the public no possible harm. 

" But, on examination of the subsequent patent, we find that it only 
covers some comparatively unimportant new features, acting as auxiliary 
to the original -device, and only of value in combination therewith. The 
applicant will have no protection for the principal and more valuable 
parts of his invention embraced in his first patent unless it be extended, 
and we have no hesitancy in recommending such extension." 

DECISION. 

Duncan, Actiug Commissioner : 

From the report of the examiners-in-chief, to whom this case has been 
referred under section 10 of the patent law, it appears that the inven- 
tion is one of very marked merit ; that the inventor has used great dili- 
gence in his efforts to introduce it ; and that he has foiled to receive a 
reasonable remuneration for the time, ingenuity, and expense which he 
has bestowed upon it It also appears that the invention was novel at 
the time when it was patented. 

The extension asked for will therefore be granted. 
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6 DECISIONS OF THE COMMISSIONER OF PATENTS. 

JAMES P. CBAMER. 

Extension. 

January 5, 1871. 

In the matter of the application of James P. Cramer for an extension 

of letters-patent for Cultivator Teethe granted to him January 

6, 1857. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patenjt law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

"The report of the principal examiner is unfavorable to the grant of 
an extension in this case, on the ground of lack of novelty when the 
patent was issued. This report is based upon the decision of Commis- 
sioner Mason in an interference declared between the patent of Cramer 
and application of one F. H. Forsyth, in which the latter was declared 
to be the prior inventor. 

44 The extension ofthis patent is also opposed by J. Dennis, jr., for sub- 
stantially the same reason as* that found by J he examiner and noted 
above. Dennis filed reasons of opposition, but has taken no testimony 
and done nothing more in the case. Three of these reasons for oppos- 
ing are founded upon testimony in interferences in which the invention 
of Cramer was involved. We know of no rule of evidence by which 
depositions taken in the interference cases referred to can be read in the 
extension case now before us, unless properly submitted under the rules 
governing the introduction of all documentary evidence. 

44 The first, second, and fourth reasons of opposition may, therefore, be 
dissmissed without further consideration, as there is nothing in the case 
to sustain them. The third reason is founded upon the decision of Hon. 
Charles Mason, already referred to as forming the basis of the examin- 
er's report. We feel bound to take notice of this decision, as it is a part 
of the official records of this office. 

44 It appears from the record thatthe interference alluded to wasdeclared 
after the issue of Cramer's patent, and between said patent and an 
application filed by Forsyth. It also appears that the case went by 
default, Cramer making no appearance in the case, and the decision 
being made upon the ex parte testimony of Forsyth. In accordance with 
said decision, a patent was also issued to Forsyth. 

44 But it also appears that prior to the grant of his patent Cramer was 
delayed by three different interferences with his application, one of 
which was with this same Forsyth and another party. In this last case 
Forsyth took no testimony, and the decision of Commissioner Mason 
was in favor of Cramer. Cramer explains his neglect to appear in the 
interference between himself and Forsyth after the issue of his patent 
by: saying that, having been worried by the three previous interferences, 
and having at last obtained a patent, he determined to take no notice 
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of the matter, and, if occasion should require any action, carry the mat- 
ter directly to the courts, where he might obtain final judgment. Such 
occasion, he swears, has never arisen. Although both men were resi- 
dents of the same State, and Cramer was actively engaged in manu- 
facturing and introducing his tooth into public use, Forsyth never 
troubled him, and in all his experience Cramer has never heard of a 
tooth like hisbeing manufactured by Forsyth or any one else. If there 
was any evidence that Forsyth had done anything with his patent, or had 
protested against the use by Cramer of an invention claimed to be his 
own, or even if he (Forsyth) now appeared to oppose the extension of 
Cramer's patent, we should be more disposed to concur with the opinion 
of the examiner. But as Forsyth has remained perfectly silent since 
the issue of his patent, and now makes no opposition to the extension 
of his rival's patent, and considering the circumstances under which the 
decision in the last interference was rendered, we think that there is 
not sufficient ground for pronouncing against the novelty of the inven- 
tion. 

" As in all other respects this case appears to possess the necessary 
requisites for an extension, we recommend that the same be granted." 

DECISION. 
Duncan, Acting Commissioner : 

From the report of the examiners-in-chief in the premises, it appears 
that the applicant presents a case in all respects meritorious. I fully 
concur in their views as to the effect of the decision rendered by Com- 
missioner Mason in the interference between Cramer and Forsyth. 



ROBERT H. FLETCHER. 

Extension. 

January 6, 1871. 

In the matter of the application of Robert H. Fletcher for the extension 
of letters-patent dated January 6, 1857, for Slide Valves fob 
Steam-Engines. 

Duncan, Acting Commissioner : 

It appears that the inventor made an unconditional assignment of his 
patent soon after the date of its issue, the principal consideration there- 
for being a contract of partnership between himself and the assignee. 
The agreement being duly executed and recorded in the Patent Office, 
the assignees refused to execute the contract. For this non-feasance on 
their part the inventor had a proper legal remedy. He failed, however, 
to apply it. He pleads as an excuse for his inactivity his entire ignor- 
ance of his rights in the premises ; and it is alleged further in his be- 
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8 DECISIONS OF THE COMMISSIONER OF PATENTS. 

half that his means were so limited that, had lie known of the remedy 
which the law gave him, he could not have availed himself of it. Can 
it rightly be said that his failure to receive a reasonable remuneration 
for the invention has been without neglect or fault on his part f 

The report of the examiners-in-chief, to whom this case has been 
referred under section 10 of the patent law, correctly says that Fletcher 
was undoubtedly aware* of the proper sources from which he could 
obtain information bearing upon his rights, and that it was his duty to 
institute inquiry in relation thereto. If, upon learning of his rights, he 
had failed in his attempts to secure the cooperation of persons who 
could aid him financially in the prosecution of the same, and the fact 
of such attempts and of his failure therein were to be now shown, this 
perhaps could be accepted as a sufficient excuse for his utter failure to 
reap a reward from what appears by the testimony to be a valuable 
invention. On the contrary, on discovering the fraud practiced upon 
him, he appears to have fallen into a state of inactivity, and never to 
have made a single inquiry, even as to whether any remedy existed. 

I agree with the majority of the examiners-in-chief that this was an 
unwarrantable neglect on the part of the patentee, and constitutes a 
sufficient reason why, as the law governing these matters now stands, 
the extension, should be refused. 



FRANCIS M. STRONG AND THOMAS ROSS. 

Extension. 

January 6, 1871. 

In the matter of the application of Francis M. Strong and Thomas 
Ross for the extension of letters-patent for Improvement in 
Platform Scales, granted January 15, 1856. 

Duncan, Acting Commissioner: 

This patent has expired, but the present application is authorized by 
a special act of Congress. 

The inventors appear to have been mechanics of limited means and 
compelled to rely upon their daily labor for their support. The patent 
which forms the subject of the present application is one of six taken 
out by the same parties for various improvements in platform scales, 
all or nearly all of which, it is understood, have been practically applied 
in the business which has been built up upon these several patents as a 
basis. A large capital was necessary to enable the inventors to com- 
pete successfully with the wealthy manufacturing establishment which 
at the time when this invention was made had a practical monopoly of 
the business to which it relates. This they did not possess. Hence 
their unremitting efforts to introduce the invention during the first 
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three years of the patent became a source of actual pecuniary loss to 
them. During the next five years their receipts amounted to between 
$7,000 and $8,000. In 1864, finding their small means insufficient to 
enable them to carry on the business with any adequate degree of profit 
or prosperity, they sold the six patents for the sum of $15,000. Under 
the circumstances that surrounded them I do not think that it can 
rightly be charged against these men that there was any lack of dili- 
gence on their part prior to 1864, or that in the sale of the patents 
made in that year there was any lack of ordinary business prudence. 

In the hands of the assignee the patents have proved of large value, 
although it appears that even he sunk a large amount of capital, esti- 
mated at as high a figure as $100,000, before he made the business 
remunerative. It is in evidence that one single feature, viz, the con- 
cavities and balls, which form the subject of the first claim of the 
patent now offered for extension, has been introduced upon fifty thou- 
sand scales. No further statement is necessary to demonstrate the 
importance of the invention under consideration. 

In deciding as to sufficiency of remuneration, it is to be considered 
that the aggregate receipts, some $22,000, with which the patents stand 
credited, are to be reduced by $3,000, the estimated cash expenditures 
of the patentees, as well as a due allowance for some portion of their 
time, and that the balance is to be divided among six patents. What 
amount should be credited to this particular patent does not appear, 
since no data are given by which to estimate its relative utility as com- 
pared with the others of the series to which it belongs. The proper 
course under such circumstances, where different improvements upon 
the same machine are protected by successive patents, the separate 
value of which is not easily determinable, seems to be to inquire whether 
the amount already realized from them all, together with that likely to 
be received from those of them which have a further time to run, con- 
stitutes an adequate remuneration for the aggregate iuvention; and 
the answer to this inquiry must determine the fate of the application 
for the extension of any particular one of the patents, Judging by 
this rule, I do not think that the present inventors have been suffi- 
ciently remunerated. As they own the entire right, title, and interest 
in the invention under the extension sought, the grant of the pending 
application, if it can properly be made, will give them further opportu- 
nity to reap that benefit from their invention to which its merits and 
their own deserts entitle them. 

On the question of novelty the examiner's report is adverse as regards 
the second and the third claim. The references cited appear to my 
mind conclusive as to the second claim ; as regards the third, the pat- 
entees by their attorney urge an advantage in the construction shown 
in their patent over that shown in the English patent of William Clark, 
the advantage consisting in the greater ease with which a tool can be 
applied and manipulated in planing down the knife edge or its bed, in 
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case either becomes warped or strained in use. This view of the sub- 
ject may be admitted as correct. 

The extension will therefore be granted upon the parties filing a dis- 
claimer to the mechanism covered by the second claim, and confining 
the third claim to the exact mechanism shown. 



KENYON vs. WESSON. 

MOTION. 

January 9, 1871. 

In the matter of the interference between the application of S. E. Kenyon 
for a patent for a Corn-husking Machine, and the patent of 
Samuel Wesson for a similar invention. 

Duncan, Acting Commissioner: 

Wesson filed his application February 3, 1868 { his patent issued Sep- 
tember 22 of the same year. Kenyon's application was received in the 
office June 11, 1870. Kenyon proves his invention back to 1866. The 
patentee files no testimony, relying apparently upon the rejection of 
Kenyon's application on the ground of forfeiture for laches, a principle 
fully recognized by the courts. This view of the case has been adopted 
by the two tribunals which have already passed upon the case, viz, the 
examiner in charge of interferences and the examiners-in-chief; and, 
accordingly, while pronouncing Kenyon the prior inventor, they have 
adjudged him guilty of such negligence in suiug for a patent as to work 
a forfeiture of his right thereto. Kenyon now moves for a reopening of 
the interference, in order that he may introduce the evidence of a caveat, 
which he represents to cover the invention in controversy, and which he 
avers he filed in the Patent Office in December, 1867. 

For the purposes of this motion it must be assumed that the caveat 
was filed as represented, and that its character is correctly stated. It 
follows that it was operative on the day when Wesson's application was 
received, and that the caveator should have been notified of the later 
and interfering application upon which, because of the neglect of the 
office to give the notice required bylaw, a patent issued without contest. 

By this oversight on the part of the office Kenyon was undoubtedly 
wronged. But the question now presented is of an entirely different 
character. Kenyon, as a tardy applicant, is in interference with a dili- 
gent patentee. To the charge of unreasonable delay he replies by saying 
that he relied upon his caveat for notice of any conflicting application ; 
and that the failure of the office to give him the notice to which he was 
entitled, and which would doubtless have caused him to become a con- 
temporaneous applicant with Wesson, should be accepted as a fall ex- 
cuse for any apparent negligence on his part. He therefore asks that 
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tbe case may be reopened and opportunity given him to produce the 
caveat. 

One objection to this is, that the mere fact that the caveat was filed, 
as stated, it not being further alleged in the affidavit accompanying the 
motion that the caveat was kept alive by successive renewals until the 
pending application was filed, an omission which warrants the inference 
that the facts would not justify such an allegation, cannot be regarded 
as material to the issue. Kenyon is already adjudged the prior inventor, 
but is denied a patent because of alleged laches. If he had kept his 
caveat alive until he filed his application, it may be that now he could 
properly be permitted to plead, in justification of his delay, actual 
ignorance of the issue of a patent to Wesson, and a constant reliance 
upon the caveat for information of any interfering application, as well 
as a constant purpose upon the receipt of the proper notice to contest 
the question of priority with such rival applicant With some show of 
reason he might claim that he ought not to be prejudiced by negligence 
on the part of the office. But his present silence as to any renewal of 
the caveat must be construed as a tacit admission that it actually ex- 
pired at the end of the year for which it was filed. He cannot be per- 
mitted to plead his reliance upon the caveat as an excuse for his delay 
for a longer period than that during which the caveat was actually 
operative. In contemplation of law he had knowledge of the issuing of 
Wesson's patent, (Erbe vs. Hill, Commissioner's Decisions, 1869, 29;) 
and yet for. more than twenty months afterwards, and a full year and a 
half after the presumed expiration of the caveat in December, 1868, he 
remained inactive. The issue of the patent to Wesson in disregard of 
Kenyon's rights as a caveator should have incited {he latter to imme- 
diate action in order that he might not come under the disadvantage 
which attaches to the tardy applicant when a diligeut patentee has 
already occupied the field. I do not see that the production of the 
caveat would explain his long delay after the grant of Wesson's patent, 
especially as the grant of the patent must be held to have laid Kenyon 
under a special obligation to diligence. 

A further objection to the grant of this motion is, that the caveat is 
not newly discovered testimony. Even if its production could iii any 
way serve to excuse Kenyon's delay, the only ground on which its pro- 
duction can be asked, it would be an injustice to Wesson to admit it at 
this stage of the proceedings, since it might put him to the necessity, 
from which thus far he has felt himself relieved by the manifest laches 
of his adversary, of establishing his date of invention dehor* the record. 
He ought not to be put to this extra trouble, and expense, and risk, in 
order that Kenyon may produce evidence which was equally within his 
reach when the testimony was being taken originally, and the bearing 
of which upon the question at issue he must be presumed to have known 
then equally as now. 

For these two reasons, viz, because the caveat cannot be regarded as 
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newly-discovered testimony, and because it does not appear to be 
material to the issue, the present motion is denied. 

The limit of appeal from the decision of the examiners-in-chief, as re- 
quested by Kenyon, will be extended three days. 



IRA GILL. 

Extension. 

January 11, 1871. 

In the matter of the application of Ira Gill for the extension of letters- 
patent for a Machine for Forming Hat Bodies, granted Jan- 
uary 13, 1857. 

Duncan, Acting Commissioner : 

This invention is established by the testimony to be beyond all ques- 
tion a marked improvement iu the art, and of great value and import- 
ance. 

The inventor is a practical hatter, but a poor man ; and in the devel- 
opment aud working of his invention has been environed with manifest 
difficulties from a period anterior even to the grant of his patent. The 
superior character of the invention thus early brought him into conflict 
with large established interests, controlled by wealthy corporations. 
Litigation followed; and in order to secure the means of protecting his 
rights, he parted with one interest in the patent after another, until 
Anally his assignee, Brown, held the title for the entire country, except 
the State of Massachusetts. 

There is no reason to suppose that Gill has omitted to do anything to 
advance his interests that under the circumstances could properly have 
been required of him. At every point, however, he seems to have been 
met by an adverse fortune. Despite his industry, and perseverance, and 
integrity, his receipts on account of the invention have not equaled his 
expenditures. His failure in this regard cannot be attributed to neglect 
or fault on his part, 

Some question has been made as to the extent of Gill's interest in the 
additional term of the patent, should the extension be granted*. In the 
conveyance executed between Gill and Brown in 1863, whereby the 
former became exclusive owner of the patent for Massachusetts, and 
the rest of the United States passed to the latter, it was provided aa 
follows : That, " in case said patent shall be extended according to the 
provisions of law in that behalf, said Gill and said Brown shall own 
and be interested in said extension when obtained equally, as they were 
in the original patent." This doubtless refers to the relative interests 
held by Gill and Brown at the time when the patent wad issued, they 
then being joint and equal owners. It follows, therefore, that at most 
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Brown could only claim an equitable interest in one-half of the extended, 
patent, leaving the other moiety unimpaired to the inventor. 

Under the circumstances I am constrained to hold that this can prop- 
erly be regarded as a sufficient interest in the extension to justify the 
grauting of the same. 

I deem the case, therefore, as in all respects meritorious, and the 
prayer of the petitioner will be allowed. 



JOHN G. VAUGHAN. 

Extension. 

January 11, 1871. 

In the matter of the application of John G. Vaughan for an extension of 
letters-patent for a Process of Constructing Lathing, granted to 
him January 13, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

"The invention consists in constructing lath for plastering with bev- 
eled edges.. When fastened in their places on the wall, this form of 
lath presents intermediate cracks, having one angle more or less acute 
with the plane of the wall. This enables the plasterer to put on the 
coat by working it toward the acute angled edges of the lath with less 
force and labor, while less mortar is required to fill the cracks than by 
the old method, where the cracks were at right angles with the surface 
and the mortar had to be forced through, and form a sort of heading 
on the back side. At the same time it is perfectly obvious that the 
acute angle affords a much stronger and more reliable hold for the 
plaster, especially on ceilings. 

" The novelty of the invention is certified to by the examiner, and its 
great value to the public is abundantly established by the evidence of 
experts on file, who put the saving by the use of these laths over those 
previously employed, in work and material, at from 25 to 33 per cent. 

"It appears that applicant, being poor, &c, made over the control of 
his invention to a third party before it went to patent, on condition 
that he should receive $60 cash and one-half the profits from sales, 
while the person with whom he made the agreement was to furnish 
money to take out the patent and then push it in the market, &c. But 
owiug to the fact, discovered too late, that no machine then in exist- 
ence was capable of manufacturing these peculiar-shaped laths so as to 
compete in the market with others, or so as to afford them at a cost 
which would permit of their sale and introduction, nothing whatever 



Digitized by 



Google 



14 DECISIONS OF THE COMMISSIONER OF PATENTS. 

was done with the invention, and no compensation has been received 
by the inventor. 

" Things remained in this condition until 1870, although applicant was 
making efforts to invent and get up a machine capable of catting his 
laths. Bat in March, 1870, one James H. Butler patented a machine 
which is found capable of producing these laths as cheaply as the ordi- 
nary kind, and applicant has already made arrangements with the 
patentee to manufacture the lath* on his machine and share profits. 

" It is evident that all reasonable effort was made under the circum- 
stances to bring the invention into use, and the failure to receive com- 
pensation was not owing to any fault or negligence of the inventor. 

"The applicant is in the decline of life, with a family, and poor, and 
being himself a practical plasterer, will *io doubt be able to push the 
invention into general use under this new arrangement, having for the 
first time full control of it under the extension, if granted. 

" We recommend the granting of the application." 

DECISION. 

Duncan, Acting Commissioner : 

The report of the examiners-in-chief, to whom this application has 
been referred under section 10 of the patent law, is in all respects fa- 
vorable to the grant of the extension. Their recommendation is accord- 
ingly approved, and the extension will be granted. 



DAVID H. WHITTEMORE. 

Extension. 

January 12, 1871. 

In the matter of the application of D. H Whittemore for the extension 
of letters-patent for an Apple-paring Machine granted to him Jan- 
uary 13, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, 
who reported upon the application as follows: 

" The invention of applicant was novel when the patent was issued, 
and seems to be really valuable. In his sworn statement applicant 
makes no attempt to fix the 'ascertained value of the invention, but 
witnesses say it is worth $20,000 or $25,000. No reliable data for this 
estimate are given except in one instance. Bancroft, a farmer, who had 
used the machine ten or twelve years, says it is worth $10 a year to any 
person using it to any great extent. 

"As several thousand dozen of the machines have been manufactured 
and sold, the estimate alluded to above does not appear to be extrava- 
gant. 
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u From the statement of accounts it appears that applicant's receipts 
exceed his expenditures by only $7. There is one item of expense, how- 
ever, which is not properly chargeable to the patent, viz: the sum of 
$250 for obtaining foreign patents. But striking out this item the bal- 
ance of receipts affords no adequate remuneration for the time, labor, 
aud expense bestowed upon the invention by the patentee, and this 
without neglect on his part to make diligent effort to secure such 
remuneration from the introduction of his invention into public use. 

"We recommend that the extension be granted." 

DECISION. 

Duncan, Acting Commissioner : 

The report of the examiners-in-chief, to whom this case has been re- 
ferred for hearing, is found favorable to the grant of the extension. 
In accordance with their recommendation in the premises the extension 
will be granted. 



THADDEUS FAIRBANKS. 

Extension. 

January 13, 187,1. 

In the matter of the application of Thaddeus Fairbanks for the extension 
of letters-patent for Platform Scales, granted him January 13, 
1857, and reissued March 31, 1857. 

Duncan, Acting Commissioner : 

The report of the examiners in-chief, by whom this case has been heard, 
as provided in section 10 of the patent law, is strongly, and almost en- 
thusiastically favorable to the application, except upon a single point. 
They find the account furnished by the applicant to be " highly defect- 
ive," the defect being of such a character as " in ordinary cases would 
be fatal." Applicant's own statement is, that the firm of which he is a 
member has received from the sale of the patented machines $789,000, 
and that the profits, as nearly as can be estiniated, are about 10 per 
cent, of the aggregate sales, or $79,000. The inventor's participation 
in the profits amounts to 33£ per cent., which is the extent of his inter- 
est in the business of the firm. This statement of receipts and of prof- 
its is corroborated by the deposition of the head book-keeper of the 
firm, wiio testifies directly and distinctly as to its reliability, and from 
whose testimony, as well as that of the applicant, it is apparent that the 
estimate given is an intelligent one, formed only after a careful consid- 
eration of the whole subject. The defect in the statement consists in 
the omission therefrom of all data whereby an independent judgment 
can be formed as to the correctness of the estimate of profits. 

The question thus presented is, has the applicant complied with the 
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provision of section 63 of the law, which requires him to furnish a writ- 
ten statement under oath of the ascertained value of the invention or 
discovery, and of his receipts and expenditures on account thereof, suf- 
ficiently in detail to exhibit a true and faithful account of the loss and 
profits in any 'manner accruing to him by reason of said invention or 
discovery. In order to reach a just determination of this question the 
depositions have all been carefully read; and, on the whole, I think the 
conclusion warranted that the present case does not fall within the cate- 
gory of such cases as Harrington's and Taylor's, cited in the report of 
the examiners-in-chief, which were decided adversely upon the ground of 
an insufficient account. The examiners-in-chief very pertinently re- 
mark in the present instance that " the applicant and several of his wit- 
nesses mention a number of circumstances which tend strongly to cor- 
roborate the assertion that his compensation has been as meager as set 
forth." In view of these circumstances, I think, with the examiners-in- 
chief, that we may rely upon the general truthfulness and candor of ap- 
plicant's statement; and, accepting his figures then as approximately 
correct, I must indorse their conclusion, that " in view of the great 
value and importance of the invention, the extraordinary diligence and 
energy exercised in reducing it to practice and bringing it into general 
use, and the extent to which the applicant has devoted himself to the 
work, there can be no hesitation in pronouncing this (the profits named) 
to be utterly inadequate as a remuneration." 
The extension will be granted. 



SAMUEL R. SMITH. 

Extension, 

January 19, 1871. 

In the matter of the application of Samuel B. Smith for an extension 
of letters-patent for a Device foe Feeding Lumber laterally 
in Saw-mills, granted to him January 20, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" The examiners-in chief respectfully report as follows : 

" They concur with the principal examiner in the opinion that the com- 
bination embraced in the second claim was not first invented by the 
patentee, but that in other respects the invention described in the patent 
was both new and useful. 

" To understand the merits of the application on other points, a succinct 
account of the applicant's proceedings under his patent becomes essen- 
tial. 
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" Being unable for want of means to manufacture tbe head-block he 
had devised, he made an arrangement with Wells & Co., manufacturers, 
under which they obtained the exclusive right to manufacture and sell 
it, for which they paid him $500 and stipulated to furnish all that he. 
called for at cost. Belying upon the latter stipulation and looking to it 
as a means of obtaining a compensation for his invention, he immedi- 
ately set about introducing it into the market. He took a journey to 
the West for that purpose, and continued his efforts with earnestness, 
giving his whole time to it until his means were exhausted and he was 
compelled to betake himself to another employment in order to obtain 
a living. He failed almost entirely in making sales, owing to the causes 
which so often bring disappointment to the most meritorious inventors 
in spite of the best diligence. 

"With these facts we are compelled to believe that the applicant has 
exercised reasonable diligence at least in bringing his invention into 
market; that he is entitled to charge his expenses in endeavoring to do 
this after his contract with Wells & Co., and that the money he received 
of them forms no criterion of the value of his invention. On the con- 
trary, the estimate by which the applicant proposes to arrive at it, as 
distinguished from mere automatic head-blocks, is a reasonable and 
fair one, and it may safely be placed at several thousand dollars per 
year. He has in fact received less than $JL,700 over his disbursements, 
without including in the last the price of other machinery which he had 
to furnish in order to sell one of his head-blocks, and the price of which 
he was unable to collect 

"As all the requisites for obtaining an extension have been fully met 
in this case, we recommend that it be granted upon the applicants 
filing a disclaimer of the combination embraced in the second claim." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the favorable report of the board, this extension will be granted 
upon the filing of a disclaimer covering the matter embraced in the 
second claim. 



WM. B. BATES, ADMINISTRATOR. 

Extension. 

January 26, 1871. 

In the matter of the application of Wm. B. Bates, administrator of 
George Wellman, deceased, for an extension of letters-patent for Ma- 

CHTCEBY FOE STRIPPING THE TOP FLATS OF CABDING-ENGIXES, 

granted January 27, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
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10 of the patent law, this case was referred to the examiners-in-chief, who 
reported upon the application as follows : 

"In this case it appears that Wellman first invented a device for 
elevating and stripping or cleaning the top cards of carding machines, 
and applied for patent in 1852, which was granted in 1853. In 1856 he 
took out another patent for improvements on the same device, which 
was dated back to 1853, on account of a patent previously taken out 
in England. 

" In 1857 he took out the patent under consideration, in which the in- 
vention is declared to be for improvements on the two others ' in mechan- 
ical details,' i whereby a greater economy and simplicity in the construc- 
tion of such mechanism is obtained.' 

n The genius of the invention was confined almost wholly to the first 
patent. The last exhibited little more than mechanical skill in correct- 
ing imperfections developed in the use. 

"The real invention could be profitably employed as it existed under 
the two first patents, and it was so used for a long time. 

" Nothing peculiar to the last patent would be of value disconnected 
from, the others. So long as the two first exist, they operate virtually 
as a monopoly of the last. They have already been extended, and have 
nearly four years yet to run. 

" The examiner makes a very full and able report, finding novelty, 
great importance, and value, and that applicant has not been sufficiently 
remunerated. But the case has been presented, and so considered by 
the examiner, in its connection with the principal or real meritorious in- 
vention embraced in the two patents already extended. 

" The statement of applicant shows the total net amount received for 
this patent to be $62,542 50. And this is stated to be only one-fourth 
of what has been realized from all. The whole net receipts, then, for 
this invention considered as a whole, for the fourteen years in which 
the patent has been running, amount to $250,170. To this must be 
added what was realized on the first two patents prior to January 27, 
1857, which might be ascertained probably from the extension applica- 
tions in those cases; but we will roughly estimate it at $10,000, giving 
about $260,170 as what the inventor and his heirs have realised in clear 
profit out of this invention. 

" Besides, the heirs have a further monopoly of about four years on the 
main invention, from which they will probably realize the further sum 
of at least $20,000 or $30,000, making some allowance for increase of 
demand. 

" We think the real invention of great value to the public, and one 
reason for so thinking is the great demand and consequent large amount 
received by the inventor and his representatives. We, however, think 
the monopoly should expire with the patents already extended, without 
a color for its continuation under the comparatively unimportant patent 
whose extension is now asked for. 
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" But few inventions have been so well rewarded, and we recommend 
that the extension be refused." 

DECISION. 

Duncan, Acting Commissioner : 

From the report of the examiners-in-chief, to whom this case has been 
referred for hearing and a report, it appears that the inventor has been 
reasonably remunerated for the time, ingenuity, and expense bestowed 
upon the invention and the introduction of it into use. 

The extension is therefore refused. 



D. W. SHAKES. 

Extension. 

January 26, 1871. 

In the matter of the application of D. W. Shares for the extension of 

letters-patent for Harrows, granted to him January 27, 1857* 
Duncan, Acting Commissioner: 

From the report of the primary examiner it appears that this inven- 
tion was new and patentable when the original patent was granted. 

From the report of the examiners-in-chief, to whom the case has been 
referred under section 10 of the patent act, it appears that the inven- 
tion is of value and importance to the public ; that the inventor has 
failed to receive reasonable remuneration for the time, ingenuity, and 
expense which he has bestowed upon it ; and that this failure has been 
through no fault or neglect on his part. 

The extension will be granted. 



G. & D. COOK. 

Extension. 

February 2, 1871. 

In the matter of the application of Gk & D. Cook for an extension of let- 
ters-patent for Seats fob Carriages, granted to them February 3, 
1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows: 

" The petitioners in this case have failed to comply with the requirements 
of the law governing extensions. A simple statement of receipts and 
expenditures in gross, accompanied by the affidavit of the patentees, is 
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all that is found in the case. No attempt is made to prove the invention 
to be valuable and important to the public, or to show diligence on the 
part of the inventors in their attempts to iutroduoe the same into public 
use. 

44 The patent also seems to be worthless on account of the objectionable 
character of the claim, which is functional in form, and put in terms so 
general and indefinite as to make it extremely doubtful whether it could 
be sustained on the ground of novelty, in view of the application (with- 
drawn) of Ransom H. Brown, filed July 18, 1855. We therefore recom- 
mend that the extension be refused." 

DECISION. 

Duncan, Acting Commissioner : 

The recommendation of the exaininers-in-chief, that the extension of 
this patent be refused, is adopted upon the grounds presented in their 
report. 

The extension will not be granted. 



AZEL S. LYMAN. 

Extension. 

February 2, 1871. 

In the matter of the application of Azel S. Lyman for an extension of let- 
ters-patent for Accelerating Fire- Arms, granted to the Accelerat- 
ing Arms Company February 3, 1857. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

44 The examiner reports that the invention embraced in the first claim 
was novel, but that in the second was old, having been anticipated by 
the English provisional specification of J. A. Loughridge, No. 195 of 
1856. He also reports favorably in regard to the great value of the 
invention and of applicant's diligence, &c. 

44 The invention is of a fire-arm wherein the shot is first started by the 
usual charge of powder in the barrel or cylinder, and then is accelerated 
by the successive burning of charges confined in chambers ranged along 
the barrel and opening into the cylinder, and fired by the gas of the 
first explosion. 

44 The inventor has experienced great trouble in overcoming unforeseen 
difficulties growing out of the premature firing of the charges of the 
chambers, in getting or constructing suitable shot adapted to his gun 
and able to obviate windage, and at the same time stand the force of 
the terrific explosion, &c. 
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" Government appropriated $3,000 at one time to build and test the 
gun, but the Ghief of Ordnance finally refused to further patronize the 
enterprise. From the details of some of the experiments it is evident 
that applicant has hit upon a principle in gunnery which is destined to 
work out most startling results, if certain apparently slight mechanical 
defects can be overcome, to make the guns safe and easily practicable. 
The experiments in firing at the Navy Yard, Washington, show that a 
greater range and velocity has already been attained by this gun than 
any ever in use. Owing to the great difficulty in getting anything new 
in the way of ordnance adopted, and of the great expense attending the 
manufacture and experimenting, the applicant has received literally 
nothing commensurate with the time, effort, inventive thought, and 
money bestowed, and the great importance and value of the invention ; 
his net receipts amounting to only $9,275 32. 

" The experiments and attempts to overcome defects and difficuties have 
been nearly continuous, and much advancement is claimed to have been 
made; and now such arrangements have been perfected and means 
secured as seem to insure a final success for the inventor. 

" We cordially recommend an extension of the patent upon applicant's 
filing a disclaimer to the matter embraced in ttye second claim." 

DECISION. 

Duncan, Acting Commissioner: 

Upon the favorable report of the examiners-in-chief the extension now 
asked for will be granted. 



JA8. STIMPSON. 

Extension. 

February 2, 1871. 

In the matter of the application of James Stimpson for an extension 
of his patent for a Method of Joining Boxes, granted February 3, 
1867. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows: 

" The invention in this case was designed as a substitute for the old 
dove-tailed joint, which was made by hand. In order to accomplish 
the successful practice of his invention, Mr. Stimpson thought it neces- 
sary to devise a machine which would do all the work in making his 
joint. Accordingly the two years immediately subsequent to the grant 
of this patent were almost entirely consumed in inventing and perfect- 
ing such machine, for which a patent was also obtained toward the lat- 
ter part of 1859. The two patents were then united in selling machines, 
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giving licenses, &c. ; and as it is impossible to disconnect one from the 
other in balancing receipts and expenditures, and as they seem to be 
about equally important in the manufacture of boxes, &c, the patentee 
has very properly apportioned his entire receipts and expenditures 
equally between the two patents. 

" The principal examiner reports that the invention was novel when the 
patent was granted, and its value and importance are fully established 
by abundant testimony from manufacturers who have tfeed the same. 

"These affiants fix the saving effected by the use of this invention at 
from one-half to two cents per box or drawer. They together represent 
a manufacture of about 150,000 drawers per annum, so that, if the aver- 
age saving be one cent per drawer, the invention is worth to them alone 
some $1,500 a year; but as they represent only a few of the furniture 
builders in the country, it is manifest that Stimpson's invention is actu- 
ally worth a much larger sum per annum than that mentioned above. 

"The applicant's statement shows that he has made no profit from the 
sale and use of his invention, for which failure he does not seem to be 
really blamable. Perhaps he could not have done better under the cir- 
cumstances, although there appears to have been a little lack of energy 
in pushing the business. 

"We recommend the extension of the patent." 

DECISION. 

Duncan, Acting Commissioner: 

Upon the favorable report of the examiners-in-chief, to whom this 
case has been referred for hearing under section 10 of the patent law, 
the extension now asked for will be granted. 



SETH C. ELLIS. 

Extension. 

February 2, 1871. 

In the matter of the application of Seth C. Ellis for the extension of let- 
ters-patent for a Machine fob Cutting Tenons on Blind-slats, 
granted to him February 3, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows: 

"No question is made as to the utility and novelty of the invention. 
The papers filed at first by the applicant contained no statement of its 
ascertained value, and this defect was properly objected to by the prin- 
cipal examiner. He has since put in a supplementary affidavit in which 
he makes an estimate of the value of the invention upon grounds which 
seem to be just. From this the annual value may be fairly set down at 
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$2,250 per year. The affidavits of several well-informed witnesses fully 
sustain this estimate. The applicant acknowledges having received 
(9,875 60 on account of the invention, and charges against this $8,763 
for time and expenses attendant upon elaborating and patenting it, and 
introducing it into use. The balance, $1,112 60, it must be conceded, 
falls short of being an adequate remuneration for what he has done, if 
these are all the circumstances to be considered. 

"A strenuous opposition was made to the extension by K. Ball & Co., 
who are large manufacturers of numerous machines for working in wood. 
In order to determine how much weight is due to their objections, it is 
advisable to give a brief sketch of the applicant's proceedings under his 
patent. 

" He found himself too poor, when he had obtained it, to undertake the 
manufacture of his machines to any extent. As means of bringing them 
before the public, he gave E. Ball & Co. a license to make twelve of 
them for $15 royalty on each. They not only made the twelve, but quite 
a number more from time to time — how many cannot be ascertained. 
Whether they were authorized to make more than the first twelve is a 
disputed point. The applicant was sorely pressed for want of means, 
and under the circum Stances ultimately settled with them for a sum 
which the evidence shows was less than was justly due him, and upon 
a statement of accounts presented by them which did not give credit 
for all the inachines they had made. He also endeavored to sell them 
his interest in the patent, but they declined to purchase and insisted 
that they were entitled to manufacture. He then sold it for $3,500 to 
J. A. Fay & Co., who subsequently brought a suit against B. Ball & Co., 
and compelled them to account for all the machines they made after the 
assignment. They set up in defense their license, or authority, from the 
patentee ; but it was held that, if there was one of the character claimed, 
it should have been recorded; and not having been, it could not pre- 
vail against J. A. Fay & Co. 

"The remonstrants object to the extension of the patent upon the 
ground that the machine was of no value as described in it. This is 
founded upon the want of any sufficient provision for regulating the 
position of the saws, or feeders, so as to vary the diameters of the tenons 
and to compensate for the wear of the cutters, or saws. They assert 
that they themselves introduced such improvements in the machine as 
overcame this difficulty and rendered it practicable ; and that the estimate 
of its value is predicated entirely upon the improved apparatus. There 
is no evidence of their having originated the alterations in question, 
and they do not appear to have made any claim to them during their 
controversy with J. A. Fay & Co. It is more probable from the evidence 
that they were such merely mechanical improvements as experience 
would suggest, and that they were due to the applicant alone. We see 
no force in the objection. 

It is also urged that the applicant owes his want of success to his im- 
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provident sale of his patent; that had he adhered to his arrangement 
with R. Ball & Co., the royalties he would have received from them 
would have furnished him an abundant compensation, since they had 
been enabled at length to introduce the machine into such extensive use, 
that a Mr demand for them had been created. It is plain, however, 
that they took such advantage of his embarrassed circumstances, and 
his inability to enforce his rights, that he had no reason to expect from 
them the support he needed. He was fairly driven to the step he took 
in order to supply his wants. The price he obtained forms no criterion, 
therefore, of the value of his invention ; neither can he be fairly charged 
with having failed, through his own fault, of reaping a just remuneration 
for his invention. 

Some criticisms have been made upon the account, the charges in 
which are not specific and in detail, as they should be. The testimony 
of the applicant is that they are materially less than the truth would 
justify ; that of the witnesses corroborates him. He has charged for his 
time apparently $2,900. Strike out this sum from the debit side and add 
it to the balance allowed by him as stated above, $1,112 60, and he has 
then received only $4,012 60 above his expenses. These will bear a 
large reduction and still leave the applicant withont the reward he has 
fairly earned. Indeed all his receipts, without any deduction, do not 
pay for the time, ingenuity, and labor he has given to the work of elab- 
orating the invention and introducing it to the world. 

"We recommend the extension of the patent." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the favorable recommendation of the examiners-in-chief, by 
whom this case has been heard, the same having been referred to them 
under the provision of section 10 of the patent law, the extension asked 
for will be granted. 



PETER COOK. 

Extension. 
February 2, 1871. 

In the matter of the application of Peter Cook for the extension of let- 
ters-patent for a Machine foe Cutting Venebes, granted to him 
February 3, 1867. 
Upon the* order of the Acting Commissioner, as provided in section 

10 of the patent law, this case was heard by the examiners-in-chief, who 

reported upon the application as follows : 
"The novelty and utility of the invention are certified sufficiently upon 

the report of the examiners. The whole time of the applicant has been 

devoted to introducing it into use, and his diligence has been untiring. 
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His want of success has been without fault on his part, and has been 
owing to the many causes which so commonly prevent meritorious in- 
ventors from reaping the reward to which they are entitled under our 
patent laws. Besides the insolvency of those who purchased his ma- 
chines on credit, loss of his buildings, tools, and material by fire, and 
other calamities, two things have specially contributed to his failure. 
A strong prejudice was entertained against the products of the machine 
for a long time, It being apprehended that they would prove wanting in 
soundness, and it was only at a late period that their merit became es- 
tablished in the community. At an early date after obtaining his pat- 
ent the applicant, having no means to manufacture his machines, sold 
two-thirds of it to parties who undertook to set up the requisite works 
for that purpose, and to introduce the machines into market* But they 
were encountered so strongly by the prejudices mentioned that all their 
attempts were defeated. They became discouraged, and abandoned the 
enterprise, and left the applicant to meet their liabilities, which he did 
to a ruinous extent ; and the title to two-thirds of the invention being 
in their hands, he was for a long time embarrassed in disposing of it. 

"The only difficulty we find in the case arises from the want of any es- 
timate of the ascertained value of the invention. There is no pretense 
of furnishing one. The evidence shows, however, that the field of ope- 
ration in which the machines are employed is one of vast extent ; lum- 
ber being manufactured by them, or others of the kind, to the amount 
of several hundred thousand dollars annually. It is proved that they 
perform the work with half the expenditure of steam power that others 
find necessary ; and the product is a superior one. While, therefore, the 
value of the invention is undoubtedly a very high one, it is evidently 
difficult to place any definite estimate upon it. Accordingly several 
witnesses, when interrogated especially upon this point, avowed their 
inability to give the desired information in that precise form, while they 
concurred in appreciating the great worth of the machine. 

" We submit to the consideration of the Commissioner whether cases of 
this character should not be exempted from the rule which seems to 
call for an estimate in a numerical form. The object of the requirement 
of the law is really fulfilled, since there is no question as to the merits 
of the application on this point. Less scrupulous parties or counsel 
might easily have manipulated the opinions of the witnesses, and drawn 
from them an estimate which would have responded to the rule pre- 
cisely, and yet would not have furnished the least additional proof in 
favor of the petition, nor have strengthened our convictions in the 
slightest degree. The delusive nature of such estimates has often been 
manifest and striking, and has produced a strong impression that they 
are less deserving of confidence than such a presentation as is made in 
this instance, without any attempt at practicing what approaches in its 
character very near to deception. 

" The applicant's statements show that he has received on account of 
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the invention but $7,880, and against this he charges $7,391 81. ex- 
pended. That he has received any more there is not the least reason to 
suppose. His charges hardly call for close scrutiny. The whole amount 
he has received is but a small recompense for fourteen years and upward 
of diligent labor and active enterprise. 

" We would therefore advise that the ruling in the case of A. A. Gray, 
and others analogous, should be modified on this occasion, and recom- 
mend that the patent before us be extended." 

DECISION. 
Duncan, Acting Commissioner: 

I do not understand that the law in requiring an applicant for an ex- 
tension to furnish "a written statement under oath of the ascertained 
value of the invention or discovery," contemplates necessarily a numeri- 
cal statement. This would often be an impossibility ; and in many cases 
where it has been attempted it is evident that the estimate furnished 
has been no more reliable than the more general estimate of value fur- 
nished in the present case. The object of the statutory requirement 
doubtless is to provide the necessary data whereby the Commissioner 
can form an intelligent judgment as to the merits of the invention. So 
that the data are sufficient tor this purpose I do not see that any advan- 
tage is to result, in the majority of cases at least, from a more precise 
statement. The Commissioner's decision in the case of A. A. Gray (Sep- 
tember 5, 1870) does not appear to have any bearing upon the present 
case, since Gray laid no foundation by which the Commissioner could 
judge as to whether the invention covered by his patent was a valuable 
one. 

The board of exaniiners-in-chief, by whom the present application has 
been heard, the same having been referred to them under section 10 of 
the patent law, report that the invention is one of considerable value to 
the public. They find also that it was new at the time when the patent 
was granted ; and that the inventor has failed, and without neglect or 
fault on his part, to receive a reasonable remuneration for the time, in- 
genuity, and expense bestowed upon it and the introduction of it into 
use. 

The favorable recommendation of the board is therefore adopted, and 
the patent will be extended. 
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BEUBEN CONINS. 

Extension. 

February 9, 1871. 

In the matter of the application of Reuben Conins for the extension of 
letters-patent for Truss Bridges, granted to him February 10, 1857, 
and reissued February 28, 1865. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

"The subject of this patent is a shoe for holding the foot of the brace 
in a truss bridge. It has projections on the under side extending 
through the stringers so as to be sustained by the nuts upon the lower 
ends of the tie-rods. The braces are thus sustained by the tie-rods pass- 
ing through these projections and shoes without the intervention of the 
timbers, which are thereby preserved from being crushed. A similar 
device is shown in Howe's patent of August 28, 1846, from which this 
varies in two particulars. In Howe's the block below the shoe is sepa- 
rate from it, while in the applicant's it is cast together with it. In 
Howe's the two shoes on each side of the tie-rod were oast in one piece 
with an aperture through it for the tie-rod, and so was the block below. 
In the applicant's the shoe and its block on one side is cast separately 
from that on the other side. The first of these modifications cannot be 
justly regarded as constituting a patentable improvement. The other is 
not noticed in the claim in the reissued patent. The principal exam- 
iner has reason for reporting that what is claimed in the reissued patent 
is shown in Howe's. 

"This explanation seems essential to enable the Commissioner to 
arrive at some opinion of the value of the invention, which, on the face 
of it, must be regarded as very low. There is no statement of it as 
ascertained, but there are some affidavits which place it quite high. 
But it is doubtful whether the affiants had in view the precise invention 
which the applicant is entitled to claim. They nowhere speak of the 
shoe, but always of the bridge, as being Conins', and distinguish it as 
such from Howe's. It would be highly unsafe to predicate an opinion 
as to the merits of the invention upon evidence which is so liable to be 
misapprehended, and it should not be thought of when such evidence 
is all that is furnished to supply the place of a sworn statement of the 
ascertained value. 

" The failure of the applicant to obtain any material compensation for 
his invention renders it still more incumbent on the office to insist on 
such a statement or its satisfactory equivalent. That he made diligent 
efforts to introduce his invention into use seems to be sufficiently estab- 
lished. But he was largely engaged in building railroad bridges, and 
says he introduced his shoe into them under contracts which left it at 
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his option to use them or other shoes. Of coarse he could charge noth- 
ing for the invention. Besides these his sales were very small. This 
would seem to indicate that he was unable, while introducing his shoe 
into use to a considerable extent, to satisfy those who used it that it 
possessed any essential superiority. Whatever reputation he gave 
them would seem to have benefited him by aiding him in procuring 
contracts. His shoes do not seem as expensive as Howe's with the 
blocks, not being as heavy. A customer who preferred them would be 
tolerably sure he would put them in, if he were at liberty, and the priv- 
ilege of having them might determine him to close a contract with 
Oonins for building the bridge. These seem to have been the principal 
occasions on which he put his invention into use, and it is difficult to 
avoid the conjecture that its principal value has been to promote his 
business as a builder. What it has been worth to him in this way we 
have not the slightest means of estimating. But without some further 
evidence on these points it would not be judicious to adopt the conclu- 
sion that the invention was of high value, and that the applicant had 
received an inadequate remuneration for it. 

" In connection with this it should be observed that the applicant's 
accounts of his receipts and disbursements are wholly defective. He 
expresses the utmost certainty that all he has ever received for his 
invention would not amount to $1,500 ; but he does not furnish the 
slightest detail of his receipts. He specifies three items of expense, 
that of obtaining the patent, $340 ; that of obtaining the reissue, $125 ; 
and $875 paid out in defending a suit brought against him for infringing 
another patent while working under his own. Without discussing the 
propriety of the latter charge, the whole account falls utterly short of 
furnishing the Commissioner the information requisite to enable him to 
form any opinion of his own as to the adequacy of the remuneration 
obtained for the invention. If its value were satisfactorily ascertained, 
and the applicant's statement as to his receipts were corroborated by 
the testimony of others, the whole amount might possibly be held insuf- 
ficient. On all points the case made by the applicant seems wanting. 
We are constrained, therefore, to advise that the petition be denied." 

DECISION. 
Duncan, Acting Commissioner: 

Upon the adverse report of the examiners-in-chief, to whom this case 
has been referred for hearing under section 10 of the patent act, the 
extension asked for is refused. 
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JULIA M. MILLIGAN. 

Extension. 

February 10, 1871. 

In the matter of the application of Julia M. Milligan for the extension 
of letters-patent for Abdominal Supporters, granted February 
10, 1857. 

Duncan, Acting Commissioner : 

From the reports of the primary examiner and the exainiuers-in-chief 
upon the merits of this application, it appears that the invention was 
new in its principal features at the time when the original patent was 
granted, and that the supporter is one of the best in common use, being 
efficient in its operation and extremely simple. 

The inventor has labored diligently in introducing it, contending with 
various adverse circumstances. She has, however, realized a profit of 
only $557 20, nothing being deducted in this statement for manufactur- 
ers' profits, or the time or labor of the patentee. This is an entirely 
inadequate remuneration ; and, as the failure to receive a reasonable 
compensation on account of the invention has been entirely without 
neglect or fault on the inventor's part, and as all the requirements of 
the law relating to an extension have been complied with, the exten- 
sion asked for will be granted. 



DANIEL KELLY and WM. LIVINGSTONE. 

Extension. 

February 10, 1871. 

In the matter of the application of Daniel Kelly and William Living- 
stone for the extension of letters-patent for Window Blinds, granted 
February 10, 1857. 

Duncan, Acting Commissioner : 

The law regulating the extension of patents was designed to favor the 
diligent inventor only. 

This case has been referred to the examiners-in-chief for hearing and 
a report, under the provision of section 10 of the patent law. 

The report submitted by them after a careful consideration of the 
facts established by the testimony, sets forth that the failure of the 
inventors to obtain a suitable compensation therefor is owing almost 
entirely to want of diligent effort in their own behalf. 

This declaration is accepted as correct, and accordingly the extension 
is refused. 
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DAVID H. WHITTEMORE. 

Extension. 

February 16, 1871. 

In the matter of the application of David H. Whittemore for the exten- 
sion of letters-patent for Apple Parers granted to him February 
17. 1857. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" No question is made df the novelty and utility of the invention. The 
diligence of the applicant in introducing it into public use is sufficiently 
established also from the affidavits. 

"A doubt may well be entertained as to the value of the invention, and 
as to the amounts received and disbursed on account of it. The papers 
are so defective and confused on these points that if it were consistent 
to punish the applicant for the incompetency or carelessness of his coun- 
sel, his petition might justly be denied. Upon the first point, for 
instance, he files two affidavits only, in one of which the affiant says 
he considers the patent worth $20,000, p,nd in the other he says he con- 
siders it worth $30,000, and neither of them give the slightest reason 
for their estimate. The first charge in his account is for $250 ' expense 
of procuring patent ;' but he nowhere says he ever expended that, or 
any other sum for that purpose, nor gives any other information on the 
subject, except the general assurance, at the close of the affidavit, that 
' it is believed that the above is a fair and just estimate,' &c. The sec- 
ond charge is for $1,000 for l share of loss of Whittemore, H. & Co. 
And all we can learn of this company is that the applicant put his 
patents into it as his share of the stock, and the company failed after 
having expended $15,000. His patents were sold with the rest of their 
assets, and were bought back by him, and he charges the purchase 
money. It does not appear that he ever disbursed a dollar of his own 
money on account of the company in any other way, nor does lie show 
any other ground for making the charge. These instances are given to 
explain how unsatisfactorily the papers have been prepared, and the 
justice of the remarks made upon it. 

"The sworn statement narrates several transactions, however, from 
which it may be fairly and safely inferred that the invention was really 
worth a large sum, perhaps $50,000 or more. On one of those transac- 
tions the applicant endeavors, in fact, to form some estimate for this 
purpose. The right of the patent before us, and a previous patent on 
the same machine, were once sold for the State of New York for $1,500 
per year. Both patents had then over eleven years to run, and at that 
rate were worth $16,500. The applicant estimates that the use of the 
patent for New York was worth one-tenth as much as that for all the 
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other States, and that the whole was therefore worth at 'least $150,000, 
and this patent worth half that sum. The former patent has been 
already extended, and on that occasion the applicant placed the same 
comparative estimate on the two patents. His estimate may therefore 
be considered a fair one on that point. 

" The applicant credits the invention with the sum of $3,906 received 
on account of it, and there is nothing in the case which leads us to sus~ 
pect'he should be charged with more. From this may be deducted with 
propriety $1,500 for charges to that amount which are well sustained, 
leaving a balance of only about $2,400 which he has derived from all 
his ingenuity, labor and expense. Although the estimate which the 
applicant has made of the value of the invention can only be received 
after making very large allowances, it is evident that there is sufficient 
foundation for it to justify the conclusion that the importance of what 
the applicant has received is such as to warrant him in calling for a 
much larger compensation. We have no hesitation, therefore, in re- 
commending that his patent be extended." 

DECISION. 

Duncan, Acting Commissioner : 

In accordance with the recommendation of the board of examiners- in- 
chief under the provisions of section 10 of the patent law, the patent 
granted to David H. Whittemore on the 17th day of February, 1857, 
fbr a machine for paring apples, will be extended. 



SAMUEL E. WILMOT. 

Extension. 

February 16, 1871. 

In the matter of the application of Samuel B. Wilmot for an extension 

of letters-patent for Steam Valves, granted to him February 17, 1857. 

Upon the order of the Acting Commissioner, as provided in section 

10 of the patent law, this case was heard by the examiners-in-chief, who 

reported upon the application as follows ; 

" There is no opposition. The examiner reports tiiat the invention is 
new and useful, and of great value and importance. By a very simple 
arrangement of a twisted or screw rod, connected to a valve at the 
head of the cylinder, and operated by a slide traveler attached to the 
piston rod, he is enabled to direct the steam alternately to either end of 
the cylinder, and thus the engine is run, and is capable of being attached 
directly to the machinery* or instrument it is designed to work, without 
the intervention of cranks, fly-wheels, eccentrics, cams, &c. It was 
devised and invented to meet a great want, and to be used principally 
in a portable wood-sawing machine, for which purpose it is most 
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admirably designed, being so extremely simple and compact. It is also 
peculiarly adapted to working pumps and threshing machines, blowing 
machines, &c, &c. 

"Experts estimate that this invention enables manufacturers to pro- 
duce engines at about 40 per cent, cheaper rate than engines of less value 
and capacity, made on the plans in vogue before their introduction. It 
also appears that they have gone into very general use, and are popular. 

" But so it was that applicant fell into the hands of others who put* him 
into the very 'common and old device' of a ' joint stock company,' 
where he contributed all the brains, and this patent, with others 5 while 
his associates were to furnish capital. Works were started in Brooklyn, 
New York 5 the company took the name of the 'Forest and Agricultural 
Steam-Engine Company 5' failed in 1859 ; and all their assets including 
all the applicant's patents, (this included,) were sold to pay debts. The 
interest of the patent passed into other hands, and so remained out of 
control of applicant until November, 1870, when it was given back to 
him, and he now stands as solely interested in the extension asked. 

" The applicant makes the formal statement required by law, but it is 
evident from the facts above stated that l\e cannot be justly charged 
for receipts, as from the patent, of moneys paid him by the company as 
salary, since the whole thing was a dead failure. He, however, credits 
the patent with one-fourth of such salary, and charges back for one- 
fourth of his personal services, together with the cost of obtaining his 
patent, and thus shows a loss of $1,887 50. 

" But though this is not correct in practice, yet there is enough to 
show that applicant has, in fact, received no valuable compensation for 
his time, ingenuity, and expense bestowed upon the patent, and in his 
attempts to introduce it into use through the joint stock company, and 
in other ways. 

" The evidence is abundant and satisfactory that he did all he had the 
ability to do, and his failure to receive remuneration was in no ways 
owing to his fault or negligence. 

" The great value of the invention is also fully established, and we con- 
cur with the examiner in his favorable report on the case, and recom- 
mend an extension of the patent." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the recommendation of the board of examiners-in-chief, to whom 
the application of Samuel R. Wilmot for the extension of letters-patent 
for a mode of operating valves of steam-engines, granted February 17, 
1857, has been referred under the provisions of section 10 of the patent act, 
it is hereby adjudged to be both just and proper that the patent be 
extended, and accordingly it is so ordered. 
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EDGAR HUSON. 

Extension. 
February 16, 1871. 

In the matter of the application of Edgar Huson for the extension of 

letters-patent for Platform Wagons, granted to him February 17, 

1§57. 

Upon the order of the Acting Commissioner, as provided in section 10, 
of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" This case appears to be meritorious in all respects. The invention is 
reported by the principal examiner to have been novel at the time the 
patent was granted, and to possess unquestionable utility. Its value 
and importance to the public are fully established by the statement of 
applicant, corroborated by certificates of others. By the invention a 
valuable arrangement of supporting springs was rendered applicable to 
wagons of light draught, thereby securing a considerable advantage to 
the public. 

" Applicant estimates that the invention has gone into use upon at least 
10,000 wagons, and that it is worth $3 per wagon, the royalty paidjto 
him by a number of those using the i gearing.' This estimate furnishes 
reliable data by which we are enabled to fix the value of the invention 
to be at least $30,000. 

" Applicant has failed to secure adequate remuneration for the time, 
ingenuity and expense bestowed upon his invention, and the introduc- 
tion of it into public use ; this failure does not appear to be justly 
chargeable to neglect or fault on his part, in consideration of the circum- 
stances fully set forth by him. 

"We therefore recommend the extension of the patent." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the recommendation of the board of examiners-in-chief, to whom 
the application of Edgar Huson for the extension of letters-patent for 
improvement on wagons, granted February 17, 1857, has been referred 
under the provisions of section 10 of the patent act, it is hereby ad- 
judged that the patent should be extended. 
3 D 
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KNIGHT vs. ANNAN. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

February 20, 1871. 

In the matter of the interference between the application of Margaret 
E. Knight for letters-patent for a Machine for Folding Paper 
Bags and a patent granted to Charles F. Annan for a similar in- 
vention. 

Duncan, Acting Commissioner : 

The devices upon which the interference arises are termed by the 
patentee the " tucking-knife" and " opener," and by the applicant the 
" plate-knife folder" and " guide-finger." These devices have a common 
function in the two machines. As the paper tube comes off from the 
"former," the tucking-knife or folder descends upon it, pressing it 
toward the bed of the machine, and moving forward with it, while the 
opener or guide-finger, which is suspended from a fixed beam, enters 
the forward end of the advancing tube, and pushes back the upper fold 
of the same, so that the opening in the end of the tube is laid at right 
angles to its first position, and thus is formed the first fold of the bag. 
The path of the folder or knife, both in its advance and its retrograde 
movement, is controlled by pins projecting from its ends and moving in 
suitably constructed guideways. 

Annan's third claim is for " the Tucker P 6 , in combination with the 
opener T 1 , operating substantially as described and for the purposes 
set forth." 

Knight's claims involved in the interference are as follows : 

"2d. The plate-knife folder F, constructed, arranged, and operating 
as set forth. 

" 3d. The guide-finger N l , or equivalent device, whether fixed or mov- 
able, the function of which is to hold or push back a portion of the 
edge of the paper tube while the fold represented in Fig. 10 is being 
formed. 

" 4th. The combination of a guide-finger with mechanism or a device 
for pushing the paper tube under said guide-finger, for the purpose of 
forming the fold represented in Fig. 10." 

"6th. The guide-finger N 1 , constructed, arranged, and operating as 
and for the purpose stated." 

The other claims are for devices or combinations peculiar to the indi- 
vidual machines, and hence are not involved in the interference. 

As the patentee has filed no testimony, April 3, 1869, the date of 
filing his application, or possibly March 30, 1869, the day on which, ac- 
cording to the jurat appended to his application, he took the oath of 
invention, must for present purposes be assumed as the date of his 
invention. 
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Miss Knight, on the contrary, has introduced voluminous testimony, 
and has stated fully the history of her invention from its first inception 
down to the present time. From her own statement, which is abund- 
antly corroborated by other witnesses, it appears that she conceived the 
idea of the invention in February, 1867, and in the same month made a 
rude sketch, which is preserved and made an exhibit in the case, of 
those portions of the machine which are involved in the present contro- 
versy. In the following month she made a rude paper model, intended 
to embody her ideas, and also constructed a guide-finger and a plate- 
knife folder, with which she experimented privately ; which subsequently, 
viz, in February, 1868, she attached to one of the old paper-bag machines 
in the shop in Springfield, Massachusetts, where she was employed ; and 
with which, as she testifies, she succeeded in making square-bottom 
bags. In the latter month, also, she commenced a wooden model, which 
she completed in July, 1868, and upon which she says that she made 
" thousands of bags." This wooden machine was undoubtedly of very 
inferior and imperfect workmanship, so much so that the witness Knox 
characterizes it as a u rickety wooden thing, all shaky;" yet the same 
witness says that he saw hundreds of liags made upon it. Its chief 
value manifestly consisted in demonstrating the practicability of the 
inventor's ideas. The principle of the invention had found embodiment, 
but various changes in the details of construction were needed to pro- 
duce a commercially successful machine. 

In July, 1868, Miss Knight, assisted to some extent by Knox, though 
mainly with her own hands, began making patterns for an iron machine. 
This machine was put together in the October following, and is stated 
by two witnesses to be a copy of the wooden machine as to its construc- 
tion and mode of operation. Upon this machine Knox says that he 
made thousands of bags experimentally, prior to April, 1869 — "not 
perfect bags, since they lacked the paste," but with that exception " good, 
handsome bags." 

In April, 1869, Miss Knight removed to Boston, carrying the iron 
machine with her, but breaking up the wooden one. The iron machine 
she took, in the month of June, to the machine shop of Lincoln & 
Graham, to have certain manifest defects in it remedied. From Gra- 
ham's testimony it is plain that he was employed simply as a skilled 
artisan to carry out the inventor's ideas, and to this end certain chauges 
were made in the mechanical construction of the machine, these changes 
being mainly the substitution of gears for pulleys, whereby a positive 
movement was secured, the substitution of an iron cam for the wooden 
one, and the placing of the lug which projects from the lever arm in a 
new position, so as to give the folder a longer throw. Not being satis- 
fied with Graham's work, Miss Knight subsequently employed one 
Abbott to work upon the machine, who testifies that the instructions 
given him by his employer were very definite in their character, and 
that he was directed to follow them u whether right or wrong." 
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Abbott says that the machine would make bags at the time when it 
came into his hands, and that the various parts involved in the present 
controversy were upon the machine at that time, and that he made no 
change in their arrangement or principle of operation. By altering the 
shape of the cam that operates the folding knife, by attaching a pasting 
apparatus and a device for carrying off the bags when formed, by adding 
to the length of the finger, and by other, changes enumerated in his 
testimony, he succeeded in improving the machine to no inconsiderable 
extent, but the fundamental principle of it was not modified. The 
changes were all made under Miss Knight's direction, and were for the 
purpose of obviating certain mechanical imperfections, or of adding 
certain parts necessary to a complete paper-bag machine, but not essen- 
tial to the perfect working in such a machine of those devices which 
form the basis of this interference. While Abbott was at work upon 
the machine it was inspected by Annan, the patentee, and by Binney, 
his assignee, both of them, as it would appear, representing at the time 
to Abbott that they were not interested in any such machine for making 
paper bags. 

Miss Knight filed her application on the 28th day of February, 1870. 
Is she to be regarded as the first inventor of the devices in controversy $ 
and, if so, has she forfeited her right to a patent by the superior dili- 
gence displayed by Annan in perfecting his invention, and in seeking 
and obtaining a patent ? In seeking for the rule by which to decide the 
question of priority, it is unnecessary to go further back than to the 
case of Seymour et al. vs. Osborne et al., recently decided by the Su- 
preme Court of the United States, in which the following language is 
used by the court in its opinion : 

u Original and first inventors are entitled to the benefit of their 
inventions if they reduce the same to practice, and reasonably comply 
with the requirements of the patent law in procuring letters-patent for 
the protection of their exclusive rights. Crude and imperfect experi- 
ments are not sufficient to confer a right to a patent, but in order to 
constitute an invention the party must have proceeded so far as to have 
reduced his idea to practice, and embodied it in some distinct form. 

" He is the first inventor in the sense of the patent law, and entitled 
to a patent for his invention, who first perfected and adapted the same 
to use ; and it is well settled that until the invention is so perfected and 
adapted to use, it is not patentable under the patent laws." 

Applying this severe test in the present case, it is believed that Miss 
Knight should be adjudged the prior inventor of the devices in contro- 
versy. The court did not, of course, mean that a machine is not pat- 
entable until it is complete in all its details, and is brought to the highest 
degree of perfection. It is enough if the practicability of the inventor's 
idea has been demonstrated by an actual mechanism which is found 
capable of operation upon the principle alleged. The machine may be 
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rude in its construction, ill-proportioned and susceptible of great im- 
provement in its mechanical details ; yet, if the practicability of the 
principle which "finds embodiment in it is demonstrated, the inventor is 
undoubtedly entitled to protection by letters-patent. The courts, in 
fact, tolerate changes in the mere details of a machine, even after the 
issue of a patent, without permitting such changes to impair the rights 
of the patentee. Upon this point the remarks of Mr. Justice Kelson in 
Parkhurst vs. Kinsman, (1 Blatch., p. 488,) quoted by the examiner in 
charge of interferences, are specially pertinent. In that case the 
learned judge remarked as follows : 

" Practice and experience in the working of the machine doubtless 
led to modifications of the form, highly beneficial as respected both the 
quantity and the quality of the article cleaned. This is the natural and 
usual result in the operation of machinery newly invented and con- 
structed. It requires time and experience to bring it to complete per- 
fection. But the right of the inventor does not depend upon the ques- 
tions whether the machine is more or less perfect, or whether slight 
modifications in the arrangement of the machinery, or in the finish of 
the parts composing it, may or may not better accomplish the' end 
sought to be attained ; but upon the question whether the machinery 
constructed as described in the patent will or will not accomplish the 
end practically and usefully in the way pointed out. If it will, the in- 
ventor is entitled to the protection which the Government has granted 
him ; and any one using the principle thus embodied is guilty of an 
infringement, however he may have perfected the machinery by supe- 
rior skill in the mechanical arrangement and construction of the parts. 
Such perfecting is but the skill of the mechanic, not the genius of the 
inventor." 

With the reasonable latitude thus allowed the inventor of a new 
machine, it is believed that the wooden model made by Miss Knight in 
1868 comes within the rule above quoted from the opinion of the Su- 
preme Court in Seymour vs. Osborne. The bags made by this machine 
were not pasted, but a pasting apparatus has no necessary connection 
with the folding devices, these being a separate and distinct part of the 
aggregate mechanism ; neither were the folds of the bags made with 
the precision that has since been attained ; but all the evidence goes to 
the point that the principle of the machine was then substantially what 
it is now, and that the feasibility of folding bags by the method pro- 
posed was at that time fully established. But even if it should be held 
that the invention was not perfected so as to be patentable until after it 
had passed through the hands of Abbott in August, 1869, subsequent 
to the grant of Annan's patent, which issued in June of that year, still 
if it appears that Knight used due diligence in perfecting her invention 
and seeking protection for the same, she is not to be deprived of the 
fruits of her skill and labor by the fact that a patent has already issued 
to another party who is a subsequent inventor. (Cox vs. Griggs, 2 Fish., 
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174.) This doctrine finds direct support in the patent law, it being pro- 
vided in section 61 of the new act, as formerly in section 15 of the act 
of 1836, that the fact that a patentee had unjustly obtained a patent for 
that which was invented by another, who was using reasonable diligence 
in adapting and perfecting the same, shall constitute a valid defense 
against a suit under the patent. 

Knight's diligence at the time when Annan secured his patent, as 
well as for two years before, was certainly of the most notable charac- 
ter; and, considering her little practical acquaintance with machinery, 
her success in overcoming the many difficulties encountered is a matter 
of great surprise. Her diligence at the period named must be regarded, 
as sufficient to constitute a defense against Annan's patent, and conse- 
quently entitles her to the protection she now seeks, unless she has 
forfeited her rights by subsequent laches. It appears that she delayed 
her application for a short time after the last alterations in her machine 
were made ; but during this time she made no attempt to conceal the 
existence of the machine from either Annan or the assignee of the 
Annan patent, but, on the contrary, she freely admitted both these par- 
ties to an inspection of her work. Under such circumstances it seems 
but reasonable that the inventor, if she deemed it necessary, should 
take time to study upon her machine with view to its possible improve- 
ment. It would be a harsh judgment to say that by the brief delay 
which occurred, during which she openly revealed her invention to her 
rivals, she forfeited her rights. She must, then, be adjudged the prior 
inventor, and entitled to a patent. 

Much question is made by the counsel for Annan as to the admissi- 
bility of Miss Knight's claims in their present form, even if she be ad- 
judged the prior inventor ; and certain amended forms of claim are 
suggested, which, if adopted, would not be objected to. It is well re- 
marked, by the examiners-in-chief that this is a question entirely foreign 
to the interference, and one upon which the patentee is not of right 
entitled to be heard. It has, however, received consideration. 

The burden of the objection is, that as the plate-knife folder is inop- 
erative without the combination or cooperative agency of the guide- 
finger, and vice verm, and that as the second, third, and sixth claims 
are for these devices separately considered, these claims should not be 
allowed. The counsel has apparently misapprehended the exact scope 
of the claims. The real cooperation between, the parts seems to be 
sufficiently indicated by the words "constructed, arranged, and oper- 
ating as set forth " in the second claim, and the corresponding words 
found in the other claims. If, by giving due emphasis to these quali- 
fying words, the claims become tautologous, that is a matter for the 
consideration of the examiner when the case comes again before him. 

The reference made by the counsel to the decision in ex parte Eubens 
(Commissioner's Decisions, 1869, p. 107) is not pertinent. That decision 
was intended to relate only to the use of the words u substantially as 
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described," and equivalent expressions, in claims upon inventions which 
are distinguishable from previous inventions only by the particular con- 
struction to be placed upon these qualifying words. 

If Knight be the first inventor of the devices upon which she now 
asks a patent, it is manifest that the decision can have no application 
in the present case. 



J. D. BKOWN. 

Extension. 

February 23, 1871. 

In the matter of the application of J. D. Brown for the extension of 
letters-patent for Blind Hinges, granted to him February 24, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-cjiief, who 
reported upon the application as follows : 

u The invention described was undoubtedly novel and useful. The 
specification is not a very clear one, and the claim is defectively drawn. 
Still it embraces the essential features of the invention, and tfould no 
doubt be construed by the courts to cover only what belongs to the 
applicant. It does not seem capable of being abused as an instrument 
of fraud or imposition, and as it cannot be amended by a disclaimer, 
and there is no time for a reissue, the petition should not be denied on 
account of this objection. 

" The ascertained value of the invention is sufficiently shown in the 
applicant's statement. Being too poor to introduce it into market, he 
gave his employers an exclusive license to manufacture and sell it for 
a stipulated royalty. They found it to their interest to confine their 
business chiefly to another class of hinges, and sold so few of these 
that, up to 1865, the applicant had received less than $1,000 from them. 
Others then applied to him for a license to manufacture, and his em- 
ployers thereupon gave him $2,000 for an assignment of his. patent. 
As they had an exclusive license, this amounted to no more than set- 
tling the amount of his future royalties. All that he has ever received 
on account of his invention is less, therefore, than $3,000. This falls a 
good deal below the value of the invention, without even deducting the 
moderate sums he has charged. We do not see that he was in fault in 
not having received a reasonable remuneration for the time, ingenuity, 
and expense he has laid out, and we recommend that his patent be 
extended." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the favorable report of the examiners-in-chief, by whom this 
case has been heard, as provided in section 10 of the patent act, the 
extension asked for will be granted. 
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JOHN BENEDICT. 

Extension. 
February 23, 1871. 

In the matter of the application of John Benedict for the extension of 

letters-patent for Thimble-Skeins for Wagons, granted to Andrew 

Leonard February 24, 1857; reissued July 27, 1858; and again reissued 

in two divisions October 8, 1861. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patent law, this case was heard by the examiners-in-chief, who 
reported on the application as follows : 

" The first division is for the process or method of molding and casting 
thimble-skeins for wagons so that they shall be without 'seams' or 
'fins.' The peculiar form of thimble-skeins, essential to their adapta- 
tion to the parts and uses to which they were applied, made it extremely 
difficult to cast them in a mold composed of a single piece ; consequently 
it was divided longitudinally into two or more sections, and where these 
sections joined, the iron would appear in seams or fins which required 
cutting down and finishing. Applicant devised an ingenious system 
and combination of patterns by the means of which he was enabled to 
overcome the difficulty theretofore unsurmounted, and construct molds 
in one piece for casting the thimble in a vertical position so as to be per- 
fectly true, smooth, and finished. That he was the first to do this is un- 
disputed, and that it was a very important and valuable improvement 
in the art of manufacturing thimble-skeins is admitted. 

" But the examiner seems to suppose that it was little, if anything, 
more than applying to this kind of castings what had before been used 
in regard to others. The same result, as regards the seams, had been 
attained by employing a whole mold. In regard to many articles 
having plain forms and surfaces there would be no difficulty in casting 
from a whole mold, but in this case the inventive thought was required 
to devise a method of constructing a mold in a single piece, and 
arranging the core so that all the external and internal curves, angles, 
shoulders, flanges, &c, could be secured — a thing previously deemed im- 
practicable. Most undoubtedly any intelligent pattern-maker or molder 
can do the same thing now that it has been demonstrated by applicant, 
but it was not done before. 

" We are satisfied that the patentability of the process or method was 
correctly settled by the office in the granting of the patent and reissues. 

"The value and importance of the invention are apparent. It is claimed, 
and we think justly, that the thimble cast in this way is superior to 
that made by the old method. The chilled face of the casting is pre- 
served, and presents a smooth, hard surface, affording less friction and 
wear than where the removing of the seams and turning down necessa- 
rily exposes a softer metal to come iti contact with the boxes of the axle. 
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" Besides, though the expense of molding is somewhat greater, yet the 
saving in the finished article is quite considerable. Witnesses place 
this saving at 50 per cent., which is probably somewhat exaggerated. 

"It is also shown by the evidence that this improved article has gone 
into general use in the Western States and Territories, 500 sets being 
made daily in Kenosha, Wisconsin, alone, and it is estimated that 
150,000 sets are sold annually. But the inventor died about three years 
after obtaining his patent, leaving a widow and seven minor children. 
He had disposed of considerable territory, and it is estimated that he 
had realized as gross receipts only some nine or ten thousand dollars. 
The widow also died in 1865, so that this application is made on behalf 
of the children, some of whom are yet minors and dependent on charity 
for support. 

" The inventor died poor, not leaving sufficient to defray his funeral 
expenses. The widow sold all remaining interest in the patent for $1,000,. 
which was all expended in the support of her family during her lifetime, 
except about $200. All of the books, memoranda, &c, of the inventor 
were destroyed by fire subsequent to the death of his widow, and there 
are no means of giving a specified detailed account of receipts and ex- 
penditures; but from the circumstances narrated we are satisfied that a 
proper remuneration has not been received by the inventor or his repre- 
sentatives for the invention he has given to the public, and the evidence 
is satisfactory that the failure is not attributable to fault or negligence. 

" The second division is for a cast seamless thimble-skein such as speci- 
fied, &c. It will be seen that the real object of the invention was the 
production of an improved thimble-skein. Owing to the impossibility 
of putting together the two or more parts of the mold, so as to form a 
perfect whole, with all its lines and curves in coincidence, and often re- 
quiring turning down to perfect and adapt it to use, the article as for- 
merly manufactured was defective in not being true. The seams also 
had to be worked down ; thus was destroyed a portion of the chilled 
exterior, which exposed a softer material for wear, friction, &c. 

"The seamless thimble-skein produced by this new process was there- 
fore an improved article of manufacture, having new and distinctive 
features, easily identified and recognized in the market. 

" To receive full protection it became necessary that the invention 
should cover the article as well as the process, and this office, in our 
opinion, was justified in granting the patent under the second division. 

u We therefore recommend au extension of the two patents as applied 
for." 

This report, signed by a majority of the board of examiners-in-chief, 
was accompanied by a minority report concurring in the foregoing 
recommendation as regards that branch of the reissue which is for the 
process, but holding the following language upon the division which 
covers the article of manufacture : 

"The thimble-skein produced by the process is distinguished from 
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others in nothing which indicates invention. Its superiority over others 
consists in qnalities which are no doubt highly-desirable, but are obvi- 
ous to every one. If there had been no difficulty in making them, if 
they could have been manufactured as readily as others, they would 
have been in the market from the outset, to the exclusion of all others. 
No one would have ever thought of monopolizing them as the fruit of 
his ingenuity, to which he was entitled as being the first to conceive of 
them. And now if any one can produce them by any other process, 
which is easily to be imagined, there is no such merit in them as would 
entitle the applicant to preclude him from so doing. The only thing for 
which the patentee deserved a reward was the process embraced in the 
other patent. 

"There is, no doubt, a difficulty in securing the inventor adequate pro- 
tection, as pointed out in the foregoing opinion. It is a difficulty to 
which many other inventors have been and are still subjected, and 
which the office has long sought to remove, and from which the courts 
have often been appealed to for relief, but in vain. If the obvious 
remedy now proposed should prove available, it would argue little for 
the sagacity and wisdom of those who have heretofore taken the matter 
in hand. It is clear that they were not wanting in discernment, because 
they did not see what is not to be seen, and that there is no patenta- 
bility in that which does not contain within itself some marks of inven- 
tive ingenuity. To call a thing a new article of manufacture is not 
enough to make it so, if there is nothing about it which is novel in 
the eye of the law save only in the method of producing it. For these 
reasons the undersigned is constrained to advise against extending the 
patent for the thimble-ske n 

DECISION. 

Duncan, Acting Commissioner: 

Upon the favorable report of the majority of the examiners-in -chief, 
by whom this case has been heard as provided in section 10 of the 
patent act, the extensions asked for will be granted. 



D. N. WOODWARD. 

Extension. 

February 23, 1871. 

In the matter of the application of D. N. Woodward for the extension 

of letters-patent for a Solar Camera, granted to him February 24, 

1857, and reissued July 10, 1866. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" The principal question presented upon this application is upon the 
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novelty of the applicant's instrument, against which the principal ex- 
aminer has reported in the most decided terms, and which is extensively 
condemned by experts in the art. 

"To understand its merits it becomes necessary to consider the peculiar 
objects the patentee had in view when he framed it, and the devices by 
which he accomplished them. The first was to throw as much light as 
he could upon the sensitized paper or canvas upon which the image is 
to be impressed. It was intended for large figures, and therefore re- 
quired more light in proportion than ordinary photographs. The ac- 
tinic rays only are relied upon for producing the effect, and that within 
a limited time, and the degree of illumination which would answer for 
solar microscopies and the like, is insufficient for the purpose. The 
patentee, therefore, not only uses a large convex lens to gather the sun- 
beams, as is not unusual, bujb he places the other lens at or near the fo- 
cus of the first one. He thus avails himself of all the light he can gather 
in the first or condensing lens. 

" Another object which he set before him was to enable him to take 
images of any required size. This depends primarily upon placing the 
canvas at the proper distance from the instrument, which can be done 
with comparative facility. It then only remains to adjust the lenses and 
the object, so that the light from the object will be brought to a focus 
on the canvas. In all other similar apparatus this is effected by shift- 
ing the position of the lenses, and sometimes of the slide also. This 
cannot be done in Woodward's instrument, because the distance be- 
tween the lenses is a fixed one. Eor, tnough there is a provision for 
changing the position of the inner lens, that is in order to adjust it to 
condensing lenses of different foci. When the lenses are selected and 
adjusted as described, they can be moved but very little. If the dis- 
tance between them is materially changed, more or less of the light 
which has been collected will be lost. 

" The expedient which Woodward adopted, therefore, is to shift the 
negative back or forth from one lens toward the other, until he finds the 
light from it concentrated on the canvas so as to form a well-defined 
image. In his mechanical construction for this purpose consists the 
second part of his invention. 

"The combination of these two features, that of placing one lens at or 
near the focus of the other, so as to gather upon the canvas all the light 
entering the instrument, and that of bringing the light from the nega- 
tive to a focus upon the canvas after that is adjusted, by shifting the 
position of the negative, is not to be found in any optical instrument to 
which reference has been made, or which has been brought to our notice. 
In the one, for instance, described in the Photographic and Fine Art 
Journal for April, 1856, vol. 9, p. 118, the negative is stationary, and 
the adjustment is effected by shifting the canvas and the lenses. In 
every case one or both of these means are resorted to. In no one be- 
fore Woodward's is the adjustment effected, after the position of the 
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canvas and the lenses are determined, by merely moving the slide con- 
taining the image to be copied. The position of the lenses is changed, 
not merely in relation to the slide, but in relation to each other, so that 
more or less light is lost. 

" It is objected that the change instituted by the applicant is one of an 
obvious character, such as the mere judgment and skill of the operator 
would suggest ; and especially that the principles upon which the in- 
strument operates are all old and familiar to those possessed of science 
and skill in the art. The latter assertion is no doubt true. But the 
novelty of the instrument does not consist in the operation of it when 
once adjusted. It lies in its capacity of supplying abundant light, and 
at the same time of being adapted to taking a picture of prescribed di- 
mensions, and being readily adjusted for that purpose. This branch of 
the objection is abundantly answered by the depositions taken in a suit 
brought in Baltimore by the applicant against Christopher Dinsmore 
for infringing this patent. They were uncontradicted, and established 
beyond all doubt that this instrument wrought a revolution in the art, 
and was eagerly adopted everywhere as soon as it was made known 
Had it been so obvious to the mind, it would have been produced long 
before, when there was such a manifest call for something of the kind. 

" In order to facilitate the operation of the instrument, the applicant 
employs an achromatic glass for his inner lens. This, however, is a well- 
known expedient among photographers, extensively, if not universally, 
employed by them to perform the same functions and for the same pur- 
poses. 

" The patent contains two claims. The first is for an instrument which 
serves both as a camera lucida and a camera obscura. It cannot be 
used for the first instrument. It may indeed be made to effect the same 
object. So may a number of other optical instruments. That does not 
make it a camera lucida, nevertheless, and the claim cannot be sus- 
tained. The second is in these words: 'The arrangement and combi- 
nation of the condensing lens H, or lenses D' and H, negative slide or 
holder N, and achromatic lens or lenses E* made adjustable with regard 
to each other for condensing the sun's rays upon and thrpugh the nega- 
tive, and focusing them upon prepared paper, canvas, or other suitable 
material for photographic purposes, substantially as described.' 

\ l The photographic lens is an old device, as has been observed. And 
there is no instrument of the kind which does not, as a matter of neces- 
sity, bring the light to a focus on the canvas. And if the claim requires 
nothing more than these two features it cannot be sustained. Upon 
the hearing of the case which has been mentioned above, it is evident 
that the learned judge who presided (Giles) interpreted it as compre- 
hending something more; andhe sustained the patent upon the ground 
that some of the instruments, which are alleged to anticipate Wood- 
ward's, did not, as he expressed it, 'focus the light' upon the photo- 
graphic lens. He must have understood the claim, therefore, as em- 
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bracing this feature also. He had a warrant for this in the word ' con- 
densing,' which is evidently used in the pateqfr as meaning something 
different from bringing to a focus, and may well be understood in the 
claim to signify gathering all the light which enters into the instrument 
to operate on the canvas, by concentrating it on the inner lens as de- 
scribed in the specification. It was the duty of the judge to put that 
construction upon the patent which is most favorable to its validity, 
and he went no farther in this instance than other judges on repeated 
occasions. It has been held with propriety that the Patent Office is 
under even greater obligations to show this favor to an applicant fbr 
an extension. (Owen Dorsey's case, Commissioner's Decisions, March 4, 
1870.) For unless his patent is sustained his rights are entirely lost, 
without any chance for establishing them upon another trial. The sec- 
ond claim ought, therefore, to be held valid upon the construction 
which has been set forth, especially as there is such high authority for 
it. At the same time it should be corrected so as to render it more 
clear. This may be done by filing a disclaimer of the first device claimed, 
and of .all instruments named in the second claim, except such as have 
the inner lens placed at or near the focus of the other. 

"The value of the invention is sufficiently ascertained from the data 
furnished in the applicant's statement, and is fully, sustained by the 
affidavits of others. Some of the charges in the account would require 
explanation were it not that, even if they were erased, the compensa- 
tion which the applicant would appear to have received would fall greatly 
short of what he is entitled to claim. As first drawn up, the moneys 
received from his foreign patents were not included. A supplemental 
paper has since been filed containing them, and they do not materially 
vary the balance. Upon the whole, we recommend the extension of the 
patent, if the disclaimer mentioned above is furnished." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the favorable report of the examiners-in-chief, to whom this 
case has been referred under the provisions of section 10 of the patent 
act, the extension asked for will be granted. 



CALVIN ADAMS. 

Extension. 
February 23, 1871. 

In the matter of the application of Calvin Adams for the extension of 
letters-patent for a Door-Lock, granted to him February 24, 1857. 
Upon the order of the Acting Commissioner, as provided in section 
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10 of the patent law, tMfe case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" No donbt is raised as to the novelty and utility of the invention pro- 
tected by the patent now sought to be extended. The said patent has 
been once before the United States circuit court for the western district of 
Pennsylvania, where it was fully sustained by Mr. Justice Grier. (Adams 
v$. Jones et al., 1 Fisher, 527.) 

"The invention constitutes an improvement in * double-faced' or 
'janus-foced ' door-locks, and consists in the combination of a blunt bolt 
and a keeper having an inclined plane along the entire length of the lip, 
thus adapting the lock for use on either right or left-hand doors, with- 
out any change except to turn the keeper so as to present the lip in its 
proper relation to the bolt. 

" This seems like a small invention, but the testimony is conclusive 
that it has proved to be one of great value to the public. The improve- 
ment made the 'janus-faced door-lock' practical and popular. Prior to 
this all attempts to introduce into public use a ' double-faced lock' had 
signally failed, mainly because in all cases the lock had to be opened and 
some of its parts changed to adapt it to doors swinging in different 
directions. The Adams improvement rendered the lock so simple that 
every one could use it, and the cost of its manufacture was so much 
cheapened that it was put upon the market at a price so greatly reduced 
that it immediately brought down the price of locks of every description. 
The testimony of a number of hardware merchants and house-builders 
is, that up to the present time the Adams lock is the simplest and 
cheapest double-faced door-lock that has been put in the market, and 
they all agree that $100,000, or even $150,000, is not an overestimate of 
the value of this invention. Precise data from which this estimate is 
made are not stated ; it is said that from the nature of the case they 
cannot be given, but in view of the sworn statements of these disinter- 
ested merchants and builders as to the nature and effect of the Adams 
invention, we are inclined to the belief that the value they attach thereto, 
although given in general terms, may not be far out of the way. 

" The question of remuneration is attended with a little more difficulty. 

"At the time the invention was made, as well as since, Mr. Adams was 
one of the proprietors of the Pittsburg Novelty Works, and, by agree- 
ment, all inventions made by members of the firm were to be the prop- 
erty of said firm, and for their joint use and benefit. The company also 
owned the ' Sherwood patent,' for finishing the lock-case on both sides* 
and entered upon the manufacture of door-locks extensively under these 
two patents. They soon found it necessary to bring suits against in- 
fringers of the respective patents. The decision in the Adams suit has 
been referred to; no appeal was taken therefrom. In the other case the 
decision of the circuit court was also favorable to the plaintiffs and sus- 
tained the Sherwood patent ; but an appeal being taken to the United 
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States Supreme Court, in a decision rendered in 1863 said decision of 
the court below was reversed and the said patent declared invalid. 

u Now, in making up his statement of receipts and expenditures, appli- 
cant presents an itemized exhibit of the weekly product of the Novelty 
Works in the shape of locks up to the middle of 1870. In the suits 
already referred to a certain pro rata assignment of profits was deter- 
mined upon, in accordance with which the Adams patent was to be 
credited with one-tenth of the net gains. This apportionment is followed 
by applicant in ascertaining the credits to this patent up to the date of 
the decision of the United States Supreme Court against the validity of 
the Sherwood patent. We do not see that there is any ground for ob- 
jection to this course ; it is probably as fair and nearly correct as is pos- 
sible under the circumstances. The Supreme Court having decided that 
the Sherwood patent afforded them no protection, this apportionment of 
profits was no longer proper. The receipts on account of the patent' for 
the period subsequent to 1963 are, therefore, estimated in a somewhat 
different manner. The cost of manufacturing this lock is compared 
with that of other locks of the same class, and the difference, which is 
found to be about eight cents per dozen in favor of the former, is credited 
to the patent. It may at first seem as though the entire profits of the 
manufacture, subsequent to 1863, should be credited to this patent which 
afforded the manufacturers their only protection. It should be remem- 
bered, however, that the bolt and keeper have no necessary connection 
with auy particular lock, but maybe manufactured separately and applied 
to locks varying in other features of construction, or other devices may 
be substituted for them in the Adams lock. From this circumstance it 
appears that the difference in cost of manufacture is mainly due to the 
simplicity in construction of the bolt and keeper, in which case, perhaps, 
it is right that the patent should be credited with only this difference. 
We are more ready to accept the statement of the applicant from the 
fact that even if the entire profits since 1863 should be credited to the 
patent, the share falling to Mr. Adams would come far short of the esti- 
mated value of the invention. 

" No objection can be raised on the ground of want of diligence j the 
firm of which Adams is a member have made this lock a specialty in 
their manufacturing business, and have pushed its introduction into 
public use with remarkable perseverance and success. 

" We therefore recommend an extension of the patent. 

DECISION. 

Dtjno/ln, Acting Commissioner : 

Upon the favorable report of the examiners-in-chief, by whom this 
case has been heard, as provided in section 10 of the patent act, the ex- 
tension asked for will be granted. 
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ERNEST GESSNEE. 
Extension. 
February 23, 1871. 

In the matter of the application of Ernest Gessner for the extension of 
letters-patent granted February 24, 1857, for a Gig Mill foe Napping- 
Cloth. 

Duncan, Acting Commissioner : 

It appears from an examination of the British patents that this same 
invention was patented to Gessner in Great Britain in 1854. The British 
patent bears date October 18, 1854, was sealed December 12, 1854, and 
the complete specification was filed April 17, 1855. The application for 
the American patent was not filed until January 10, 1857. 

Section G of the act of 1839 provided that if any invention had been 
patented in a foreign country more than six months prior to the Amer- 
ican application, the American patent should be limited to the term of 
fourteen years from the "date or publication of such foreign letters- 
patent, 7 ' and the term " date or publication, " as here used, must be 
explained as having relation to the date of the filing of the complete 
specification. (James Cochrane, ex parte, Commissioner's Decisions, 1869, 
p. 60.) 

As, therefore, by reason of the grant of the British patent, Gessner 
came under the operation of the section referred to, his American patent 
should have been limited in terms to the period of fourteen years from 
the 17th day of April, 1855. 

The fact that it was not so limited, however, but that in terms the 
grant was made for fourteen years from the 24th day of February, 1857, 
the day when the patent issued, cannot operate to give the patentee 
a longer period of protection than the Commissioner of Patents was 
empowered by the statute to accord him. 

This point received the attention of the Supreme Court in the case of 
O'Reilly vs. Morse, (15 How., 112 ;) and, in accordance with the doctrine 
there announced, it must be held that Gessners American patent ex- 
pired by operation of law on the 17th day of April, 1869. 

By section 63 of the patent law, the Commissioner is debarred from 
extending a patent after the expiration of the original term. The pres- 
ent application, therefore, is refused. 
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JOHN W. HOARD. 

Extension. 

February 24, 1871. 

In the matter of the application of John W. Hoard for an extension of 
letters-patent for Marking Slates, granted to him February 24, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of tbe patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

"This case appears to present all the requisites necessary for an exten- 
sion, with one exception, to wit, due diligence. It is undoubtedly true 
that the invention was somewhat in advance of the age when the pat- 
ent was granted, a circumstance which would be a sufficient excuse for 
many failures, if there was only evidence that applicant made any effort 
whatever to overcome the obstacles found in his way. But there is an 
entire absence of such proof 5 and from the circumstance that tbe pat- 
ent is charged with no item of expenditure, except the cost of obtaining 
the same, we are led to suppose that it cannot be produced. Hoard 
does not seem to have had sufficient interest in his invention to watch 
the market and inform himself of any change -favorable to the practical 
manufacture of his slates, and there is no pretension that he made any 
attempt to devise machinery for spreadiug the material, the want of 
which, as he asserts, was a serious obstacle to the successful practice 
of his invention. 

u In the mean time another man, Holly, took up the invention, (whether 
as an original inventor or not does not appear,) and commenced the 
successful manufacture of the slates. This circumstance came to the 
knowledge of Hoard, when he awoke from his slumber, informed Holly 
he was infringing a patent, and finally effected a sale of the said patent 
to the latter for the sum of $500, which is all the receipts credited to 
the patent. This is all that Hoard ever did with his invention, and we 
do not think he is entitled to a continuance of his monopoly under these 
circum stances, and we therefore recommend that the extension be re- 
fused." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the adverse report of the board of examiners-in-chief, by whom 
this case has been heard under section 10 of the patent act, tbe exten- 
sion asked for is refused. 

4 D 
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WM. C. HICKS. 

Extension. 
February 27, 1871. 

"Application of Wm. C. Hicks for the extension of the patent for an 

Improvement in Breech-loading Fire-arms, granted to him 

March 10, 1857, and reissued May 9, 1865, January 18, 1870, and 

March 1, 1870. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" No question can be made as to the novelty and utility of applicant's 
invention. He furnishes a statement of what he has expended and re- 
ceived on account of the invention. This requires no discussion, as 
there is but one item of credit, and that is one of mere form, balanced 
by a corresponding charge. The applicant has never realized a dollar 
from his invention, nor received the slightest recompense for all bis dis- 
bursements. That this is not owing to his want of diligence will appear 
from the following statement. 

" To manufacture for the market a weapon with his improvement would 
require the expenditure of $50,000 upon the necessary works. The ap- 
plicant had no means whatever. He endeavored, therefore, to secure 
the introduction of bis improvement into establishments for that pur- 
pose already in operation. By the exercise of no little diligence and 
perseverance he succeeded in this so far that it was adopted in several 
shops, perhaps in a modified form. The proprietors utterly refused, 
however, to make him any remuneration for the use of his invention. 
Some of them were corporations which have failed, and he can never 
collect anything of them. He was deterred by his want of means from 
engaging in litigation with the others, who are wealthy, and would spare 
no means to defeat him to whom they had refused to account in a peace- 
ful manner. At a late period, however, he has made an Arrangement 
under which he will be aided in vindicating his rights, and has com- 
menced proceedings for that purpose. He makes no allowance for the 
anticipated proceeds of the litigation for several reasons. One is that 
in consequence of reissuing his patent about a year since he has lost all 
claims for previous infringements. Another is that he is advised by his 
counsel that there is no prospect whatever of his recovering in his suits 
enough to make good the expense they will entail upon him. His only 
object in engaging in them is to establish his rights under his patent, and 
to facilitate the collection of his just royalties. 

" Attention has been especially called to the lateness of the period when 
he obtained the reissue of his patent, and especially to the fact that he 
was advised by bis counsel to obtain such a reissue before commencing 
suits. It does not appear precisely when this advice was given : but it 
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was probably but a short time previous to the time when the applica- 
tion was filed. It is not usual to attach censure to delay in procuring 
the amendment of patents; on the contrary, the parties who have beeu 
charged with it have usually met with great indulgence from the courts, 
as, for instance, in Foote vs. Silsby, and O'Reilly vs. Morse. It is proba- 
bly considered that they are entitled to rely with some confidence on 
the sanction their grants have obtained from the Patent Office. The 
circumstances in this case afford no reason in our view for denying the 
application. 

"A doubt is also expressed as to the evidence upon which the applicant 
relies as confirming the estimate he has furnished of the value of the 
invention. The affiants refer to two manufactories in which arms are 
produced, embodying devices which are subject to applicant's patent. 
It is said, however, that they are of a different form. The truth seems 
to be that the applicant constructed his original retractor to operate on 
a cartridge not now in use. In order to make it applicable to other 
cartridges and weapons it had to be modified, although the principle was 
still adhered to. Now it is said the affiants have not described the 
peculiar retractor used in the factories referred to, so that the Commis- 
sioner can see how they differ. The only importance that can be attached 
to this is to modify the estimate of the ascertained value of the inven- 
tion. It is shown that more than 200,000 weapons have been made em- 
bodying this invention. The applicant estimates their increased value 
in consequence of it at not less than $1 each, besides incidental advan- 
tages of incalculable importance, especially in warlike operations. The 
affiants place a far higher estimate upon it, although they do not say in 
so many words that this is on account of Mr. Hicks's invention as dis- 
tinguished from the improvements upon it. Still there is no doubt that 
the one lies at the foundation of all the others. And there can be no 
question but that it has proved of very great value, and that the appli- 
cant has entirely failed of receiving any reward for it without fault on 
his part. We are perfectly clear, therefore, that his patent should be 
extended."' 

DECISION. 

Duncan, Acting Commissioner: 

Upon the unanimous recommendation of the board of examiners-in- 
chief, to whom this case has been referred for hearing under section 10 
of the patent act, the extension of the patent will be granted. 
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E. RAY FENNO. 

APPEAL FROM PRIMARY EXAMINER. 

February 27, 1871. 

In the matter of the application of E. Bay Fenno for letters-patent for a 

Design for Damper for Stove-pipes. 
Duncan, Acting Commissioner : 

Applicant's damper consists of two plates, the one being a slide 
which works over an orifice in the other, opening and closing it at pleas- 
ure, the main plate at the same time being made capable of partial rota- 
tion on an axis. The opening in the principal plate is bounded on the 
one side by the arc of a circle, and on the other by an irregular curve. 
The patent granted to E. Munson February 16, 1864, shows a damper 
having precisely the same mechanical construction, the only difference 
being in the shape of the opening, which in Munson's damper is rec- 
tangular. 

Fenno, the present applicant, came before the office in 1867, asking 
for a patent for his adjustable damper regarded as a mechanical device. 
He was rejected upon the patent of Munson. He carried his applica- 
tion through the various appeals allowed by law, and the correctness of 
the examiner's decision was finally affirmed by the highest appellate 
tribunal. Mr. Justice Fisher, in rendering his decision upon the appeal, 
uses the following language : " In this case there is not the least appre- 
ciable difference between the damper of applicant and that of Munson, 
to which reference was made in the office. They are identical in prin- 
ciple, so completely that the wonder i$ that the case should have been 
carried beyond the first rejection by the primary examiner." 

Fenno now comes forward with this new application, in which he asks 
for a patent on his alleged " new and original design " for a stove-pipe 
damper. The examiner declines to pass upon the question of novelty, 
raising the preliminary objections, (1) that " mere shape is but a frac- 
tional part of the end desired to be covered by the case ;" and (2) that 
the claim for a patent is inadmissible, inasmuch as the device is to per- 
form its function inside a stove-pipe, where, from the nature of things, 
mere beauty of form or ornamental configuration can play no part. 

The first objection raises a question as to the good faith of the party 
in making his application in the present form. A careful reading of the 
specification shows that the objection is not entirely without foundation- 
The nature of the invention is set forth in the opening of the specification 
in the following language : " The invention consists in making the 
damper in two parts, one part being stationary, and the other part being 
made to slide thereon, as hereinafter more fully described f and then 
follows an elaborate description of the mechanical construction and the 
mechanical functions of the various parts of the damper. Following 
this description, the claim for " the design for damper as shown" is, to 
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«ay the least, ambiguous, and the inference would seem justified, that 
applicant is now endeavoring to obtain covertly what he failed to accom- 
plish by direct method upon the former application. 

As the specification is now drawn, the examiner's first objection must 
be regarded as well taken. 

But it is manifest that the specification is susceptible of amendment, 
so as that the mechanical construction of the damper shall be distinctly 
disclaimed, and the claim be confined to the special form of the opening 
in the main plate ; and the question then recurs whether, if so amended, 
the claim would be of a patentable character, and the novelty of its 
subject-matter should be inquired into by the examiner. 

Among the various things which may form the subject of design pat- 
ents under the amended law is, " any new, useful, and original shape 
or configuration of any article of manufacture," which has not been 
known or used by others, or patented or described in any printed pub- 
lication, prior to the invention or production thereof by the applicant. 

There is here no limitation as to the use to which the article, wrought 
into the particular shape designed for it, is to be subjected ; and no 
suggestion that mere beauty of form or ornamental configuration are 
the ends sought. In fact, the language quoted expressly implies that 
utility may be the sole object had in view, in the invention or selection 
of the particular form to be impressed upon the manufacture ; and I am 
of the opinion that under the present statute, if anew, and at the same 
time useful shape be devised for a particular article of manufacture, even 
though no ornamental effect be produced thereby, the inventor of the 
same is entitled to protection for it under the design section of the 
patent law. 

It should, however, be borne in mind by the examiner, in the further 
consideration of the present case, that, as regards designs for articles of 
manufacture, the present law is different from that which it supersedes. 
Formerly it was only required that the design be new and original ; 
now it must be new, useful, and original. If, therefore, Fenno should so 
amend his specification as to relieve it of the first objection urged, it 
would still be incumbent upon him to show that some useful result is 
produced by changing the form of the opening as shown in Munson's 
patent to that shown in the pending application. As the specification 
now stands, no utility of the one form over the other is alleged ; and it 
is propounded as a fair subject for examination whether any in fact 
exists. 

The case is remanded to the examiner for the consideration of such 
amendments as the applicant may desire to present, and of 'Such argu- 
ments on the question of utility as the nature of the case will admit of. 
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F. N. CLARKE. 

Extension. 

February 28, 1871. 

In the matter of the application of F. 2J. Clarke for the extension of 
letters-patent for a Pasteboard-cutting Machine, granted to his 
intestate, E. E. Clarke, March 3, 1857. 

Upon the order of the Acting Commissioner, as provided in section 10 
of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" The novelty and utility of the applicant's invention admit of no doubt. 
Soon after obtaining his patent he undertook to set up a manufactory 
for his machine. Having no means of his own he formed a partnership 
with a Mr. Bradley, who was to advance some capital and share in the 
patent and the profits. Their operations were unsuccessful, and at length 
resulted in a sale of all their property, including the patent, upon a 
mortgage, leaving the patentee so destitute that he was wholly insolvent 
when he died. Owing to the bankruptcy of the partnership, and the 
decease of the patentee, the petitioner, who is his administrator, finds it 
impossible to furnish any account in detail of his intestate's receipts and 
disbursements on account of his invention, or indeed any account at 
all. Under circumstances not more difficult such an account has been 
dispensed with. There can be no question but that the patentee not 
only derived no pecuniary benefit from his invention, but his exertions 
to introduce it into use brought him to ruin. 

u The machine was not intended as an improvement on any that were 
before known, but is a substitute for manual labor, accomplishing what 
had been previously effected by hand. Its value cannot, therefore, be 
ascertained by any comparison with older machines. Its merit consists 
in its reducing the cost of paper boxes for holding mercantile com- 
modities, the pasteboard operated upon it being prepared to be made 
into such boxes. The applicant has found it so difficult to place an 
estimate from this source of the value of the invention at any fixed sum 
that he has not attempted it. 

" The purchaser of the patent has stipulated with the applicant to pur- 
chase the extension, if obtained, at the sum of $1,000. It appears that 
the market for the machine is a very limited one, each machine being 
capable of preparing a large quantity of pasteboard, and a few being^ 
sufficient to supply the whole demand. Not p ver twenty machines have 
been sold upon an average each year, and the prospect that the sale will- 
not be increased during the term of the extension is well established* 
The applicant, therefore, will realize a royalty of about $7 on each machine, 
which is not an unreasonable compensation, considering the character of 
the invention. If an estimate in numbers of the value of the invention 



Digitized by 



Google 



DECISIONS OF THE COMMISSIONER OF PATENTS. 55 

is still required, the applicant suggests that it may be taken at the sum 
specified. 

" It may be thought that, if it is worth no more, it is not of sufficient 
importance to warrant an extension of the patent. It is hardly just, 
however, to weigh the benefits the deceased inventor conferred upon the 
public by this measure. The mercantile community, and indeed society 
itself, is indebted to it for a very great accommodation in the transaction 
of business, such as cannot easily be appraised in dollars and cents, but 
which largely transcends the price for which the extension has been 
sold, or for which the patent could have been. We are compelled by 
the testimony to believe that the invention was really of essential benefit 
to the world, and that it deserved a far more favorable recognition than 
it has met with, and we recommend the extension of the patent." 

DECISION. 
Duncan, Acting Commissioner : 

Upon the favorable recommendation of the examiners-in-chief, by 
whom this case has been heard as provided in the tenth section of the 
patent act, the extension asked for will be granted. 



L. B. AND H. A. MYERS. 

Extension. 

February 28, 1871. 

In the matter of the application of L. B. and H. A. Myers for the ex- 
tension of letters-patent for Seeding Machine, granted to them 
March 3, 1857. 

Upon the order of the Acting Commissioner, as provided in section 
10 of the patent law, this case was heard by the examiners-in-chief, who 
reported upon the application as follows : 

" The examiner reports that the invention was new and useful $ that 
it is important and valuable to the public ; that the inventors have used 
reasonable diligence in attempting to introduce it; that they have not 
been reasonably remunerated ; that the extension would not act detri- 
mentally to the public interests. 

" There is no opposition. An examination of the statement and evi- 
dence satisfies us of the correctness of the examiner's report. It is pos- 
sible that more modern inventions and improvements have, in a measure, 
superseded this apparently crude device, but it has peculiar features 
which may prove valuable in practice when properly constructed and 
adapted in a working machine. 

" It appears that the inventors have devoted considerable time and 
labor in attempting to so perfect it and introduce it into public use, but 
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as yet they have met with but poor encouragement. They show that they 
had made arrangements for manufacturing on royalties in several States, 
and were doing something themselves, when the late war interrupted 
their plans and destroyed their prospects. They were poor men, and 
want of means to prosecute their business is also alleged. 

" The value of the invention is established at from $7,500 to $10,000. 
They have received only $2,666. 

" Loss of books and papers prevents a detailed statement of expendi- 
tures. But, even if nothing be deducted from such expenditures, the 
amount realized is inadequate as a remuneration, if the invention be 
useful, as reported. 

" We recommend the extension." 

DECISION. 

Duncan, Acting Commissioner : 

Upon the favorable recommendation of the exaniiuers-in-chief, by 
whom this case has been heard, as provided in section 10 of the patent 
law, the extension asked for will be granted. 



J. A. AND THOMAS WOOD. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

March 1, 1871. 

In the matter of the application of J. A. and Thomas Wood for letters- 
patent for a Bean-Harvester. 

Duncan, Acting Commissioner : 

The machine which forms the basis of this application has several 
points in common with the harvester of Johnston, upon which it was 
rejected by the primary examiner. There are, however, marked points 
of difference, not alone in detail, but more particularly in the general 
construction of the apparatus. The present machine may be regarded 
as a skillful modification of the plow, whereby it is adapted to the spe- 
cial purpose designed. Johnston's machine, on the contrary, is widely 
different from* the plow in its general construction, having almost no 
features in common with it. I cannot regard the reference as sufficient 
to justify the refusal of a patent to the applicant, and the decision of 
the examiners-in-chief is accordingly overruled. 
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GEORGE F. HUTCHINS, Administrator. 

Extension. 

March 2, 1871. 

In the matter of the application of George F. Hutchius, administrator 

of Charles Hutchins, for the extension of letters-patent for a Machine 

for Making Axes, granted to Charles Hutchins March 3, 1857. 

Upon the order of the Commissioner, as provided in section 10 of the 

patent law, this case was heard by the examiners-in-chief, who reported 

upon the application as follows : 

" The history of the invention may be summed up briefly as follows : 
" Abont the year 1841 Charles Hutchius, the inventor, entered into the 
employment of the Douglas Ax-Manufacturing Company as chief ma- 
chinist and engineer. His attention was very soon directed to the 
demand for a machine that would prepare the poles, and thereby save a 
great amount of labor then performed by hand. A long series of ex- 
periments followed, with varying results, culminating finally in 1855 
in the production of the machine in question, which was immediately 
pronounced a success. July 25, 1855, an application for a patent was 
filed, widen was rejected and at length withdrawn in January, 1857, a 
new application being sent to the office simultaneously with the with- 
drawal. This latter application was filed January 26, 1857, and is the 
one on which the patent under consideration was finally issued March 
3,1857. 

"Hutchius was a poor man, dependent upon his daily wages received 
from the company heretofore mentioned. The expense attending the 
procurement of the patent was borne by the Douglas Ax Company, 
which had already built one of the machines and put it into use. The 
inventor had not the capital to build machines or enter into the manu- 
facture of axes himself; the sale of the patent could not easily be 
effected, as only large manufactories could afford the expense of intro- 
ducing and running, the machines, and there were few such in the coun- 
try ; and at length Hutchins sold all his right to the invention to his 
employers, in 1859, for $3,000, which is all he ever received on account 
thereof. The testimony of several of the leading operatives employed 
by the Douglas Ax-Manufacturing Company proves that the said com- 
pany have manufactured about 5,000,000 ax-poles by the Hutchins 
machine, at a saving of two or two and a half cents per pole ; from which 
it appears that in the business of this firm the invention has proved 
to be actually worth from $100,000 to $125,000, or, as the applicant 
puts it, ' estimating that one-half of this saving has accrued to the 
public, the latter has actually received a benefit on account of Hutchins's 
invention the money value of which is at least $50,000.? 

" There remains to be considered one question, and that the important 
one in this case. The examiner, while admitting the novelty in some 
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respects of the machine in question, reports against the validity of the 
claim, which is as follows : 

" i The preparation of the bar or block of iron by longitudinal rolling 
between rolling dies operating substantially as herein described, to form 
it with a projection on one face in the middle of its length and two 
projections on the opposite face, one at each end, substantially as de- 
scribed, in combination with the cross rolling between segment dies 
under a mode of operation substantially such as herein described, to 
reduce the thickness of the cheeks toward the edges, and to form the 
required swell on the edges of the cheeks, substantially as described 
and for the purpose specified.' " 

It appears that one D. P. Estep filed an application for a patent for a 
machine somewhat similar to that under consideration, May 31, 1855, a 
few months prior to the first application of Hutching. This application 
was rejected and withdrawn, and a second one filed August 5, 1856, 
which resulted in the issue of a patent to Estep, October 14, 1856.. The 
examiner's objection is based upon the supposition that the claim of 
applicant embraces the invention of Estep, who stands before the office as 
the prior inventor. Upon a careful examination of the applications and 
patents of the two parties, we arrive at a different conclusion. Although 
Hutchins's claim appears to be for a 'mode of operation,' we do not 
think it should be construed as broadly such, i irrespective of the ma- 
chine.' Both elements of the combination are limited by the phrase, 
'operating substantially as described,' by which we understand the 
mechanism set forth in the description, whereby the operation is per- 
formed, to be included in the claim. Under such a construction the 
claim is not obnoxious to the objection raised by the examiner, although 
undoubtedly faulty in form. 

Aside from this, the second element of Hutchins's claim is not found 
in the machine of Estep. The mechanism for and mode of reducing the 
cheeks by Estop's machine differ considerably from the invention de- 
scribed in the patent under consideration. We therefore find no valid 
objection to the extension on the ground of want of novelty in the in- 
vention, and, the case presenting the necessary requisites in all other 
respects, we recommend that the request of the petitioner be granted."" 

DECISION. 

Leggett, Commissioner : 

Upon the favorable recommendation of the board of examiners-in- 
chief, by whom this case has been heard, the same having been referred 
to them under the provisions of section 10 of the patent law, the exten- 
sion asked for will be granted. 
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J. W. SHEPPARD. 
APPEAL FROM EXAMINERS-IN-CHIEF. 

March 4, 1871. 

In the matter of the application of J. W. Sheppard for letters-patent for 
a Carriage-Step, filed December 28, 1870. 

Leggett, Commissioner : 

The application seeks letters-patent for a carriage-step " formed of a 
series of triangular bars or ribs, arranged with one of the sharp edges 
of each uppermost," so as to prevent the foot from slipping, and the 
bars separated by openings in the body of the step so as to permit dirt 
and snow to pass through, and not form obstructions on the step. 

In rejecting this application the examiner refers to Knowles's patent, 
issued July 22, 1870, which describes a step with large openings between 
bars, but the form of the bars is not named, and to Morse's patent, issued 
February 22, 1870, for embossed carriage-step. Morse's model in the 
office represents a step with " a series of triangular bars or ribs, arranged 
with one of the sharp edges of each uppermost," to prevent the foot from 
slipping. 

Neither Knowles nor Morse sought to cover with their patent any par- 
ticular form of step or bars, but both limited their claims to the process 
of manufacturing. Neither seemed to suppose that in the present state 
of the art any particular form of the bars or openings was patenta- 
ble. Carriage-steps with openings to pass mud and ice have long been 
made, and the bars between these openings have been of almost all pos- 
sible forms, according to the judgment or caprice of the mechanic 
making them. The device of the applicant is only mechanical and un- 
worthy the name of " invention." Reference is also made to Keene's 
patent of June 11, 1867. 

The decision of the examiners-in-chief is affirmed. 



JASON A. BIDWELL. 

APPEAL PROM EXAMINERS-IN-CHIEF. 

March 4, 1871. 

In the matter of the application of Jason A. Bidwell for letters-patent 
for an Improved Wood-Screw. 

{Leogett, Commissioner: 

The applicant on May 24, 1864, took letters-patent on a wood-screw, 
having a concave score or groove between the threads, throughout the 
entire length of the screw. He now seeks a patent for a wood-screw, 
the body of which may be either cylindrical or slightly tapering, with a 



Digitized by 



Google 



60 DECISIONS OF THE COMMISSIONER OF PATENTS. 

long, tapering gimlet-point, and either with or without a tapering shank*, 
and having the concave score, or groove between the threads, on the 
taper of the point and shank, and the flat-bottomed score or groove on the 
body of the screw. He says, and with good reason, that the concave 
groove strengthens the screw at the shank and point where it is weakest, 
while the flat-bottomed groove on the body of the screw, giving steeper 
walls to the thread, adds to its holding qualities. 

The examiner refuses the application, and says : " Mr. Bidwell, having 
already a patent for the concave score or groove between the threads, is 
undoubtedly at liberty to combine such form of thread with the usual 
form to any extent or in any proportion along the stem that may be 
dictated by fancy ; this partial employment of his patented device is 
not regarded as a patentable invention or improvement." In this de- 
cision the board of examiners-in-chief concur. 

It is no doubt true that Mr. Bidwell is at liberty to use his patented 
device in combination with the common thread to any extent he may 
choose. So is any one else at liberty to do the same. It is the exclusive 
right to make this combination that the applicant seeks. As to the 
novelty of the combination there is no question ; that it is a useful im- 
provement the Commissioner has no doubt. 

The decision of the board of examiners-in-chief is reversed. 



ISRAEL TOWNSBND. 

APPEAL FROM EXAMINERS IN-CHfEF. 

March 6, 1871. 

In the matter of the application of Israel Townsend for letters-patent 
for an Improvement in Canal Locks. 

Duncan, Acting Commissioner : 

The rejection of this application by the primary examiner was baaed 
upon the two-fold ground of lack of novelty and abandonment. Both 
of these grounds of rejection were held by the examiners-in-chief to be 
well taken, and the sufficiency of both is called in question by the pres- 
ent appeal. 

Applicant's invention has for its object the saving of lockage water 
in passing boats through the locks of a canal ; and it consists in con- 
structing at the sides of the lock a chamber having two compart- 
ments, arranged one over the other, without intercommunication, but 
both opening into the lock, the function of these compartments being 
to receive a portion of the lockage water during the descent of the 
boat, and hold it for use when needed for accomplishing the passage of 
the boat in the opposite direction, instead *f drawing the amount from 
the canal above. 
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As an anticipation of this invention, the examiner refers to the article on 
" Inland Navigation' 9 in the Encyclopaedia Britannica, (seventh edition, 
1842,) in which there is briefly described the use of "side ponds'' 
placed upon different levels, each with its independent channel connect- 
ing with the lock, and controlled by an independent gate, so as to save 
a greater or less amount of the lockage water, according to the number 
of the ponds. Beference is also made to the fuller treatise on " Reservoir 
Locks" by J. A. Boebling, published in the Railroad Journal and Me- 
chanics' Magazine, December 15, 1838. This treatise also contains a de- 
scription of the construction and working of open reservoirs, placed at 
different levels near the lock of the canal, and each communicating with 
the lock by an independent channel ; and their function is plainly point- 
ed out as being the same as that of the buried compartments shown by 
applicant. If nothing but these open reservoirs, placed outside the tow- 
path of the canal, were described, it would still be exceedingly doubt- 
ful whether this should not be held to be an anticipation of the present 
invention in all its essential features. Applicant's reservoirs have no 
different function from those described by Boebling as in use years be- 
fore his treatise was written. The principle involved was as fully devel- 
oped in the earlier inventions as in the later one ; and the mere change 
in the location of the reservoirs does not seem to introduce any change 
whatever in that principle. But in the concluding paragraph of Roeb- 
ling's treatise it is distinctly suggested that in applying the system of 
reservoir locks to slack- water navigation, if the river bank on the side 
of the lock offers no favorable opportunity, and not sufficient room for 
the location of the reservoirs, without removing great obstacles as solid 
rocks, &c, a bridge may be constructed along the lock wajl to serve as 
a tow-path and the reservoir be placed beneath it. Certainly there can 
be no invention in applying this idea, thus fully developed in relation to 
slack- water navigation, to a canal. The mere fact that in changing the 
location of the reservoirs from the outside of the embankment, and 
placing them under the tow-path, the one is to be built directly over the 
other, cannot be regarded as introducing any new princicple; and it is 
more than probable that such an arrangement would in practice be dis- 
carded on the score of lack of utility. The strictures of the examiners- 
in-chief upon the proposition to build the one reservoir above the other 
are apparently well founded ; and iu view of the plain disadvantages 
which they point out in this construction as compared with reservoirs 
differently arranged, it cannot be admitted that this particular arrange- 
ment presents any patentable features. 

The references cited seem to anticipate so completely the invention 
upon which a patent is now asked, that it is unnecessary to give the 
question of abandonment any extended consideration. The original 
application, made September 30, 1850, was withdrawn on the 29th of the 
following month. The present application was not filed until after the 
lapse of nearly nineteen years, the new petition being received on the 
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11th of September, 1869 ; but there is no reason to suppose that the in- 
vention, in the precise form shown in the application, had in the mean- 
time gone into public use. I know of no decision, either of this office 
or of the courts, which goes so far as to hold that the mere fact of with- 
drawing an application, as provided in section 7 of the act of 1836, for 
the purpose of recovering back a portion of the fee, is to be considered 
as a dedication of the invention to the public ; or that, under the law as 
it stood prior to 1870, mere delay in prosecuting an application for a 
patent, unaccompanied by public use, or other circumstances from which 
the intention to forego the prosecution of it might be inferred, is to 
operate as a bar to obtaining a patent. 

An inventor is not prejudiced in his right to a patent by any delay, 
however long, between the making of his invention and the filing of his 
application, unless meanwhile the invention has gone into public use, 
or the superior rights of a subsequent diligent inventor intervene. It is 
difficult to see why a party who has availed himself of the provisions 
of law for recovering back a part of his fee by withdrawing his appli- 
cation, should for that reason alone find himself placed in a worse posi- 
tion than if he had never filed his application. 

But, without assuming to give the question of abandonment as in- 
volved in this case that consideration to which its importance would 
entitle it if the case turned upon that question alone, it is believed, for 
reasons already stated, that the invention is anticipated by the refer- 
ences cited ; and the decision of the examiners-in-chief is accordingly 
affirmed. 



ALFRED SHOE. 

MOTION. 

March 7, 1871. 
In the matter of the application of Alfred Shoe for letters-patent for a 

CORN-PLAJfTEE. 

Duncan, Acting Commissioner : 

This application was filed April 16, 1869. On the 3d of May the case 
was taken up for examination, and after due consideration applicant 
was officially notified that the first claim was anticipated by the patent 
of F. J. Ashbura. This was a refusal to grant the patent asked for ; 
and, although the objection lay against one claim only of the three con- 
tained in the application, the adverse action was a rejection, it being 
an action which, if adhered to by the examiner, would entitle the appli- 
cant, upon the payment of the prescribed fee, to have the judgment of 
the board of examiners-in-chief. After this rejection applicant took no 
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further action in the premises until the 13th day of the past month*, when 
his attorney filed a paper of which the following is a copy : 

" To the COMMISSIONER OF PATENTS : 

" Sir : I amend the case of A. Shoe in the matter of his application 
for letters-patent for improvements in corn-dropper, filed April 16, 1869, 
by erasing the first claim, in accordance with the suggestion contained 
in official letter. 
" Respectfully, 

"T. H. ALEXANDER, 

"Attorney? 

Applicant now nioves that this paper be received as a renewal of his 
application, and that the examiner in charge of the class to which the 
invention belongs be directed to proceed with its consideration. 

If applicant was entitled to renew his case at the date named, this 
paper can undoubtedly be received as constituting a valid renewal! As 
the statute does not prescribe any particular formula for the purpose, 
any act on the part of the applicant which brings his rejected case 
before the attention of the office for further consideration upon its 
merits may unquestionably be regarded as a renewal within the mean- 
ing of the law. The question then comes whether applicant could 
properly renew his case at the date named. 

In the proviso attached to section 35 of the revised patent law, it is 
enacted as follows : 

u That when an application for a patent has beeu rejected or with- 
drawn, prior to the passage of this act, the applicant shall have six 
months from the date of such passage to renew his application, or to file 
a new one ; and if he omit to do either, his application shall be held to 
have been abandoned." 

The present application having been rejected prior to the passage of 
the act, and not renewed within six months thereafter, it follows that if 
the literal construction of the proviso quoted is to prevail, the applica- 
tion must be held to have been abandoned on and after the 8th day of 
January, 1871 ; and consequently it could not be renewed at the time 
when the proposed amendment, withdrawing the first claim, was filed 
in the office. It is pertinent to inquire, therefore, whether there are 
other sections in the law which can be invoked to modify and limit the 
scope of this proviso. The only other clauses that can have any rela- 
tion to the subject are section 32, and the second proviso appended to 
section 111. Section 32 is in these words : 

" And be it further enacted. That all applications for patents shall be 
completed and prepared for examination within two years after the 
filing of the petition ; and in default thereof, or the failure of the appli- 
cant to prosecute the same within two years after any action therein, of 
which notice shall have been given to the applicant, they shall be re- 
garded as abandoned by the parties thereto, unless it be shown to the 
satisfaction of the Commissioner that the delay was unavoidable." 
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While this section, in terms, only determines the status of an applica- 
tion which remains incomplete for two years after the filing of the peti- 
tion, or which, if completed, the applicant fails to prosecute for two 
years after any action therein of which notice shall have been given 
him, yet by implication it was manifestly intended to provide that an 
applicant may, if he choose, delay the prosecution of his case for any 
period of time less than two years after an action by the office, of which 
he shall have received notice, without having his rights in any way im- 
paired by the mere fact of such delay. Standing by itself, of course the 
section has relation only to applications made under the amended law, 
i. e., subsequently to the passage of the act of which the section forms a 
part ; but its provisions, as well as various others in the law, are made 
applicable to a large number of cases filed prior to the passage of the 
act by the proviso attached to section 111, in which it is enacted, " That 
all applications for patents pending at the time of the passage of thia 
act, in cases where the duty has been paid, shall be proceeded with and 
acted on in the same manner as though filed after the passage 
thereof." 

It was not the intention of Congress, in enacting the amended patent 
law, to make radical changes in the patent system. The main object 
was to consolidate the existing statutes into one. As the codified stat- 
ute was to work a repeal of the laws which had preceded it, justice to 
those parties who had acquired rights under the former acts demanded 
that some provision should be made for the preservation of those rights 
when the statutes themselves, under which they had arisen, should be 
annulled. For this reason there were appended to the repealing sec- 
tion the various provisos which accompany it. The first of these relates 
to such rights as may form the basis of a suit at law or in equity (vide 
Egbert W. Sperry, ex parte, Commissioner's Decisions, 1870, p. 139,) 
and enacts that the repeal enacted by the body of the section " shall 
not affect, impair, or take away any right existing under any of 
said laws." The third proviso relates to offenses defined and made 
punishable under the former statutes, and to penalties and for- 
feitures created thereby, and incurred before the passage of the re- 
pealing law, and continues said laws in force for the purpose of punish- 
ing such offenses, and enforcing such penalties and forfeitures. The 
second proviso, already quoted, and which more immediately concerns, 
the question raised by the present motion, has relation solely to the 
rights of an applicant before the Patent Office, and manifestly it pro- 
ceeds upon the theory that if a party has paid the fee prescribed by 
the act in force at the time of filing his petition, he is entitled to have his 
application considered, and fully considered, notwithstanding the repeal 
of the act under which it was filed ; and, upon this theory, it would be 
a narrow and illogical construction of the term " pending," as contained 
in the proviso to confine it to those cases which, being completed, had 
never been acted on by the office, or which, having been acted on ad- 
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versely, and subsequently called up by the applicants, either by amend- 
ment or a demand for a reexamination without amendment, stood upon 
the docket awaiting further action on the part of the office at the time 
of the passage of the amended law. The same reason that would ex- 
tend the benefits of the proviso to such cases would, make it applicable 
also to all cases in which, if they had been filed subsequently to the 
passage of the act, and had theu assumed the same status, the parties 
would have further rights before the office^ It must be held, therefore, 
to include all cases except withdrawn cases, and those in which the 
parties by carrying them up to the highest tribunal of appeal had 
exhausted their rights before the Patent Office, and before the appellate 
judges who were designated as quasi commissioners to hear appeals from 
the adverse decisions of the Office ; and even such cases might be in- 
cluded within the meaning of the term as to all other than the special 
questions involved in the appeals, and decided adversely by the judge. 
In other words, the term " pending," as used in the proviso, includes all 
cases in which the application fee had been paid prior to the passage of 
the law, and which, at that time, either stood upon the docket awaiting 
action on the part of the office, or were subject to be called up for fur- 
ther consideration, by action on the part of the applicant. It seems not 
to be opposed in sense to the term u rejected," but rather to the term 
" finally rejected," as used in section 14. 

If regard be had to the intent of the proviso, it is not easy to see how 
a less comprehensive construction can be put upon the term, although 
it is thus made to embrace not merely cases never acted on by the office, 
and cases which, having been acted on, had been called up by the par 
ties, and were awaiting further action at the time the law went into 
effect, but also all cases which at that time stood rejected, except, as 
before stated, those that had been withdrawn, and that small class of 
cases in which the rejection, because based upon the adverse judgment 
of one of the justices of the supreme court of the District of Columbia, 
was final. Except as to these comparatively few cases, then, the proviso 
operates to make the thirty-second section retroactive ; and if this section 
be retroactive, it follows that a party whose application before the Office 
stood rejected at the time of the passage of the law is entitled to two 
years from the date of notice of such rejection, before any mere delay 
on his part can operate as an abandonment of the application. 

This interpretation of the law, derived from a comparison of sections 
32 and 111, is in. conflict with the literal terms employed in section 35 ; 
but this conflict is reconciled by limiting the term "rejected," as used 
in the latter section, to cases not provided for in the former. Under 
the former sections those cases only could be renewed which had been 
rejected not more than two years at the date of renewal. The object of 
the proviso in section 35 was to give opportunity to renew their cases 
to parties who had been rejected for a longer time ; and to this end it 
enacts that all rejected parties, however long the adverse action of the 
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office may have stood against them, and even though, being rejected 
prior to the law of 1861, they had withdrawn their applications, shall have 
six months in which to call their cases up for further action, failing in 
which they shall be estopped from renewal thenceforth and forever. In 
giving such parties this additional time there was a manifest equity ; 
for under the former laws there was no time fixed within which a case 
must be prosecuted after a rejection, and the statute nowhere proclaimed 
abandonment as the result of any specified delay in such prosecution. 
It was necessary, therefore, in establishing the present statutory aban- 
donment, that a reasonable time should be given before applying it to 
parties already before the office. 

A serious doubt is suggested in passing, as to whether Congress in- 
tended that this right of renewal, as conferred by section 35, should at- 
tach to cases which had been finally rejected upon the adverse judgment 
of a judge, upon appeal from the Commissioner of Patents. But how- 
ever this may be, the proviso, under the interpretation now suggested, 
becomes in reality an addendum of section 32, simply defining an ad- 
ditional class of cases in which, subject to the limitation specified, the 
parties may file renewals ; and, thus regarded, all conflict between it 
and the other sections named disappears. 

Any other interpretation, instead of making it harmonious with sec- 
tion 32, would bring it into direct conflict therewith. Further, it would 
make the proviso itself bear very unequally upon those who come under 
its operation. A party, for instance, rejected the day before the passage 
of the act would be required to renew within six months, under penalty 
of absolute forfeiture by constructive abandonment; while a party re- 
jected one day after would have two years in which to proceed with his 
case. Certainly no such partial legislation could have been intended by 
Congress ; and the law should be so interpreted, if possible, as to relieve 
it from any such inequality of operation. 

The interpretation now proposed seems the most equitable, and on the 
whole presents fewer difficulties than any other. It is therefore adopted. 
It follows that the present applicant, who was rejected on the 3d day 
of May, 1869, is entitled to two years thereafter in which to revive his 
application. The amendment offered comes within this limit, and must 
be received. The motion accordingly is granted, and the case is re- 
ferred to the primary examiner for action. 
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STEABNS Vfe. WINGFIELD. 
Interference. 

APPEAL FBOM EXAMINERS-IN-CHIEF. 

March 14, 1871. 

In the matter of the interference between the patent of H. A. Stearns, 

May 24, 1870, for extracting oil, &c, and the application of J. H. 

Wingfield for a similar patent. 
Leggkett, Commissioner : 

Stearns applied for his patent April 4, 1870. It was issned May 14, 
1870. The substance of his device was a perforated basket upon a ver- 
tical shaft within a tightly-closed vessel with a man-hole in the lid, the 
joints about the lid and man-hole to be packed to resist considerable 
pressure, and the shaft where it passes through the lid provided with a 
stuffing-box for packing, so as to prevent the escape of vapors, and all 
to be so constructed and with such attachments as to admit of a rapid 
revolution of the shaft. This vessel is to be connected by pipes with a 
reservoir for volatile oils above and a condensing apparatus below; 
the design being an improvement upon machinery for extracting oil 
and grease from seeds, wool, &c, by use of the light hydrocarbon oils, 
such as naphtha, benzole, &c. The hydro-carbon oil, or solvent, is placed 
in the reservoir above, the wool or other substance to be acted upon 
is placed in the perforated basket, and the vessel tightly closed. The 
stop-cock in the pipes leading to the reservoir is then opened, and the 
vessel filled with the solvent. When the solvent has remained long 
enough on the wool to dissolve the extractive substances it may contain, 
the solvent is drawn off by pipes below. Then the perforated basket 
containing the wool is caused to rotate very rapidly by machinery, so 
as to drive off the solvent in the form of spray or vapor by centrifugal 
force, and thus dry the wool. This provision for drying the wool by cen- 
trifugal force is the gist of Stearns's invention. 

Wmgfield's apparatus, though nominally for the same purpose, and at 
first view having something of the same appearance, is really, so far as 
the gist of the invention is concerned, entirely different, and is used for 
a different purpose. Wingfleld has a perforated basket upon a shaft, 
and in a vessel with an ordinary cover. The shaft is provided with a 
crank to be turned slowly by hand, while the solvent is upon the wool ; 
the whole design of the motion being to more effectually saturate the 
wool. with the solvent. After drawing off the solvent, Wingfield removes 
the wool, and dries it in the air. The two inventions are alike only 
when considered as mere tubs to hold the wool and solvent together. 
The tightly-fitted and carefully-packed lid of Stearns's vessel, and the 
arrangements and connections for rapid motion, are all necessary iu his 
process of separating the wool from the solvent and drying it. 

Wingfield's vessel, for the purpose he uses it, has no need of a cover 
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at all. He shows by his own testimony that his employes have used 
it by preference without the cover. 

We think the two inventions, if inventions they can both be called, 
are radically different and designed for entirely different purposes. 
Stearns's invention might more properly, perhaps, be called a wool-drying 
machine ; while Wingfield's is a wool-saturating machine. 

I therefore approve the decision of the board of examiners-in-chief, 
and, as there is really no conflict between the two parties, the interfer- 
ence is dissolved. 



WESTON vs. HUNT & TUKSTEE. 
Interference. 

APPEAL FROM EXAMINERS-IN- CHIEF, 

March 14, 1871. 

In the matter of the interference between the applications of George T. 
Weston and Hunt & Turner for letters-patent for Improvement in 

KNITTING-MACHINES. 

Leggett, Commissioner: 

The question first raised in this case was as to priority of invention. 
Weston in his own deposition fixes the date of his invention as Decem- 
ber 7, 1869. He identifies the datd as being the same day one Siddle 
arrived at Boston from the West. Hunt swears that he made the in- 
vention, finished drawings, and a model before the arrival of Siddle, 
Other witnesses sustain the testimony of Hunt. 

The testimony on file clearly shows Hunt to be the prior inventor ; 
but the interference is not between Weston and Hunt, but Weston on 
the one side and Hunt & Turner on the other. Weston is the applicant 
in the one case, and Hunt & Turner in the other. Hunt is not a party 
to the interference; he has no application on file, and cannot be known 
in this case except as a witness. The proof is perfectly clear that Hunt 
& Turner made no invention whatever in the matter; and the moment 
they presented testimony proving that Hunt was the sole inventor, they 
proved themselves " out of court," but at the same time proved that 
Weston was not entitled to a patent. 

I cannot adopt the reasonings of my predecessor in the case of Pugh 
vs. Hamilton et al. } November 8, 1870, for it seems to me clear that, 
when it is satisfactorily proven by legitimate testimony that neither 
of the contestants in the interference made the invention in question, 
priority can be declared in favor of neither. 

In the case of Pugh vs. Hamilton et al., the application of Pugh and 
the patent of John, Joseph, and G. W. Hamilton and L. B. Hanson 
embraced substantially the same subject-matter, and covered the same 
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invention ; hence, upon the face of the papers the first question was, 
which of the two parties was the prior inventor, and they were put in 
interference to determine that question. The proof showed that two of 
the Hamiltons made the invention and explained it to Pugh prior to 
Pugh's so-called invention. This proof was legitimate, and was as fatal 
to the application of Pugh as to the patent of John, Joseph, and G. W 
Hamilton and L. E. Hanson. It proved that neither of the parties in 
the case were the inventors, and consequently there could be no ques- 
tion of priority between them. At that point I think interference ceased, 
and the proper judgment would have been dissolution. 

Where the proof shows that neither party made the invention, the 
question of priority is at an end, and there can be no further interfer- 
ence. The judgment in interference must be either priority or dissolu- 
tion. The interference is therefore dissolved, and the examiner, in his 
further examination of the two applications, will take cognizance of the 
testimony in this case. 



ELLIOTT SAVAGE. 

Extension, 

March 14, 1871. 

In the matter of the application of Elliott Savage for the extension of let- 
ters-patent for Machines fob Cutting and Bending Sheet Metal, 
granted to him March 17, 1857. 

Upon the order of the Commissioner, as provided in section 10 of the 
patent law, this case was heard by the examiners-in-chief, who reported 
upon the application as follows : 

44 At the' time when he made the invention and obtained the patent 
under consideration, the applicant was a laborer in the employment of 
Boss, Wilcox & Co., and utterly unable to obtain the means necessary 
to engage in the manufacture of his machines to advantage. As the 
best method he could take of introducing them into public use he gave 
his employers an exclusive right to manufacture them upon their agree- 
ing to pay him a royalty upon them. They did not find it to their inter- 
est to push the business as it might have been, and have sold only about 
350 machines. It does not appear what royalty they were to pay, and 
they have compromised his claim for it by paying him $175. This is all 
that he has ever received on account of his invention. 

"Against this he charges $450 in gross as the " cost of experimenting 
and patenting the invention.'' No particulars are. furnished. It is un- 
necessary to comment on this, however, as the whole amount of the 
applicant's receipts forms an inadequate remuneration for his time, labor, 
and expense, if the invention is worth enough to entitle him to consid- 
eration. He estimates its value at from $10,000 to $15,000. In this 
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general estimate he is sustained by the testimony of others. One of 
them is more particular, and says that each of the machines would, in 
the ordinary use of it, give an annual profit of $150. This sum, multi- 
plied by the number of machines that have been sold, greatly exceeds 
the estimate furnished by the applicant, and is sufficient to justify the 
favorable action of the office. 

"The novelty of the invention is established by the principal examiner. 
The original statement filed by the applicant was not entirely satisfac- 
tory as to his reasons for compromising for so small a sum with Boss, 
Wilcox & Co. He has filed another statement, however, from which it 
appears that he was in such needy circumstances at the time as made 
it imperative for him to obtain all he could, and the sum received was 
all he could get. This transaction should not, therefore, prejudice his 
claims, and we recommend the extension of his patent." 

DECISION. 

Leggett, Commissioner : 

In acccordance with the recommendation of the board of examiners- 
in-chief, the extension in this case will be granted. 



B. T. BABBITT. 

Extension. 
March 16, 1871. 

In the matter of the application of B. T. Babbitt for the extension of 

the patent for Improved Enema-giving Apparatus, granted to hiin 

March 17, 1857. 

Upon the order of the Commissioner, as provided in section 10 of the 
patent law, this case was heard by the examiners-in-chief, who reported 
upon the application as follows : 

"The apparatus consists of a small reservoir to hold the fluid, to 
which is attached a flexible tube having a nozzle. The manner of using 
is described in the specification as follows : ' The reservoir is filled and 
hung up, or else placed upon a shelf or other resting place at a suitable 
elevation, and the flexible tube compressed between the thumb and fin- 
ger of one hand to close it till the nozzle is introduced,! <&c Compare 
this with the reference given by the examiner to English case, Ed- 
ward Loyzel, Provisional Specification No. 2760, of 1864, for apparatus 
precisely similar, with the addition of a stop-cock to regulate or stop 
the flow of the liquid. He says, in operating with this machine, it will 
only < be requisite to fill the vase with the liquid and place the vase at 
a proper elevation above the patient so as to cause the liquid to flow 
with facility.' 'This may be done either by supporting the vase from 
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a hook in the wall of the apartment, or placing it on a shelf at a suita- 
ble altitude.' 

" After borrowing the gist of the invention, hydrostatic pressure, &c, 
and copying so precisely the detail, we are at a loss to understand why 
the stop-cock, a very necessary feature, was left off by applicant. But 
it seems it was found necessary to add it in the manufacture, and all 
the evidence showing value and usefulness has reference to the article 
thus manufactured. Other references are also given to show that the 
invention was not new when patented, and among them several from 
the files of the Patent Office, one of which, that of Stover, rejected in 
1862, is its full equivalent. 

"We concur with the report of the examiner that the invention was 
old, and that the patent must have been issued through a mistake of 
this Office. It is unnecessary for us to consider any further questions 
in connection with this application, and we recommend its disallowance." 

DECISION. 
Leggett, Commissioner : 

It appearing from the report of the examiners-in-chief that said 
patent should not have been granted originally, because it lacked the 
prerequisite of novelty, their recommendation is approved and the 
extension refused. 



0. H. AND H. E. DAVIDSON. 

Extension. 

March 16, 1871. 

In the matter of the application for the extension of the patent ot G. H. 
and H. B. Davidson for Enema Syringe, dated March 31, 1857. 

Leggett, Commissioner : 

The testimony in this case shows the struggle that many penniless 
inventors must pass through. Though, notwithstanding the invention 
may be very valuable, poverty on one hand, and opposition from monied 
parties on the other, not unfrequently cause the whole life of a patent to 
waste away without adequately remunerating the inventor. 

In this case the inventors met their first discouragement at the hands 
of .this Office. Upon filing their original application, they were rejected 
upon references that were misunderstood and consequently misapplied. 
They were therefore compelled to amend their application, and obtained 
a patent that was practically worthless, because so easily evaded. Some 
years later another party made application and got a patent covering 
just what had been rejected in Davidson's original application, and the 
patent falling into the hands of monied men, the Davidsons were sub- 
stantially driven out of the market. 
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In 1865 Davidsons surrendered their patent and asked the Office to 
correct the mistake that had been made, by a reissue, which was granted. 
This reissued patent had undergone a thorough investigation by the 
United States Supreme Court, Morey m Lockwood, 8 Wallace 230, and 
its validity fully sustained. 

The only question the court has left for this Office to determine is, 
whether the patentees have been "reasonably compensated for their 
time, ingenuity, and expense," and whether the extension of the patent 
would be prejudicial to the public interests. The evidence on file shows 
the invention to be very valuable, and that the patentees have realized 
less than $3,000 from it. They explain satisfactorily why the patent has 
not been mote remunerative. I cannot see how the public interest can 
be prejudiced by the extension. 

The extension is granted. 



SIDNEY S. HOGLE. 

Extension. 

March 16, 1871. 

In the matter of the application of Sidney S. Hogle for the extension of 

letters-patent for an Improvement in Kotary Harrows, granted 

to him March 17, 1857. 

Upon the order of the Commissioner, this case was heard by the exam- 
iners-in-chief, who reported upon the application as follows : 

"Applicant presents a case of frequent occurrence, where a meritori- 
ous inventor, through misfortune of various kinds, has utterly failed to 
secure remuneration for a really valuable invention. 

" There is no doubt as to the novelty, value, and importance of the 
invention in question ; the former is established by the report of the 
principal examiner, the latter by testimony of men competent to judge 
of this question. The estimated value of the invention is evidently too 
high, as it is based upon the supposition that all the harrows required 
to supply the demand for this implement in the country should be of 
the kind described in the patent; such a result it is hardly reasonable 
to expect, but we are satisfied that the invention is worth at least several 
thousand dollars. 

" From the sworn statement of the inventor it appears that the patent 
has been a source of loss rather than of revenue to him. This arises 
from the fact that soon after the grant of the patent Hogle was stricken 
with disease, which entirely incapacitated him for business of any kind 
for several years. During this period his invention was pirated by 
others, and the first business of the patentee, when at length he was 
restored to health, was to establish his rights against these infringers. 
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The litigation attending these efforts necessitated a considerable expend- 
iture of money, which was still farther increased by futile attempts to 
secure pecuniary aid to enable him to enter upon the manufacture of 
the harrow himself. Finally, discouraged and almost penniless, he dis- 
posed of his patent for a mere pittance to relieve his immediate wants. 

" The statement is not entirely satisfactory, but the defect is accounted 
for in part by the fact that applicant kept all his accounts in memorandum 
books which have been lost, so that he can only furnish estimates in 
gross, and these from memory. It appears that he was successful in 
suits against infringers, but no account is made of damages recovered, 
nor is the lack of receipts from this direction in any way explained. In 
view of the manifest absence of any purpose to conceal anything in this 
matter (the inventor having a large margin in receipts, which might be 
filled without prejudice whatever to his case) the presumption is fair 
that the suits mentioned were in equity and not attended by an award 
of damages. 

" The inventor having encountered hardships of no ordinary character 
in the course of his attempts to make his invention remunerative, we 
feel disposed to treat his application with greater leniency than might 
be appropriate under other circumstances, and to afford the patentee 
an opportunity to retrieve his losses. We therefore recommend the 
extension of the patent." 

DECISION. 
Leggett, Commissioner : 
The extension in this case will be granted. 



ISAAC HAYDEN. 

Extension. 

March 16, 1871. 

In the matter of the application of Isaac Hayden for an extension of let- 
ters-patent for Machinery for Cleaning and Separating Cot- 
ton, &c, granted to him March 17, 1857. 

Upon the order of the Commissioner, this case was heard by the ex- 
aminers-in-chief, who reported upon the case as follows : 

" This is one of the patents issued to Hayden and covering various im- 
provements in an apparatus for separating the dirt from cotton and other 
fibrous materials. 

" The first application for a patent for any of these improvements was 
filed December 11, 1854, but a patent was not issued thereon until Sep- 
tember 11, 1860; in the meantime Hayden filed two other applications 
for improvements on the same apparatus, one November 1, 1855, result- 
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ing in the patent now before us, and the other June 10, 1857, resulting 
in the issue of a patent December 1, 1857. 

"The three patents have been joined in proceedings of the inventor 
thereunder, no distinction having been made among them in the grant 
of licenses, &c. ; and he has therefore given a statement of his entire 
business transactions relating to the three, and credited this patent with 
one-third of the net receipts, which he considers a fair allotment. 

" The examiner reports against the novelty of the invention covered by 
the first clause of the claim, citing several English patents in anticipa- 
tion thereof. Illingworth's patent, No. 13,236, 1850, is the only one re- 
quiring notice, as the others lack pertinency as references to the inven- 
tion claimed by Hayden. Illingworth does show an elongated trunk, 
having its area above the screen increased toward its rear end. A care- 
ful examination of this case discloses an entire absence of design such 
as Hayden had in mind in devising his invention. 

" There is no explanation or even allusion to an operation such as is 
set forth by Hayden ; the enlargement of the trunk appears to have 
been without any special purpose, and, although the operation of Ming- 
worth's machine may have been somewhat in the direction of Hayden's 
invention, yet as the machine was organized such operation must have 
been very imperfect, and the effect seems to have entirely escaped the 
notice of the inventor. 

" Following the decision of the learned judge in Ransom vs. Mayor 
of New York, (1 Fish, 253,) the English patent of Illingworth must 
be held to be insufficient as a reference anticipating the invention of 
Hayden. 

" The examiner also objects to the statement of receipts, on the ground 
that the patent of December 1, 1857, is invalid, and, therefore, it ought 
to be credited with no portion of the estimated profits. This ruling he 
thinks is justified by the decision of the United States Supreme Court 
in Suffolk Company vs. Hayden, 3 Wallace, 315. In this case the patent 
of December 1, 1857, was the only one in suit, and, contrary to the sup- 
position of the examiner, the point now raised by him was the one most 
forcibly urged against the validity of the patent in question. 

"In the statement of the case, 3 Wallace, 317, it is stated that in the 
court below 'the defendant's qounsel at the trial requested the judge 
to rule that the patent was void, because the improvements in the in- 
terior arrangements of the trunk, which were described and claimed in 
it, being also described and not claimed in the patent of the 17th of 
March, were by the legal operation of the last-mentioned patent sur- 
rendered to the public use. The judge refused so to rule, and on error 
this refusal raised here the first question ; the counsel for the Suffolk 
Company taking the same position here as below.' 

"This is precisely the same point now raised by the examiner, and as 
the judgment of the court below was affirmed by the United States Su- 
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preme Court, the question appears to be finally settled in favor of the 
patent. 

" The examiner also objects to the statement, because the patentee has 
charged the patents for all his time spent in perfecting his invention 
and introducipg the same into public use. Such a charge an applicant 
for an extension certainly has a right to make ; but in such case only 
his ingenuity, and perhaps the value of the invention, should be consid- 
ered in deciding the question of sufficient remuneration. 

" Having disposed of the objections raised by the examiuer, little re- 
mains to be said. There is no question as to the diligence of the inven- 
tor and patentee, no question as to the great value of his improved ap- 
paratus for cleaning cotton. It is estimated by prominent manufac- 
turers, whose affidavits are filed in the case, that the cleaners effect a 
saving of at least one cent per pound in the cotton cleaned. In his own 
statement, applicant says that from an estimate, as nearly accurate as 
possible, the amount of cotton cleaned in mills using his invention is 
15,000,000 pounds per annum ; so that the saving actually effected by the 
use of the cleaners may be represented by a money vsdue of $150,000 
per annum, and upon this basis he estimates the value of the patent now 
sought to be extended at $500,000. 

" His statement of account may be sumed up as follows, viz : 

" Receipts on account of patents $40, 176 53 

" Expenditures on accounts of patents 37, 856 17 

"Net profits 2,320 36 

"Crediting this patent with one-third the net profits, and we have the 
sum of $773 45£ as the remuneration received for the invention claimed 
under the patent of March 17, 1857. 

"We have no hesitation in declaring this a reward in no way commen- 
surate with either the inventive skill required to devise an improve- 
ment so important, or the value of the invention so satisfactorily estab- 
lished by the evidence on file. 

" We therefore recommend that the prayer of the petitioner be granted." 

DECISION. 
Leggett, Commissioner : 

The report of the board of examiners-in-chief in this case is approved 
and the extension is granted. 
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ALONZO M. GILES, 

Extension. 

March 17, 1871. 

In the matter of the application of Alonzo M. Giles for extension of letters- 
patent No. 16,830, issued to him March 17, 1857, for Improved Gas- 
Generator. 
The report of the primary examiner in this case was as follows : 

" In the ordinary gas retorts the heat is unequal on different parts ol 
the retort, so that the coal in different parts of the retort is distilled at 
different temperatures. But to produce a permanent gas it is necessary 
that the vapors of the coal should be subjected to high temperatures. 
If the vapors are evolved from the coal at a white heat, they at once 
take the form of a non-condensible gas, but if they are evolved at a 
temperature much below, they form only oil or condensible gas. 

" This invention consists in arranging a tube or tubes extending from 
the front part of the retort to near the back part, with open ends, so 
that any vapors generated in the cooler portion of the retorts are com- 
pelled to travel back through the hottest portion, and return again 
through the tube or tubes, and in this way no vapor Can leave the re- 
tort without being thoroughly heated and decomposed. 

" The invention also consists in arranging a double-closing plate at the 
mouth of the retort. 

" I find that the invention was new at the date of the original applica- 
tion, and that the patent was properly granted. The invention is also 
important to the public, and a material improvement in the art of gas- 
making. 

" By the statement of the inventor 636 retorts have been used in various 
places besides 4,450 used by the Boston Gaslight Company, which would 
indicate that the invention has gone into use. 

"Applicant also states that he has received only $6,983 93 for his in- 
vention. The Boston Gaslight Company used by far the larger portion 
of those retorts in use, and, as applicant was in their employ at the time 
of making the invention, that company was, both in law and in equity, 
entitled to the use of it without pay. 

"Applicant's statements as to diligence are not fall and explicit, but 
only general and matters of opinion. The same is also true of the proofs 
as regards utility and importance. But I think that the invention is 
sufficiently important and useful to be ranked as a material improve- 
ment in the art of gas-making. 

" There is no opposition to the grant of the extension." 

DECISION. 
Leggett, Commissioner: 

In accordance with the report and recommendation of the examiner, 
the extension in this case is granted. 
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MAURICE FITZGIBBONS. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

March 20, 1871. 

In the matter of the application of Maurice Fitzgibbons for letters- 
patent for Improvement in Wooden Pavements. 
Leggett, Commissioner : 

The applicant seeks to obtain letters-patent for improvement in wooden 
pavements. His improvement consists in using truncated, wedge-shaped 
blocks, having grooves in their sides; the spaces between their sides, 
including the grooves, to be filled with concrete, so as to form a lock, 
holding the blocks and concrete together in a solid mass. 

The examiner rejected the application on reference to two patents — 
one to Miller & Mason, March 31, 1868, and the other to Yan Camp & 
Hodgman, November 16, 1869; and the board of examiners-in-chief 
affirmed the decision of the examiner. 

The patent of Miller & Mason is for truncated, wedge-shaped blocks, 
so laid as to break joints with the opposite rows, in combination with 
the concrete filling, &c. 

The Van Camp & Hodgman patent is for blocks having parallel sur- 
faces, with grooved sides connected by concrete, &c. 

The advantages claimed for the wedge-shaped blocks are, that they 
can be set in place more rapidly 5 the edges of the different rows coming 
in immediate contact at the bottom, need no registering strips; and the 
space between the rows being widest at the top affords greater facilities 
for tamping, and makes a more substantial structure. The advantage 
claimed for the grooves in the sides of the blocks is, that becoming 
filled with concrete, a lock is formed that firmly holds both the blocks 
and concrete in place, and makes the most solid and permanent pave- 
ment. 

The application of Fitzgibbons and the patent of Miller & Mason 
both include the wedge-shaped blocks. 

The application of Fitzgibbons and the patent of Van Camp & Hodg- 
man both include the grooved sides and the concrete lock. 

Miller & Mason have the wedge shaped blocks without the grooved 
sides and the concrete lock. Van Camp & Hodgman have the grooved 
sides and concrete lock, without the wedge-shaped blocks. Fitzgibbons 
combines the wedge-shaped blocks with the grooved sides and concrete 
lock. 

So far as the records of the Office show, this combination is new. The 
only question is, then, whether it produces new and useful results. On 
this point, the applicant produces several affidavits of men skilled in 
the art, who swear thai: it is a great. improvement over any other mode 
of constructing wooden pavement. It is true, the parts of this inven- 
tion are all old, but the aggregation of these parts together seems to be 
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new, and in their combined form give a more solid and durable pave- 
ment, without increase of expense. I think the invention is sufficiently 
novel and useful to make it the duty of the Office to grant a patent. 

The decision of the examiners-in chief is therefore reversed, and a 
patent will be given. 



J. W. COCHBAN. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

March 20, 1871. 

In the matter of the application of J. W. Cochran for Improvement in 

Cartridges. 
Leggett, Commissioner: 

Cochran filed his application for improvement in cartridges on the 
20th of August, 1863, which was rejected on references September 18, 
1863. 

On the 13th of August, 1867, Cochran files another application for 
substantially the same improvement. While this was pending in the 
office, one William Tibbals, on March 13, 1868, filed an application for 
a patent for the same invention. 

An interference was declared between Tibbals and Cochran and two 
other parties, to determine who was the prior inventor. Tibbals took 
testimony to show that he invented the improved cartridge in question 
in the year 1865. The other parties took no testimony. Cochran sent 
to the Office, May 1, 1869, a communication reading as follows : 

"New York, May 1, 1869. 
"In interference, &c, between Tibbals, Cochran, et al, I hereby 
acknowledge service of notice to take testimony in the above case, and 
decline to take or give any testimony in the matter, and waive any and 
all right of appeal, and also acknowledge priority of invention by Mr. 
Tibbals, so far as there is any conflict in our respective applications or 
claims, and consent to and request a dissolution of the interference. 

"JOHN W. COCHEAK" 

In pursuance of this request the interference was dissolved, and on 
May 25, 1869, a patent issued to William Tibbals, who immediately 
assigned it to the Union Metallic Cartridge Company. 

As Tibbals did not pretend to carry his invention back further than 
1865, and as Cochran's rejected application of 1863, describing the same 
invention, was at the time on file in the Office, Tibbals's patent was, of 
course, voidable, and therefore comparatively worthless, and would 
never have been issued had the examiner's attention been called to 
Cochran's case of 1863. 

When the Union Metallic Cartridge Company discovered this defect in 
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the Tibbals patent, they purchased by mesne assignment Cochran's 
interest in his application of August 20, 1863, and on March 11, 1870, pro- 
ceeded to revive the same by filing in the name of Gochran an amended 
application and claim. This was rejected March 31, 1870, by reference to 
Cochran's communication in the interference case above quoted. The 
examiner gives his reason for rejection as follows : 

" In the matter above referred to, reference is made to a certain paper 
filed on the 5th of May, 1869, in the interference between William Tib- 
bals, J. W. Cochran, et aL, in which the present applicant -acknowledges 
priority of invention by Tibbals, so far as there is any conflict in their 
respective applications or claims then at issue, and the claims now pre- 
sented are substantially the same; the said acknowledgment acts as an 
estoppel to this application." 

Appeal was taken to the board of examiners-in-chief, who sustained 
the action of the examiner. The applicant thereupon appeals to the 
Commissioner in person. 

The attorneys for the applicant argue the following points in answer 
to the decision of the board of examiners-in-chief : 
1st. "The invention of 1863 and that of 1867 are not identical." 
It is true the language of the two applications may differ, but the 
substantial invention described in Cochran's applications of 1863 and 
1867, and in Tibbals's of 1868, is really one and the same thing in all. 
There certainly is not a patentable difference between any two of them. 
2d. "As the Tibbals patent was issued by the neglect of the Office 
to discover in its files the rejected application of 1863, the Office ought 
to correct the mistake now, by regarding the 1863 application as better 
evidence of priority of invention than Cochran's admission, and there- 
fore the admission in the interference case of 1868 should be disregarded 
in considering the present case, which is a revival of the application of 
1863." 

This argument is without force or pertinence in view of the fact that 
Cochran's action in the interference case tended to draw the attention 
of the Office from any former application of his on the same subject- 
matter. If there was a mistake made by the Office in giving Tibbals a 
patent, Cochran caused the mistake, and cannot now escape its conse- 
quences. 

3d. Again, the attorneys claim that the Union Metallic Cartridge Com- 
pany, being assignees, ought not to be subjected to the same harsh rules 
of estoppel that might justly be applied to the assignor. I presume 
this is advanced rather as a ple$ for mercy than as a proposition of law, 
for no principle of law is better settled than that the Union Metallic 
Cartridge Company, as assignees, could only succeed to the interest of 
Cochran, the assignor, just as it stood at the time of the assignment, 
subject to the full effect of the admissions of Cochran, made prior to 
assignment. An assignor's interest cannot be enlarged by assignment. 
4th. Counsel also urge that Cochran signed the admission without 
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knowing the full purpose of the paper, and at the time not thinking of 
his application of 1863. This may all be true, yet he made the admis- 
sion of priority with a full knowledge that the effect of it would be the 
granting of a patent to Tibbals for substantially the same invention 
his assignees now seek to patent. He made the admission at the 
instance of the Union Metallic Company, for the purpose of securing 
Tibbals's patent, and the desired result was accomplished by it. 

The rule of law is old and well settled, that admissions, whether of 
law or of fact, which have been acted upon by others, are conclusive 
against the party making them in all issues between him and the per- 
sons whose action his admissions have influenced. 

It makes no difference in the operation of this rule whether the admis- 
sion is true or false ; the fact that it has been acted upon brings it within 
the rule. The decision of the board of examiners-in-chief is affirmed. 



EDISON vs. FOOTB & RANDALL. 
Interference. 

APPEAL FROM EXAMINERS-OT-OHIEF. 

March 25, 1871. 

In the matter of interference between the application of T. A. Edison 
and the patent of Foote & Randall, for Improvement m TELE- 
GRAPH-PRINTING APPARATUS. 

Leggett, Commissioner : 

The subject-matter of these two inventions is an apparatus by means 
of which telegrams may be delivered from the instrument in a printed 
form. To accomplish this a wheel is used with letters on the periphery. 
In order to determine the starting point, and that all the instruments 
on the same line may work accurately together, it seems important 
that the type-wheel should be made to stop for a moment on each 
complete revolution. Foote & Randall filed their application on the 8th 
day of June, 1870, and their patent issued July 5, 1870. Edison filed 
his application May 27, 1870. This application, as originally filed, did 
not Claim the arrangement for starting the type-wheel, and the mode of 
stopping it was radically different from that adopted by Foote & Ran- 
dall. Hence at that time there was no interference. Foote & Ran- 
dall's patent issued upon their specification as filed. Edison amended 
several times, and was thereby delayed. On the 20th of July, fifty days 
after the patent was issued to Foote & Randall, Edison amended his 
specification by adding his 0th claim, covering the apparatus for liber- 
ating or starting the type- wheel, in the following words : " A unison 
stop, combined with a type- wheel and mechanism, operated by chang- 
ing the polarity of the current, for liberating such stop at every rota- 
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tion of the type- wheel, substantially as set forth." This the parties 
regard as covering the same as the 6th claim in Foote & Randall's pat- 
ent, which reads as follows: "The combination of the printing lever 
with the unison mechanism and type- wheel shaft, substantially as de- 
scribed, whereby the type-wheel shaft* after having been arrested by 
the unison mechanism, is liberated by the action of the printing lever or 
any part connected to the satne." 

Edison's original design was to operate his stopping apparatus by an 
automatic change of the electrical current. Foote & Randall's is stopped 
mechanically 5 but both are liberated or started by a mechanical use of 
the printing lever, the apparatus for doing which is substantially the 
same in both. 

The interference, then, is only between those parts of Edison's appli- 
cation and Foote & Bandali's patent which relates to the adaptation of 
the printing lever to liberating or starting the type-wheel. To deter- 
mine which first invented this device is the object of this interference. 

Foote & Randall produce in evidence a crude sketch, made by Foote 
on the 10th December, 1869, on the fly-leaf of a dictionary, which, they 
claim, shows this adaptation of the printing lever, and several ex- 
perts testify that with the aid of the notes made on the same leaf, at 
the same time, they could have made a working model from this sketch. 
Another witness testifies that on the next Sunday after December 10, 

1869, Mr. Foote explained the drawing to him, and that his explanation 
included the adaptation of the printing lever in question. 

Edison does not claim, or at least produces no proof, that he made 
this invention until in the early part of 1870. He denies that the sketch 
described and the explanation of it on the next Sunday amount to proof 
of invention, but thinks the true date of invention is about April 1, 

1870, when he finished the first successful instrument. 

Invention is not the work of the hands, but of the brain. The man 
that first conceived the complete idea of the improvement and gave 
evidence of the completeness of the idea by representing it on paper, or 
by clear and undisputed oral explanation, is the first inventor, and to 
avail himself of the rights of priority the law only requires that he 
shall use due diligence in embodying his idea in a practical working 
machine. The sketch need not be a " working drawing." The concep- 
tion may be complete, while further investigation, and perhaps experi- 
ment, may be necessary in order to embody the idea in a useful physical 
form. 

I think priority clearly belongs in this case to Foote & Randall. The 
decision of the examiners-in-chief is confirmed. 
6 d 
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LTDIA MOORE, ADMINISTRATRIX. 

Extension* 

March 27, 1871. 

In tbe matter of the application of Lydia Moore, administratrix of the 
estate of A. G. Moore, deceased, for the extension of reissued letters- 
patent No. 4,199, for Improvement in Bit-Stocks; original patent 
granted March 31, 1857. 

Leggett, Commissioner: 

This patent was issued in 1857 to A. 0. Moore. There is no evidence 
to show that any energetic effort was ever made to introduce it into 
general use, and no proof whatever is given of its value. 

Moore was a native of Vermont; went to Georgia early in 1858; was 
there when the war broke out; went into the rebel service and died in 
1864. 

Thus having spent four years of the life of his patent in trying to 
destroy his Government, his legal representatives now ask additional 
time to obtain the true value of his patent. If A. G. Moore was alive, 
and should apply in person, his application would undoubtedly he 
denied, and his legal representatives have no rights that would have 
been denied him. 

The extension is refused. 



WM. A. LEWIS, 
MOTION. 

March 27, 1871. 

In the matter of the application of Wm. A. Lewis for reissue of letters- 
patent No. 018,607, October 25, 1870. 
Leggett, Commissioner: 

The examiner in charge declines to examine this case upon its merits 
until the applicant purges his specification of what the examiner regards 
as "new matter." Section 53 of the patent laws demands that, in ap- 
plications for reissue, no new matter shall be introduced into the speci- 
fication, and that neither the model nor drawing shall be amended, 
except each by the other. 

The applicant in this case has, in figures 1, 2, 3, 5, 6, 7, and 8, of his 
amended drawings, introducd representations not alluded to or sug- 
gested by either model, drawing, or specification, as originally filed ; 
hence these figures, and so much of the application as refers to them, 
are new matter. 

The examiner did right in refusing to examine the case upon its 
merits in its present form. The motion is overruled, and the case re- 
manded to the examiner in charge. 
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JAS. T. CBEE. 
APPEAL FROM EXAMINERS IN-CHIEF. 

March 28, 1871. 

In the matter of the application of James T. Gree for an Improvement 
in Bottle-Stoppers. 

Duncan, Acting Commissioner: 

Applicant received a patent in August, 1870, for a bottle-stopper, the 
peculiarity of which was that the edges of the U-shaped curve formed 
upon the top of the bail were beveled down to a knife edge, so as to 
cut into the sides of the cork. The bail was made of round wire, the 
specimen shown in the model being about one-eighth of an inch in 
diameter. 

Prior to that invention bottle-stoppers had been made indifferently 
of wire or of sheet metal, as may be seen from an examination of the 
references cited by the examiner in the present case, but the bails 
appear to have been constructed with a view to passing over the top of 
the cork, and not of cutting into its sides. 

Applicant now presents a stopper made of sheet metal instead of 
wire, and provided, like the former one, with the sharp-cutting edges 
for embracing the sides of the cork. In addition to this, the rear of the 
top part of the bail is provided with a downwardly-projecting flange, 
and the front part of the two arms of the bail are also bent outwards, 
making lateral flanges; the object of these flanges being to provide 
such amount of bearing surface as to prevent injury to the thumbs of 
the operator in manipulating the stopper. 

The claim allowed Cree in his patent is doubtless broad enough to 
enable him to enjoin any party who might ^pply the beveled knife- 
edge upon a sheet-metal stopper in the manner in which he shows it as 
applied to a wire. The application of this device to a sheet-metal bail 
would be a mere double use, and would undoubtedly be held an infringe- 
ment. Applicant, then, must rely entirely upon the downwardly-pro- 
jecting and the lateral flanges to support his present application. But 
it is believed that this modification of the stopper is not entitled to rank 
as an invention. It is a modification, not in the principle of the appa- 
ratus, but in the mere details of construction, and a modification which 
it is believed any manufacturer would have a right to apply at his 
pleasure, not only upon bottle-stoppers, but upon any article of manu- 
facture where it becomes necessary to press with the naked hand upon 
a sharp edge. In fact, a flange designed to answer this very purpose, 
though somewhat differently arranged, is seen in the rejected applica- 
tion of Johnson & Harity, which is one of the references cited by the 
primary examiner. 

The decision of the examiners-in-chief is affirmed, and the application 
rejected. 
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D. M. SYMTH. 

APPEAL FROM PRIMARY EXAMINER. 

March 29, 1871. 

In the matter of the application of D. M. Smyth for letters-patent 
for Improved Method of Sewing or Connecting Sheets of 
Paper into Books or Pamphlets. 

Leggett, Commissioner : 

This case comes on appeal from the primary examiner. The reasons 
for requiring applicants to confine their specifications to the matter 
sought to be claimed by a patent are too evident to require defense or 
explanation. 

I fully concur with the decision of my predecessor, made in this case, 
July 23, 1870, and I think the amendment does not conform to it. 

I affirm the decision of the examiner. 



SAMUEL THACKEE. 

APPEAL FROM EXAMINERS- IN- CHIEF. 

March 31, 1871. 

In the matter of the application of Samuel Thacker for letters-patent for 
an Improvement in Knitted Fabric. 

Duncan, Acting Commissioner: 

This application appears to proceed upon the assumption that the 
muslin, buckram, and other fabrics usually employed in the manufacture 
of hat and bonnet shapes and for similar purposes, are made upon looms 
or twist-lace machines, and that knit fabrics are not used for this purpose. 
Applicant proposes to substitute a knit fabric, and, in order to imitate 
as closely as possible the open texture of the buckram or muslin, he uses 
a finer yarn than that which corresponds with the gauge of the particular 
machine upon which the knitting is done. 

It is claimed that knitting-machines have never been used in this 
manner before, and consequently that the party is entitled to a patent 
upon the fabric thus produced and afterward dressed and stiffened. 

In opposition to the applicant's principal assertion, reference is made 
by the examiner to the British patent of Allaire, (So. 840 of 1857-) This 
patent shows that it is no new thing to employ knitted fabrics, stiffened 
with gumlac and molded on suitable blocks, in the manufacture of hat 
and bonnet shapes ; and the reason assigned in the patent cited for 
employing knitted goods for this purpose is the very reason now urged 
by applicant, viz, the elasticity of the fabric in every direction, which 
affords special facility for bringing it into any shape desired. To be 
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sure, Allaire does not suggest that the fabric should be so knit as to 
present open meshes; but the invention seems to consist in the use of 
the knitted goods, whereby the benefit of the superior elasticity is 
obtained, and not in the selection for this purpose of any particular 
kind or quality of knitted goods. Any person familiar with the art of 
knitting knows, as is intimated by the examiner, that goods may be 
knit close or loose, at the option of the knitter. Merely to select those 
that are loose knit, then, is believed to be a matter of common right, 
and not to involve invention. 
The decision of the examiners-in-chief is therefore affirmed. 



BUTGEB B. MILLBB. 

APPEAL FROM EXAMINERS -IN -CHIEF. 

March 31, 1871. 

In the matter of the application of Butger B. Miller for letters-patent 
for Improved Method of Preventing Ice in Eaves-Troughs. 

Leggett, Commissioner : 

This case was rejected by the primary examiner, by reference to 
another patent that anticipated a part of applicant's claim. 

The applicant then amended his specification and claims so as to 
exclude all that was covered by the reference. 

Upon examination it was again rejected on the same reference, and 
upon appeal to the board of examiners-in-chief the decision of the pri- 
mary examiner was affirmed. 

I think certainly the board must have overlooked the amendment in 
the case which strikes out everything covered by the reference, and still 
leaves enough that is new and useful to entitle the applicant to a patent. 

The decision of the board of examiners-in-chief is reversed. 



JAMES DUTH1E. 

APPEAL FROM EXAMINERS- IN -CHIEF. 

March 31, 1871. 

In the matter of the application of James Duthie for letters-patent for 
Improved Method of Preventing Cancellation of Stamps, &c. 

Leggett, Commissioner: 

The applicant tiled his specifications and drawings, January 29, 1869. 
He sought to patent a process of preparing stamps, checks, notes or 
other documents, either before or after printing or writing the same, 
with a thin coating of writing-ink or fluid, by pen-ruling the same in 
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various forms or devices, and in writing-inks of various colors or com- 
binations of colors. The object of preparing the ground of the paper 
with writing-ink is to guard against the common fraud of removing the 
writing or the writing-ink cancellations, by use of acids. Whatever 
would remove the writing or writing-ink cancellations would also re- 
move the pen-ruling ground, and thereby expose the fraud. 

The various colors or combinations of colors in the writing-inks used 
is designed to increase the difficulty of making photographic copies. 

The application was rejected by reference to Harman's patent of Feb- 
ruary 9, 1864, and others of similar purport, and on appeal to the board 
of examiners-in-chief, the decision of the primary examiner was affirmed 
May 20, 1868. 

On the 22d of December, 1869, one Casilear filed an application for 
letters-patent on substantially the same invention, and on the 19th of 
January following a patent for the same was issued to him. 

Afterward, May 20, 1870, on application of Duthie, the primary exam- 
iner declared an interference between Duthie's application and Casilear's 
patent. But on September 15, 1870, this interference was dissolved by or- 
der of the Commissioner, on the ground that the primary examiner had 
no authority to declare an interference, as his jurisdiction of the case 
was lost as soon as appeal was taken, and the board had acted. The 
primary examiner then again rejected the applicant on former refer- 
ences. Appeal was taken to the board, who affirmed the decision of 
the examiner. 

I think the examiner misread the reference. The patents to which 
he refers relate to the use of printers' ink in cancellations, and do not 
refer to any preparation of the ground of stamps, notes, &c, neither do 
they refer to the use of colors in the manner stated by the applicant, 
and by Casilear's patent. 

While there are some points of resemblance between the patents cited 
in references and the applicant's specification and claims, yet in prin- 
ciple, application and to some extent the object to be attained, they 
are radically different. It seems to me clear that the applicant de- 
scribes a real invention, novel and useful, and the only question left for 
the Office to determine is, does the invention belong to Duthie or to 
Casilear! 

The decision of the examiners-in-chief is reversed, and the primary 
examiner in charge will declare an interference between the application 
of James Duthie and the patent of George W. Casilear. 
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HBNBY MOULE and JAMES BANNEHB. 

APPEAL FROM EXAHINERSIN-CHIEF. 

March 31, 1871. 

In the matter of the application of Henry Monle and James Bannehr, 
for letters-patent for Improvements in Earth-Closets. 

Duncan, Acting Commissioner : 

Applicants have invented, and in their specification have described, 
a particular form of mechanism adapted to the earth closet, and which, 
if new, will entitle them to a patent. The claims set ap are in the fol- 
lowing language : 

" 1. The application of dry and powdered earth in closets and com- 
modes to the excrementitious matters deposited therein. 

" 2. In combination with an excrement chamber and a hopper, or 
other receptacle, for deodorizing material, a charger or distributer, 
located between them, and adapted to discharge portions of the con- 
tents of the deodorent receptacle into the excrement chamber in the 
manner set forth. 

" 3. In combination with a commode or closet, in which there is a 
means provided for deodorizing the excrement, a means for mixing the 
discharged mass, substantially as set forth." 

In conformity with the current practice of the Office, as grounded 
upon the decision in ex parte Chas. Rubens & Co., (Commissioner's 
Decisions, 1869, 107,) the concluding words of the second and third 
claims should be ignored in considering the novelty of what is therein 
claimed, and in fact applicants' attorney has based his whole argument 
upon the supposition that these words are mere surplusage and are not 
to be regarded as in anywise limiting the scope of the claims. It will 
thus be seen that applicants do not confine themselves to the mechanism 
described, and of which they are doubtless original and perhaps the first 
inventors, but are seeking to secure claims in their nature calculated to 
lay under contribution every existing form of the useful invention to 
which their mechanical improvement relates. 

The English patent granted to these same parties upon the invention 
now offered for an American patent bears date May 28, 1860. All the 
references, then, which are cited by the examiner of a later date than 
the date of the English patent are manifestly insufficient, since they 
neither disprove the novelty of the invention nor establish a public use 
in the United States for more than two years prior to the pending appli- 
cation. At the time when they were given, May 24, 1870, they were 
pertinent, as tending to establish the fact of common and public use in 
the United States prior to the application; but the legislation of 1870 
so far changed the law in this regard that public use in the United States 
for a less time than two years prior to an application upon an invention 
previously patented in a foreign country, cannot constitute a bar to the 
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grant of a patent here; and by the second proviso of section 111 of the act 
of July 8, 1870, the applicants are entitled to the benefit of this more 
liberal legislation. G oing back, however, to the English patent of Legras, 
No. 12,869, of 1849, there are found, minutely described, various forms of 
commodes, portable and otherwise, having mechanical devices for apply- 
ing a disinfectant to the fecal substances deposited therein. By the ar- 
rangement of parts shown in Figs. 6 and 7, the deodorizing compound in 
the form of a powder is placed in a hopper, and from this it is taken in 
determinate quantities, as needed, and thrown into the receptacle pro- 
vided below for holding the excreta. Different devices are shown for 
effecting the discharge of the disinfectants from the hopper into the 
general receptacle, but the location of them all is between the two. The 
reference is so complete an answer to the second claim of the pending 
application that the wonder is that the claim should ever have been 
carried beyond the first rejection by the primary examiner. 

As to the first claim, it is to be considered that commodes were not 
new at the time when the invention of the present parties was made, 
as is to be seen by reference to the Legras patent ; that it was a part of 
the plan of prior inventors to employ in their commodes any disinfect- 
ants which might be suited to the purpose, as is also to be seen by ref- 
erence to the same patent ; and that the disinfectant properties of earth 
were previously well known, as is abundantly sfiown in lire's Diction- 
ary, vol. 2, p. 29, cited by the examiner, as also in the twenty-third 
chapter of Deuteronomy, to which reference is made by the examiners- 
in-chief. Under such circumstances there certainly can be no founda- 
tion for the claim which applicants now assert. To apply this well- 
known disinfectant to an old purpose, and in so doing to employ an old 
apparatus specially designed for effecting the application of any disin- 
fectant to the same purpose, contains no element of invention. Appli- 
cants lay great stress upon the fact that they bring the earth into a 
dry and powdered condition prior to its use, of the advantage of which 
they claim that they were the first discoverers* In this, too, they mistake. 
The whole inference from the passage referred to in (Ire's Dictionary is, 
that the deodorizing properties of earth depend upon its dryness and 
its porosity, or, which is the same thing, its fineness. From the note 
upon page 154 of the Bulletin de la Soci£t6 d'Eneouragement pour 
FIndustrie Rationale, 1848, it appears also that earth has been artifi- 
cially dried in furnaces in order to perfect its action as a disinfectant. 
The claim must be rejected. 

The third claim relates to a stirrer or mixer, placed in the receiving 
chamber of the commode, and moved by any appropriate means, for the 
purpose of thoroughly mixing the earth with the other contents of the 
chamber. There is no evidence to show that the applicants were not 
the first to conceive of the advantage of thus mixing the contents of 
the general receptacle, and the first to invent a mechanism therefor. 
The idea once reduced to practice, it is plain that various forms of 
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mechanism might be found useful for this purpose. It would seem, 
therefore, that the protection afforded to the inventors should not be 
confined to the specific device shown, since their real invention consists, 
not so much in this particular device, as in the discovery that any device 
mechanically capable of performing the work, can be advantageously 
applied in the direction indicated. With proper amendments of the 
body of the specification, and the abandonment of the first and second 
claims, no good reason appears why the last claim should not be allowed. 
As the case now stands, however, the decision of the examiners-in- 
chief is affirmed, and the application refused. 



CAMEEON & EVEEBTT vs. J. E. BBICK. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 1, 1871. 

In the matter of the interference between the application of Cameron & 

Everett for Exhaust for Gas- Works, and the patent of J. E. 

Brick for a like invention. 
Leggett, Commissioner : 

This case has been amply supplied with testimony on both sides, elab- 
orately argued by counsel, and thoroughly investigated by the primary 
examiner and the board of examiners-in-chief. 

The primary examiner declared priority in favor of Cameron & Ev- 
erett, while the board of examiners-in-chief gave it to Brick. 

Both the primary examiner and the board of examiners-in-chief found 
the facts in the case substantially the same. Their different decisions 
were the result of a different understanding of the law. The primary 
examiner held that the party who first produced a successful working 
machine must be regarded as the prior inventor, while the board of 
examiners-in-chief held, in the language of Mr. Justice Woodbury, in 
the case of Adams vs. Edwards, 1 Fish., 1, " That the law means by in- 
vention, not maturity. It must be the idea struck out — the brilliant 
thought obtained — the great improvement in embryo. He must have 
that ; but* if he has that, he may be years improving it, maturing it. 
It may require half a lifetime. But in that time he must have devoted 
himself to it as much as circumstances would allow. But the period 
when he strikes out the plan of the invention, that is the time when the 
discovery occurs.'' 

I think the rule of law as settled by the courts will, perhaps, sustain 
neither of these extremes as to the true date of invention. The inter- 
pretation given to the language used by Justice Woodbury, in the case 
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referred to, has been considerably restricted by later decisions of the 
courts. The point of time at which invention, in such sense as to merit 
the protection of law, dates, is neither when the first thought of it is 
conceived, nor when the practical working machine is completed, but 
it is when the thought or conception is practically complete, when it has 
assumed such shape in the mind that it can be described and illustrated ; 
when the inventor is ready to instruct the mechanic in relation to put- 
ting it in working form; when the "embryo" has taken some definite 
form in the mind and seeks deliverance, and when this is evidenced by such 
description or illustration as to demonstrate its completeness. It may 
still need much patience and mechanical skill, and perhaps a long series 
of experiments, to give the conception birth in a useful, working form. 
The true date of invention is at the point where the work of the inventor 
ceases and the work of the mechanic begins. Up to that point he was 
inventing but had not invented ; and he must have invented before the 
law will come to his protection. After that he must use due diligence 
in putting his invention into practical working form. 

The board of examiners-in-chief were right, however, in deciding pri- 
ority in favor of Brick, and their decision is affirmed. 



ALDRICH & SPALDING VS. BINGHAM. 

Interference. 

motion: 

April 1, 1871. 

In the matter of the interference between the application of Aldrich & 
Spalding and the patent of O. A. Bingham, assignee. 

Leggett, Commissioner: 

On the 30th March, 1870, a patent was issued to Geo. O. Winchester 
as assignee of O. A. Bingham. Aldrich & Spalding filed their applica- 
tion May 3, 1870. This application was put in interference with the 
Bingham patent. The Office, in declaring this interference, served the 
notice on Bingham the inventor, instead of Winchester the assignee. 
After Aldrich & Spalding had filed their preliminary statement under 
the Office rules, and had proceeded to the taking of their testimony and 
were ready for hearing, Winchester, the assignee, came in* and asked 
that the case be reopened, and he allowed to file his statement and take 
testimony, and; under the impression that Winchester had been ignorant 
of the proceedings in consequence of the lack of notice, the Office 
ordered a reopening of the case. 

The case now comes before the Commissioner in person, on a motion 
to set aside said order on the ground that Winchester had notice and 
acted upon it. On the hearing of the motion, it appears that on the 



Digitized by 



Google 



DECISIONS OF THE COMMISSIONER OF PATENTS. 91 

12th of January, 1871, the attorneys for Bingham (they are also the 
attorneys for Winchester) put in an appearance in the case and asked 
that the time for filing the preliminary statements be extended to Feb- 
ruary 6, 1871. This request was granted, but the time expired and no 
statement was filed. 

Aldrich & Spalding served notice for taking depositions at two differ- 
ent times and places. At one, Winchester's attorney telegraphed to 
the attorneys of Aldrich & Spalding, requesting a delay of two days, 
showing that they had notice and recognized it. At the other, just 
after the close of taking the depositions, Bingham made his appearance 
at the place for taking the depositions, read the depositions, and took 
copies of them. Winchester telegraphed to Bingham on the same day, 
sending the telegram to the care of the officers before whom the deposi- 
tions were taken, in which he inquired whether his attorneys were 
present, &c. I am also credibly informed, though not by sworn testi- 
mony, that Bingham is an employ^ of Winchester. From all these 
circumstances, it is clear that Winchester had actual notice of the 
pendency of the interference, and that the action upon his part consti- 
tutes a waiver of the irregularity of notice from the Office. This being 
the fact, .and Aldrich & Spalding having filed their preliminary state- 
ment and taken their testimony, and Winchester having obtained copies 
of the testimony, it would be manifestly unjust to now reopen the case 
and permit Winchester to file a statement and take testimony. 

The action of the Office in reopening the case is therefore revoked, 
and the case will proceed as if said action had not taken place. 



KENYON VS. WESSON. 

Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 3, 1871. 

In the matter of the interference between the application of Kenyon 
and the patent of Wesson for Improvement in Corn-Huskers. 

Leogett, Commissioner : 

While the preliminary statement required under Bule 53 will always 
be regarded as conclusive against the party filing it, restricting him to 
the date, and substantially to the history therein set forth, yet by a 
well known rule of law it can never be used as evidence against the 
adverse party in interference. 

The decision of the board of examiners-in-chief is affirmed. 
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BRICKMAN & SISSON, EXECUTORS. 

Extension. 

April 6, 1871. 

In the matter of the application of Brickman & Sisson, executors of S. S. 

Alien, for the extension of the patent for Harvesters, granted to S. S. 

Allen, April 7, 1857. 

Leggett, Commissioner: 

The invention described and secured is as follows : 

The combination of the upper platform Q, and sliding pole V, with the main frame C, 
and inclined rod or chain, when the same are constructed and arranged for joint 
operation, substantially in the manner and for the purpose herein set forth. 

The object of the invention was to relieve from side draught. Allen 
manufactured, during the first three years of the life of this patent, from 
fifteen to twenty-five machines, embracing his improvement, but they 
were not so constructed, perhaps, as to avail the machines of the full 
improvement covered by the patent. In 1869 Allen died, and by will 
bequeathed the patent to his nephew Sisson, one of the executors, sub- 
ject, however, to the payment of debts and a few legacies, amounting 
in all to a few hundred dollars. 

This extension is strongly opposed on two grounds : First, that the 
value of the patent and the statement of accounts of profits and expenses 
are not set forth and established with the definiteness required by law. 
Second, that the inventor did not himself comprehend the full scope of 
his invention ; that he really had in it something more and better than 
he expected, or even understood. 

That the invention was both novel and valuable is not only abundantly 
proven, but really admitted by the sharp opposition to the extension. 
It is true the applicant does not show with any great definiteness the 
exact value of the patent. The very nature of the subject forbids any 
gre£t accuracy in this matter. While a patent, like anything else, may 
have a value in the market, yet no two persons would be likely to fix 
anywhere near the same value upon it. There are so many circumstances 
to take into consideration that great uncertainty must always exist as 
to the money value of a patent. A witness who will swear that a patent 
is worth just so many dollars must expect his testimony to be received 
with many grains of allowance. In this case, a witness testifies that 
he thinks the improvement patented would be worth $5 on every mower 
on which it is placed, and he thinks that every machine made ought to 
embrace the improvement. This, it seems to me, is testimony enough 
on this point to comply with the requirements of law. I regard it as 
far better and more sensible than to swear that the patent is worth 
a definite number of dollars. 

When a patent covers an entire machine, its money value is much 
more easily determined than when it embraces, as in this case, only a 
single feature of a machine. The object of the statute is to get as 
nearly as possible at the real value of the invention, so that, by com- 
parison with the net receipts from it, the Office may more accurately 
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judge whether the inventor has already received the full value of what 
he has produced and given to the world. If he has, then the extension 
should be denied. If, after using due diligence, he has not been properly 
compensated, it should be extended. 

The proof is clear that Allen applied himself and all the means at his 
command, diligently, in efforts to introduce mowers with his improve- 
ment; but with all his efforts he actually had not paid his expenses up 
to the time of his death, and his patent had involved his estate. He 
evidently failed to make a first class machine, but I am not so clear as 
the msyority of the board of examiners-in-chief that his failure was 
from the fact that he did not understand the full scope of his patent. 
The machine to which he attached his improvement was not the best 
or most popular, and there is no evidence that their failure to give 
satisfaction was chargeable in any degree-to the patent or to any mis- 
understanding or misapplication of the patented improvement. 

The case is one of common occurrence. Allen spent much time and 
money in developing and patenting an invention which is conceded to 
be of great value. He made strenuous efforts to recover compensation 
for his time and expenditures, but up to the time of his death had not 
done so. By reason of his patent he died insolvent. It is clear that his 
legal representatives did not fully comprehend the value of his patent, 
and did not feel justified in making further expenditures upon it. A 
party, recognizing the utility of the invention, offers them $3,000 and 
expenses for the extended term, provided the extension can be obtained. 
In consequence of Allen's death it is impossible to obtain anything like 
an exact statement of receipts and expenditures on account of the 
patent, but the executors have proven that the invention is of very 
considerable value, and that patentee, after diligent efforts, failed to 
obtain from it the amount it had cost him, and the executors now ask 
the extension, that the estate may be reimbursed for its expenditures. 

It seems to me that the case comes clearly within the limit contemplated 
by the statute, and the extension is therefore granted. 



WILLIAM L. WILLIAMS. 
Extension. 
April 14, 1871. 
In the matter of the application of William L. Williams for the exten- 
sion of letters patent, granted April 14, 1857, reissued December 19, 
1865, for Wood-splitting Machine. 
Leggett, Commissioner: 
The fourth claim of the patent reads as follows: 

I claim in a wood-splitting machine two separate knives, at an angle, or diagonally 
to each other, and each extending across the feeding-floor, so as to split np the wood 
in the manner specified. 

This claim is fully anticipated by English patent No. 5169, granted 
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to one Weatherly November 14, 1825, the only difference being that 
Williams uses only one pair of knives, arranged diagonally to each 
other, and reaching entirely across the feeding-floor; while Weatherly 
uses two separate pairs of knives, or two separate feeding-floors, each 
pair of knives constructed in the same manner as Williams's, and reach- 
ing entirely across its own feeding-floor, and so arranged upon a single 
shaft as to have one pair ascending while the other is descending. I 
think the first, second, and third claims of Williams's patent embrace 
novel and useful improvements, and that he has shown, though not in 
as lucid a manner as he ought to have done, that after using due dili- 
gence he has not yet received adequate remuneration for his time and 
the value of his invention. 

Therefore, upon filing a disclaimer to the fourth claim, the patent will 
be extended. 



SPALDING & ALDRIOH vs. WINCHESTER. 
Interference. 

MOTION. 

April 15, 1871. 
In the matter of the interference between the application of Spalding 

& Aldrich and the patent of George C. Winchester, assignee of O. A. 

Bingham. 
Leggett, Commissioner : 

This case comes up on request of Bingham's attorneys for additional 
time in which to take testimony. In the body of the motion, as the gist 
of the reason for extending time, I find the following : 

We did not think it just to our clients' interests to expose, in a preliminary state- 
ment, as required by Rule 53, the date of Bingham's invention, (he already having a 
patent,) without knowing the name of the pretended inventor, and something of his 
invention — he having access to our patent and the names of inventor and patentee — 
upon which patent he must have been directly rejected, or have asked for an interference 
with it. la other words, we asked for no more information than was furnished our 
opponents by the patent records in the Office. This information was refused. 

The attorneys herein confess that they understood Eule 53, and that 
they have intentionally neglected to file the statement required under 
the rule, or, in other words, have deliberately ignored the rule,. and ask 
for additional time because of having done so. 

The reasons given for asking names, copies, &c, give no reason what- 
ever for neglecting to comply with Eule 53. The actual date of Bing- 
ham's invention and the history of its development are matters of fact 
that could not possibly be changed by names or records in any other 
cases. The rules of the Office do not permit to be given what the attor- 
neys in this case asked for, and complain of not receiving ; and if copies 
could have been given, as asked for, they could not, by any possibility, 
have given any assistance whatever to Bingham in fixing the date and 
history of his invention. 

The request is refused. 
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ROXANNA EICE, EXECUTRIX 

Extension. 

April 21, 1871. 

In the matter of the application of Roxanna Rice, executrix of Benjamin 
F. Rice, deceased, for extension of reissued patent No. 920, of patent 
No. 17184, granted April 28, 1857, to Smyth and Morgan, assignees 
of said B. F. Rice, for Improvement in Machine fob Making 
Paper Bags. 

Leooett, Commissioner : 

The testimony in this case shows that Rice kept no accounts of profits 
and losses — but enough is proven to show that after spending a consid- 
erable amount of money and being poor, he was obliged to sell his 
invention before his patent issued, and that he never got back the 
money he expended on it. The exact value of the machine is not set 
forth very definitely in the testimony, yet the proof is sufficient to show 
that it is of large value, saving 10 or 12 per cent, of the cost of manu- 
facturing over any other machine. 

The examiner, in his report, says : 

No statement is furnished of the operations or profits of the assignees under the 
patent, by which to form any estimate of the amount of royalty already paid by the 
public to the patent franchise, as consideration on their part for the subsequent sur- 
render of the invention to them. This seems to constitute an omission of an import 
ant element necessary to a conclusion ; a due regard for the public interest necessita- 
ting the view that a perversion of profits fairly paid by the public, under the compul- 
sion of a patent right, from the pocket of the inventor to that of the assignee, cannot 
be considered as constituting such an absence of neglect or fault on the part of the 
inventor as to bring him within the pale of the extension law. 

The law provides (section 63 of the patent law) that an inventor who 
seeks extension of his letters patent " shall furnish a written statement, 
under oath, of the ascertained value of the invention, and of his receipts 
and expenditures on account thereof, sufficiently in detail to exhibit a 
true and faithful account of the loss and profit in any manner accruing 
to him by reason of said invention." Section 66 adds : " And if it shall 
appear to his (the Commissioner's) satisfaction, that the patentee, with- 
out neglect or fault on his part, has failed to obtain from the use and 
sale of his invention or discovery a reasonable remuneration for his 
time, ingenuity, and expense bestowed upon it, and the introduction of 
it into use, and that it is just and proper, having due regard to the pub- 
lic interest," &c. 

It is difficult to conceive how this law can be construed into a require- 
ment that the inventor should set forth the profit and loss of assignees 
under the patent. The design of the patent law is to encourage inven- 
tion, and to this end the inventor is allowed a monopoly of his inven- 
tion for a period of fourteen years ; and in case he is not able, after due 
diligence, to obtain from his patent during the fourteen years a reason- 
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able remuneration for his invention, time, and expense, the law provides 
that his monopoly may be extended seven years longer. 

It often happens that the life of a patent is nearly expended before 
the inventor is able to make the public so appreciate the value of his 
invention as to make it in any degree remunerative to him. In other 
cases the inventor is so impeded and embarrassed by poverty as to 
render it impossible for him to get his improvement upon the market 
in such time and quantity as to afford adequate compensation. And 
often, as in this case, the pecuniary circumstances of the inventor are 
such as to compel him to sell and assign his entire interest in his patent 
for the whole fourteen years, in order to liquidate indebtedness incurred 
in maturing his invention. Certainly the law never contemplated in 
such cases that the profits of assignees should be charged to the in- 
ventor. In short, the law does not contemplate, in any case, the taking 
into account the profit and loss of assignees, nor the amount of royalty 
actually paid by the public, in determining the question of extensions. 
The question of profit and loss is limited exclusively to the inventor 
The clause of the statute—" having due regard to the public interest" — 
has more direct reference to a class of cases where the inventor fails in 
any way to bring his improvement before the public, where he neither 
himself brings it upon the market nor permits any one else to do so. It 
is very doubtful whether this clause of the statute has any reference 
whatever to the enhanced price resulting from the patent, except that 
such enhanced price is of a character calculated to exclude it from the 
market and from use. 

The examiner, in his report, also objects to the claims as follows : 

AU the four claims of the patent under consideration are somewhat defective. The 
first is general and indefinite ; the second, somewhat ambiguous ; the third, strictly 
construed, is for a result which was at that time embraced in English patents, &c. ; the 
fourth, by strict construction, is functional. 

The first and second claims were undoubtedly more loosely drawn and 
worded than they should have been, but they are not so indefinite or 
ambiguous as to mislead any one as to their meaning, nor so broad as to 
cover more than the inventor had a right to cover. The third and fourth 
claims are also loosely worded ; but both refer to the devices which are 
new, with sufficient definiteness to warrant any court in sustaining 
them. They do not claim mere result or function, but the devices or 
contrivances by which the result is obtained. 

If these claims were in an original application now pending in the 
Office, I should fully agree with the examiner in the opinion that they 
should be put in more definite and exact terms before receiving the 
sanction of the Office in the form of a patent. But questions as to mere 
form should not be raised as a bar to extensions ; for the Office, having 
once sanctioned the form by issuing the patent, should be precluded 
from objecting to it upon extension. 

The extension is granted. 
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MARCUS P. NORTON. 

APPEAL FROM PRIMARY EXAMINEE. 

April 22, 1871. 

In the matter of the applications (cases A and B,) of Marcus P. Norton 
for letters patent for Hand Stamp, filed August 1, 1870. 

Leggett, Commissioner : 

It appears from an examination of the papers in these cases that the 
applications cannot be admitted as a renewal either of the fictitious 
application of M. P. Norton, of March 21, 1857, or of the joint application, 
or of any portion of the joint application of M. P. Norton and C. A. 
Haskins, filed October 15, 1857. The petitions, therefore, should be so 
amended, by erasing all reference to, the above-named cases, as to pre- 
sent the present applications as original and not renewed cases. 

It is accordingly ordered that further action on. the cases be sus- 
pended, to await such amendment on the part of the applicant. 



O. L. HAUTHAWAY & SONS. 

APPEAL FROM PRIMARY EXAMINER. 

April 24, 1871. 

In the matter -of the application of C. L. Hauthaway & Sons for the 
Registry of a Trade Makk. 

Leggbtt, Commissioner : 

The applicants seek to register the words "beeswax oil* as a trade- 
mark. The primary design of a trade-mark is to point out the origin or 
ownership of the article offered for sale ; the one proposed indicates 
neither. There must also be some word or sign, or device, other than 
the generic name and words descriptive of quality. The name " oil" is 
generic. The word " beeswax" is doubtless intended to be more or less 
descriptive of the quality or nature of the oil. Generic names and words 
descriptive of quality are common property, and no one has a right to 
an exclusive appropriation of them. 

The decision of the examiner is affirmed, and the registry refused. 



PORTER BLANCHARD'S SONS. 

APPEAL FROM PRIMARY EXAMINER. 

April 24, 1871. 
In the matter of the application of Porter Blanchard's Sons for the 

Registering of a Trade-Mare: for Churns. 
Leggett, Commissioner : 

The applicants seek to have registered as a trade-mark the words 
" The Blanchard Churn," to be stenciled on the side or lid of the churns 
7d 
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they manufacture and sell. The examiner refused the application, and. 
gave as a reason for the refusal, "The label of applicant is not 
sufficient to entitle it to registry as a trade-mark ; the wards should be 
accompanied by some sign or mark to distinguish the same from the 
mere words alone, to the use of which latter other possible parties 
of the name in the like business might have an equal right." 

Section 79 of the act approved July S, 1870, in the second clause 
provides that "the Commissioner of Patents shall not receive and. 
record any proposed trade-mark which is not and cannot become a 
lawful trade-mark, or which is merely the name of a person, firm, or 
corporation only, unaccompanied by a mark sufficient to distinguish it 
from the same name when used by other persons," &c. 

The question, what constitutes a lawful trade-mark, is left by the 
statute just where the common law leaves it, with a single limitation, 
that it shall not be the mere name of a person, firm, or corporation only, 
unaccompanied by &mark sufficient to distinguish it from the same 
name when used by other persons. 

The only thing about this limitation that is at all ambiguous is the 
meaning of the word " mark." The examiner seems to understand by 
this word some device, figure, or emblem, something other than mere 
words. In this interpretation of the word " mark," I am clearly of the 
opinion that the examiner is wrong. 

Every man in the United States who is engaged in trade or manu- 
facturing is entitled to the registry of a trade-mark if he chooses to 
adopt one ; and to require each person to invent a device or symbol 
differing from all others in the same trade wouLd be to require an im- 
possibility ; and Congress certainly never thought of attaching such a> 
meaning to the word "mark." This word had obtained a technical 
meaning before the act of July 8, 1870. The term "trade-mark" was in 
very general use, and by such use, and by the constructions and ruling's 
of courts, was made to include not only devices, and emblems, and 
symbols, but single words, and all manner of combinations of words, 
without devices. Congress took this word " mark," with the mean- 
ing it had obtained in the compound word " trademark," and introduced, 
it into the statute. Previous to the passage of this law the courts had. 
not been uniform in their decisions as to the mere names of persons, 
firms, or corporations being legal trade-marks, and the statute settled, 
this question by saying that the mere name of a person, firm, or corpora- 
tion only, unaccompanied by some other "mark," that is, some other 
word or words, or letter, or figure, or sign, or symbol, or device — in 
short, something in addition to the mere name only — should not be 
registered as a trade-mark. 

I am clearly of the opinion that any word or any combination of 
words, with the single exception named, that would constitute a trade- 
mark under the common law, may be registered as such under the stat- 
ute of July 8, 1870. The expression. " The Blanchard Churn," certainly 
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is not the mere name of a person only, but the name is accompanied by 
the marks " The" and " Churn," hence it is not excluded by the limiting 
clause of the statute. The only question, then, is as to whether it is a 
legal trade-mark at common law. 

In the case of The Amoskeag Manufacturing Company, 2 Sand., S. C. 
R., 599, the court says : 

Every manufacturer and every merchant for whom goods are manufactured has an 
unquestionable right to distinguish the goods that he manufactures or sells by a pecu- 
liar mark or device, in order that they may be known as his in the market for which he 
intends them, that he may thus secure the profits that their superior repute, as his, may 
be the means of gaining. 

The principle is well settled that a manufacturer may, by priority of appropriation 
of names, letters, marks, or symbols of any kind to distinguish his manufactures, 
acquire a property therein as a trade-mark. (Stokes vs. Landgraff, 17 Barb., 608.) 

A manufacturer of goods who, in order to designate his own manufacture, has adopted 
names, marks or labels, which are peculiar and not before used, is entitled to be 
protected in a court of equity in their use. (Williams vs. Johnson, 2 Bosworth, 6.) 

Though the mark has no other meaning than to distinguish their manufacture 
from others, if the party has given it out as his mark and by it the article has acquired 
reputation and sale, he is entitled to protection in it. (Ibid., 6.) 

Any contrivance, design, device, name, or symbol which points out the true source 
and origin of the goods to which it is applied, or which designates the dealer's place of 
business, may be employed as a trade-mark, and the right to its exclusive use will bo 
protected by the courts. (Filley 'vs. Fassett et al., Superior Court of Missouri, vol. 8, 
United States Am. Law Keg., 402.) 

The books are full of authority establishing the proposition that any device, name, 
symbol or other thing may be employed as a trade-mark which is adapted to accom- 
plish the object proposed by it, that is, to point out the true source and origin of the 
goods to which said mark is applied. (Ibid.) 

These quotations state the broad doctrine on the subject of trade- 
marks as held by the courts. 

The following are a few among many trade-marks that have been sus- 
tained by the courts, and that would not be excluded by the limiting 
clause of the law of July 8, 1870, viz : 

" Cocoaine" as the name of hair oil, (Burnett vs. Phalon, 9 Bosworth, 
192 5) "303" as a mark for pens, (Gillott vs. Esterbrook, 47 Barb., 545;) 
" Sykes' Patent," as a mark for shot bolts, (Sykes vs. Sykes, 3 Bam. & 
Ores., 543 5) " Bell's Life," as the name of a newspaper, (Clement vs. Mad- 
dick, 22 Law Rep., 428;) " H, H, C, " as a mark on plows, (Remson vs. 

Bental, 3 Law of N. S., 161 ;) " Roger Williams' Long Cloth," 

(Burrows vs. Knight, 6 R. I., 434 ;) " Anatolia," as a brand for liquorice, 
(McAndrews vs. Bassett, 10 Jurat N. S., 550 ; u Revere House," as the 
name of a hotel, (Marsh vs. Billings, 7 Cush., 322 ;) " Burgess' Essence 
of Anchovies," (Burgess vs. Burgess, 17 Eng. Law & Eq. R., 257 ;) "Mor- 
rison's Universal Medicines," (Morrison vs. Salmon, 2 Man. & Grau. 385.) 

It is proper here to remark that most of the trademarks here referred 
to were used in connection with the names of the persons claiming them, 
or with their place of business, or both, and sometimes in connection 
with other words. 

There seems, then, to be no more restriction against the choice of 
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words, combinations of words, or names (other than the mere name of 
a person, firm, or corporation only) for a trade-mark than of symbols or 
devices. The only limitation at common law in the selection of words 
or devices for trade-marks is, that they be so far original as, when known 
iu the market, to distinguish the goods of one merchant or manufac- 
turer from those of another, and that they are not generic in their use, 
nor description of quality, nor calculated to deceive the public as to 
their true origin or ownership. 

The object of a trade-mark is to point out the origin and ownership of 
the article offered for sale ; and the more clearly the words or devices 
selected do this, the less objection there should be to their selection and. 
registration as trade-marks, so they avoid the limitations named. 

The combination of the three words, "The Blanchard Churn," seems 
to possess the necessary characteristics of a trade-mark, and is not ex- 
cluded by the limitations. The decision of the examiner is therefore 
reversed. 



R. J. ROBERTS. 

APPEAL FROM PRIMARY EXAMINER. 

April 24, 1871. 

In the matter of the application of R. J. Roberts for Registry op 

Trademark. 
Legcubtt, Commissioner : 

The applicant seeks to register the following label as a trademark, 
viz : "A Luxury. R. J. Roberts' Razor-steel Scissors. The best in the 
world. The best is the cheapest. For sale here." 

The examiner rejects the application, on the ground that the above is 
not a lawful trade-mark under the law of July 8, .1870. 

I find nothing in the law referred to, nor elsewhere, to sustain the 
examiner's opinion. His decision is therefore reversed. 



ROBERT J. ROBERTS. 

APPEAL FROM PRIMARY EXAMINER. 

April 25, 1871. 

In the matter of the application of R. J. Roberts for the Registry op 

a Trade-mark. 
Leggett, Commissioner: 

The applicant seeks the registry of the following as a trade-mark, viz : 
" An exquisite pleasure to shave with R. J. Roberts' Diamond-edged 
Razors." 

The objections of the examiner in this case having in substance been 
fully considered in other cases, further consideration is unnecessary 
here. The examiner's decision is reversed, and the registry is granted. 
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ROBERT J. ROBERTS. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 25, 1871. 

In the matter of the application of Robert J. Roberts for the Registry 

of a Trade-mark. 
Leggett, Commissioner : 

The applicant asks for the registry of the following as a trade-mark, 
viz : " R. J. Roberts' Diamond-edge Razor. Every razor warranted." 

The examiner's decision in this case is reversed for reasons stated in 
other cases, and the registry will be granted. 



RILEY vs. BAUMANN. 
Interference. 

APPEAL FROM EXAMINERS-EN- CHIEF. 

April 25, 1871. 
In the matter of the interference between the application of John Riley 

for letters patent for a Composition for Coating Steam Boiler^, 

and a patent granted to C. A. Baumann for a similar invention. 
Duncan, Acting Commissioner : 

The gist of the invention upon which the present controversy arises, 
as stated by the applicant Riley, is the mixture of asbestos and lime- 
putty to form a composition, with which boilers and steam pipes and 
other highly heated surfaces may be coated, and the loss of heat by 
radiation be largely prevented. The asbestos being fibrous and incom- 
bustible, binds the particles of tbe lime-putty together and prevents its 
disintegration when dried by the heat; and the lime-putty being thus 
held in contact with the heated surface, a non-conducting coating is 
secured. Other substances, as calcined plaster, black lead, pumice 
stone, asbestos, or paper pulp, may be used in connection with the two 
ingredients named, and in practice both parties propose to use such ; 
but as the lime-putty and the asbestos can be used to advantage without 
admixture with the other substances, these two are to be regarded as the 
indispensable elements of the composition ; and the issue presented is, 
who first invented a composition for coating boilers which derives its 
distinctive character from these ingredients; or, rather, as Baumann has 
already secured a patent upon his invention, which the Office has no 
power to revoke, the question to be determined is, whether a patent 
shall also be granted to Riley upon the theory that he is the first 
inventor. 

Riley is one of two joint inventors, Charles H. Bissell being the other, 
to whose assignees a patent was granted on the 5th day of October, 
1869, and upon the invention which formed the basis of that patent a 
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partnership was formed some little time before the issue of the patent, 
under the title of the Salamander Cement Company. Riley was the 
superintendent of this company, and the invention, like the present one, 
related to a composition for coating steam boilers and pipes, filling 
safes, &c. The patented composition consisted of paper-pulp, calcined 
plaster, lime-putty, white sand, black lead, and soap-stone, and the first 
application of it was upon the boilers of the Marks ferryboat, between 
the 4th and 11th of September. The paper pulp, prepared by the pro- 
cess described in the patent, proved entirely useless to resist the heat 
from the boilers, and being consumed, left the lime-putty without any 
binding fibrous material to prevent it from cracking aud falling off. 
Out of the failure of that composition grew the present invention. The 
most important witnesses are the rival claimants themselves, and their 
testimony is in direct conflict on several points. 

Riley claims that immediately upon the discovery of the failure of the 
composition which they had applied as aforesaid, he conceived the idea 
of using asbestos in combination with lime-putty, and at once commu- 
nicated the idea to Barnum, the general manager of the company, to 
Frazer, and to Bissell. Neither Frazer nor Bissell is called by Bauinann 
for the purpose of rebutting this statement ; nor, when Barnum is put 
upon the stand by Baumann, is he questioned upon this point. On the 
other hand, Baumann admits that the idea of using asbestos was not 
original with him. He says on his cross-examination that he never saw 
asbestos to know what it was until after he received a package of it 
from Barnum, on the 18th of October; that he first learned of its non- 
conducting and fire-proof qualities when he made experiments with it 
after this date, and that the way in which he came to get it to experi- 
ment with at all was that .Frazer was there (at Troy) from New York, 
and suggested that it might be a non-conductor, and if combined with 
other materials be good in boiler-coverings. It thus appears that Riley 
stands uncontradicted in his statement that in the early part of Sep- 
tember he conceived and communicated the idea of combining asbestos 
with lime-putty as a boiler-covering. Baumann disavows the idea as 
an original conception of his own, and neither Barnum nor Frazer is 
found laying any claim to it. It must be admitted, then, that it actually 
originated with the applicant, Riley; and the fact that Baumann received 
his first suggestions in the matter from Frazer in the middle of Octo- 
ber, cannot operate iu anywise to invalidate Riley's claim in this regard, 
since prior to that time, as appears from Barnum's testimony, the use of 
asbestos was freely talked about by all parties interested in the com- 
pany, thus rendering it not improbable that Frazer's ideas on the sub- 
ject may have been derived, either directly or through others, from 
Riley's original suggestions. 

The experiments that were made by the two contesting parties were 
upon two different invoices of asbestos, received by Barnum from Fra- 
zer, on the 18th and the 27th days of October, respectively. The first 
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package was delivered by Barnum to Baumann, with the request that 
he would experiment with. it. The inain experiment made by the latter 
consisted in mixing it with lime-putty, and applying the mixture to the 
fire-pot of his stove, in lieu of fire-brick. By thus subjecting the mix- 
ture to an intense heat for several hours, and ascertaining that it did 
not burn off", he drew the inference that it was fire-proof, and would 
answer for a covering for boilers and pipes. The result of this experi- 
ment he communicated to Barnum. 

The second package of asbestos was delivered to Riley, and with it a 
composition was made which was applied under his superintendence, 
on or about the 1st of November, to steam boilers. Riley says that this 
composition was mixed by Baumann under his special direction. Bau- 
mann in one part of his testimony denies that he had any special 
instruction from Riley in the mixing of it ; but, in another place, he 
distinctly admits that the first application which he made of the mix- 
ture to a boiler was in Moore's elevator, and that the job was superin- 
tended by Riley. 

Who ordered the first invoice of the asbestos, is a question upon 
which the testimony throws no light Riley says, in answer to the 
eighth interrogatory of his rebutting testimony, that within a few days 
after the experiment on the u Marks," he told both Frazer and Barnum 
to procure some asbestos. Baumann, on the other hand, says that he 
ordered Frazer to send it up from New York. Barnum's statement is, 
that he has no recollection that Riley requested him to send for the 
article, that he cannot swear that Baumann ordered it, that his impres- 
sion is that Frazer sent it without any special order, and that he deliv- 
ered the first package to Baumann, and not to Riley, because Riley did 
not report himself at the office at the time when it arrived. 

However the fact may be as to who gave the order, the following facts 
seem well established : that the original conception of the invention 
was not with Baumann; that before any asbestos was received at the 
office of the company its use had become pretty generally and freely 
taked about among those interested in the affairs of the company, and 
the first application of it to boilers was made under the superintendence 
of Riley. It is probable, also, as before explained, that Riley was the 
one with whom the suggestion originated, and that Baumann's ideas on 
the subject, though obtained directly from Frazer, are to be traced 
back ultimately to Riley. This conclusion derives support from Bau- 
mann's own confession, that, although he had seen asbestos some 
eighteen years before, yet he did not then know the name of it, nor did he 
learn the name of it until he received the package from Barnum. 
Under this state of facts, it is the most reasonable supposition that the 
asbestos first received by Barnum was ordered or sent for the express 
purpose of testing the practicability of Riley's ideas. 

As between the parties to the present controversy, then, Riley must 
be adjudged the inventor; and as there is no pretense that any other 
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individual than Riley or Baumann made the invention, and no evidence 
that the invention is a joint one, it follows that Riley is entitled to 
receive a patent. 

If this were the case of independent inventors, presenting the issues 
of priority and due diligence, it would be a very grave question whether 
the time elapsed after the conception of the invention by Riley and its 
actual reduction to practice by him before he filed his application, a 
period of more than seven months, coupled with the fact that mean- 
while a patent had actually issued to a subsequent but more diligent 
inventor, would not operate as a bar to the granting of a patent to the 
former. But the present case does not seem to be that of two conflicting 
independent inventions. There is but a single invention, and the ques- 
tion is who made it. For the'reasons above presented it must be held 
to have originated with Riley; and, even if it be admitted for the sake 
of argument — though on no other ground can the admission be made — 
that the experiment which Baumann made in his stove was a reduction 
of the invention to practice, yet the case comes fully within the rule 
adopted in Hamilton vs. Foster, Commissioner's Decisions, 1869, 30, in 
which it was held that "where one of two who are claiming an inven- 
tion communicates his ideas to the other, who proceeds to embody them, 
there may be good ground for holding the man who makes the sugges- 
tions to be the inventor." 

The decision of the examiners-in-chief is affirmed. 



THOS. J. MAGRUDER. 

APPEAL FROM EXAMINERS-IN-CHIEF. 
April 26, 1871. 

In the matter of the application of Thos. J. Magruder for letters patent 

for Improvement in Saddles. 
Duncan, Acting Commissioner : 

Applicant's invention relates to the pommel of the saddle. The first 
alleged improvement consists in curving the sides and back of the pom- 
mel inward, so as to form a groove which will serve as a rein-holder. 
Applicant urges that the references cited, the patent of Seth Ward, 
January 6, 1857, and the rejected application of John Gregory, Novem- 
ber, 1845, are not pertinent, inasmuch as in neither of them does the 
concavity extend around to the rear of the pommel. It is true that in 
the particular named the application differs from the references, but it 
is believed that there is no real difference in the principle of construc- 
tion, since in practice the wide-flaring pommels of Ward and Gregory 
would doubtless hold the reins equally well with applicant's. The 
examiner might also have cited the withdrawn application of Murdock, 
1852, which seems more directly in point than either of those before 
named. 
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The second claim is upon the mode of joining the pommel to the cheek 
pieces of the saddle-tree. The specification sets forth that the lower 
part of the pommel may be made wedge-shaped, and inserted between 
the side pieces of the saddle-tree, being secured by means of a bolt pass- 
ing through the whole from side to side, or that the pommel and the side 
pieces may be halved together. As the object to be attained is to give 
the pommel a proper support upon the saddle-tree, it is manifest that 
the wedge-shaped presents no advantages over the mode of joining by 
halving. The one mode, in fact, is substantially the same as the other. 
The method by halving is clearly shown in the model of Ward's patent. 

Applicant's attorney objects to this as a reference on the ground that 
the specification of Ward's patent is silent as to this mode of construc- 
tion. That may be so, but the device is shown in the model with suf- 
ficient clearness to constitute the basis for a reissue, and must be regarded 
as a legitimate and complete answer to the claim now made by applicant. 

The decision of the examiners-in-chief is affirmed, and the patent asked 
for refused. 



A. H. BOWAND. 

Extension. 

April 26, 1871. 

In the matter of the application of A. H. Boyand for the extension of 
letters-patent, No. 17299, for Improvements in Binding Books, 
granted May 12, 1857. 

Duncan, Acting Commissioner : 

The improvements covered by this patent relate to the binding of heavy 
volumes, such as ledgers, blank-books of all descriptions, and public 
records; and they are designed to prevent, first, the sagging of the leaves 
of the books, and, secondly, the wear of the lower edges of the covers 
in removing the books from their racks or shelves, and in replacing them, 
and at the same time to facilitate the handling of them. 

To prevent the sagging of the leaves, a curved spring or clamp is 
applied to the top of the head-band, either upon the outer back or between 
the outer and inner backs, and in such a way that the ends of the spring 
press against the extremity of the arch formed by the inner head-band. 

To protect the lower edges of the covers, a metallic frame or groove is 
secured to them by means of rivets ; and these frames are provided with 
friction rollers which take the entire weight of the volumes, and thus 
greatly aid in handling them. 

The elastic spring for the back of the book does not appear to have 
met with much favor; but the utility of the metal frame or shield with 
its friction rollers is apparent, and the numerous affidavits placed on 
file from book-binders, and large manufacturers of blank books, and the 
custodians of public records, establish that practically it has proved 
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of very considerable value to the public. In fact, its value is so appar- 
ent that there was but little, if any, need that any testimony upon this 
point should be offered. 

The inventor became embarrassed in his business soon after the issue 
of his patent, and has been in straitened circumstances ever since. 
He has nevertheless displayed reasonable diligence in efforts to intro- 
duce his invention. He presents a minute account of receipts and ex- 
penditures, from which it appears that his net profits, making no allow- 
ance for his time and personal labor, are only $3,236. This must be 
deemed an insufficient remuneration for the time, ingenuity, and expense 
bestowed upon the invention and the introduction of it into use ; and, 
as it appears from the examiner's report that the invention was new 
when patented, the extension asked for will be granted. 



WALTER L. TYLER. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

April 27, 1871. 

In the matter of the application of Walter L. Tyler for letters patent 

for a Design for a Clock Case. 
Leggett, Commissioner : 

The applicant describes his design, which he claims as new and original, 
as follows, viz : 

The case is of a circular form, and is provided with the usual round metallic sash 
A. B C are the several laminae of dark and light-colored wood. The sides of the case 
are flaring, so that the several lamina) may he seen when the case is viewed directly 
from the front. The edges of each of the laminae are slightly rounded, thus corrugat- 
ing the flaring sides, as shown in the drawing, Fig. 2. The whole formed and com- 
hined as shown and described, to produce a new design for a clock case. I claim as 
my invention the design for a clock case substantially as shown and described. 

The examiner rejected this application by reference to Jerome's patent 
of June 16, 1863, and the rejected application of Green, filed October 
19,1867. 

The board of examiners-in-cbief affirm the decision of the examiner, 
and add, that " the applicant evidently relies upon the difference in con- 
struction, to substantiate his claim to a patent. This ground is believed 
to be utterly untenable. Shape, configuration, ornamental design, may 
be protected by a design patent ; but the material used, or mode of con- 
struction employed, cannot in any way affect the question of novelty or 
paten tability." 

The doctrine in reference to design patents, as set forth by the board, 
is undoubtedly correct, but whether it applies against the applicant, 
depends entirely upon whether " he relies upon difference in construc- 
tion to substantiate his claim to a patent." 

I confess that I cannot see, in the applicant's specification and claim, 
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as quoted above, any evidence of reliance upon " difference in construc- 
tion." It is true he briefly describes the process of construction, but 
only to the end that the shape, the ornamental effect or design, may be 
more apparent. His mode of construction secures an appearance, a 
presentation to the eye, substantially different from that of cither of the 
references. Jerome's patent shows a circular clock case, which, if viewed 
from the front, shows two stripes of wood and two of brass ; but if 
viewed from the sides, only one of brass and one of wood, and has the 
appearance of the ordinary clock case, having a wood body and brass 
sash, and is not ornamented by alternate stripes at all. 

Green's rejected application was for an oval picture frame, constructed 
of alternate rings of different-colored woods, the outer rings having the 
greater projection. This would also show alternate stripes of different 
colors when viewed directly in front, but, if viewed from the side or 
edge, only a single wood of a single color is presented to the eye. 

The application shows a design of a clock case which presents to the 
eye several alternate stripes of different colors, and so arranged as to 
exhibit these stripes from whatever direction the case may be viewed. 

The three cases exhibit a slight resemblance in ornamentation when 
viewed from directly in front, but the design described by applicant is 
radically different from either of the others when viewed from any other 
direction. 

The decision of the board of examiners-in-chief is therefore reversed. 



JONATHAN DENNIS, Jr. 

APPEAL FROM EXAMINEES-IN-CHIEF. 

April 28, 1871. 
In the matter of the application of Jonathan Dennis, Jr., for letters pat- 
ent for Improved Lessons for Teaching Beading. 
Leggett, Commissioner : 
The applicant's claim is set out in the following words, viz : 

What I claim as my invention and improvement in the construction and arrangement 
of lessons for teaching reading, is placing a picture over or with some or all the nonns 
or names of things in the period or sentence to be taught, to aid or enable the learner 
to pronounce the word from the picture. I also claim in combination with a noun and 
picture in a reading sentence, repeating or duplicating the noun or name of the picture 
between the picture aud its name, in the period or sentence, in the same or in different 
type. 

The board of examiners-in-chief reject the application on the ground that "an im- 
provement upon an old contrivauce or device, in order to be the subject of sufficient 
importance to support a patent, must embody some originality and something substan- 
tial in the change, producing a more useful effect and operation. In the opinion of the 
board, what the applicant claims as his invention is not of sufficient importance, in 
view of this principle, to entitle him to a patent/' 

By way of argument the applicant has introduced a vast amount of 
printed and written matter, and an oral address of over two hours, cov- 
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ering almost the whole art of teaching, all of which I have patiently 
listened to and carefully read, hoping to find something that would war- 
rant me in reversing the decision of the board of examiners in-chief, for 
the applicant having diligently pursued this case, since the early part 
of 1864, when his application was first filed, I desired to reward his per- 
severance ; but, really, the more the case is studied, the less there is of it. 

Pictures have been used in teaching reading ever since a written lan- 
guage was first adopted. The earliest efforts at a written language were 
by picture representation of thoughts, and from that remote period to 
the present, pictures have always been used in giving children their 
first notions of written language. The plan adopted by the applicant 
is but one among very many of the schemes adopted from time imme- 
morial to accomplish the same ends. Each of these plans varies slightly 
from the others, but between no two of them, probably, could there be 
found a patentable difference. The man who first conceived the idea of 
picturing his thoughts ought to have had a patent, but it is probably 
too late now for any broad claim in that direction. 

The most common way of teaching words by pictures is to place the 
name of a picture directly under it- The only improvement the appli- 
cant claims to have made upon this plan is' the connecting of these 
names with the pictures over them, together, so as to form phrases and 
sentences. It is barely possible that such change may have some ad- 
vantages, but certainly none that entitle it to a patent. The applicant 
does not limit his plan of teaching to placing the picture over the name, but 
Bays, a over or with some or all the nouns or names," &c. In this form his 
improvement is clearly anticipated by many books and primers published 
all along for the last one hundred years or more. I have before me a 
primer published A. D. 1762, entitled, "A Guide for the Child and Youth. 
In two parts. The first for children: containing plain and pleasant direc- 
tions to read English ; with prayers, graces, and instructions, fitted for 
the capacity. The second for youth : teaching to write, cast accounts, 
and read more perfectly 5 with several other varieties, both pleasant 
and profitable. By J. H., M. A., teacher of a private school. London : 
1762." 

The lessons this book first taught, by a process substantially the same 
as the applicant's, have been transmitted in the New England Primer, 
and various other forms, from that time to this, and probably have gone 
into nearly every English-speaking family the world over. 

As I cannot here produce the illustrations, I will select such examples 
as will most readily recall to memory the pictures by which they are 

taught : 

"In Adam's fall 
We sinned all." 

"This booh attend 
Thy life to mend." 

" The cat doth play 
And after slay." 
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" The dog doth bite 
A thief at night." 

"The idle fool 
Is whipped a£ school." 

" My book and heart 

Shall never part." 
" ZaccheuB he 

Did climb the tree 

His Lord to see." &c, &c. 

Here the words Adam, book, cat, dog, thief, fool, book and heart, 
Zaccheus and tree, are all so marked by the type in which they are 
printed as to refer to the picture which is found "with" each couplet. 
These pictures not only distinctly illustrate the words marked, but also 
fully suggest the thought intended to be expressed by the couplet, 
thereby accomplishing the whole object of applicant's device, and more 
too, and by a plan substantially the same. 

This kind of instruction, for generations past, has constituted a part 
of nearly every nursery library ; and at this late date, amid all our 
efforts to make knowledge free, to give the applicant a monopoly of this 
mode of teaching for the next seventeen years, and thereby either 
deprive the nursery maids of this agreeable mode of instructing the little 
ones committed to their charge, or take the risks of expensive suits and 
heavy penalties for infringement of a patent on the process, would be 
an outrage of which the Patent Office certainly ought not to be guilty. 
The decision of the board of examiners-in-chief is therefore affirmed. 



JAMES R. HYDE. 

APPEAL FROM PRIMARY EXAMINER. 

May 3, 1871. 

In the matter of the application of James R. Hyde for letters patent for 
an Improvement in Cooking-Stoves. 

Leggett, Commissioner : 

The present application was filed May 7, 1868. The claim is for " the 
arrangement of a water reservoir upon the rear end of a cooking stove 
provided with descending and ascending flues, substantially as and for 
the purpose shown and described." 

The object of the invention is to utilize the heat radiated from the 
rear plate of the stove, and previously partially or wholly wasted j and 
the claim is designed to cover broadly the suspending of a water reser- 
voir in close contact with the back plate of the stove, whatever the 
shape of such plate may be, and by whatever mode of attachment. 

The application is alleged to have been filed as a revival of, and a sub- 
stitute for, an earlier application, filed September 3, 1858, and rejected 



Digitized by 



Google 



110 DECISIONS OF THE COMMISSIONER OF PATENTS. 

by the Commissioner on appeal August 24, 1859. The question pre- 
sented is, whether the present application can even be entertiiined j and 
the grounds on which this question is to be answered are to be found in 
the following statement of facts': 

It appears, from an examination of the records of the Office, that on 
the 24th of June, 1861, Hyde filed in the Office a second application upon 
the invention which had formed the basis of the former application of 
1858. Substantially the same drawings and models were used in the 
two applications ; and the claim at first asserted in the second case was 
doubtless intended to be equally comprehensive with that set up in the 
first one. It was in these words : 

The suspending of the boiler (D) upon any corresponding part of any cooking-stove, 
substantially as herein described bud set forth, so that by the weight of the water in 
the said boiler the same will be brought in close contact to and with the stove thus 
connected with said boiler." 

This claim was rejected upon the same references as were cited to 
defeat the earlier application. Subsequently the claim was somewhat 
altered in form, with the intention, perhaps, of restricting it in some 
degree to the special construction shown ; and upon the claim as thus 
modified a favorable decision was obtained from the board of examiners- 
in-chief upon appeal, and a patent issued June 10, 1862. This patent 
was surrendered for reissue February 14, 1867. Among the claims 
asserted upon this reissue application was one for " an uncased reservoir 
or water tank, situated below the top and in rear of the back flues of a 
diving-flue cooking-stove, and so placed and attached to the stove as to 
be heated on its front upright side by the products of combustion as 
they pass down and up said rear flues, substantially as and for the pur- 
pose described." To this claim the examiner objected on the ground 
that it was anticipated by the rejected application of Hyde of 1858. 
Without taking issue with the examiner upon the propriety of this 
action, the applicant for the reissue acquiesced in the examiner's views, 
and accordingly erased the claim thus objected to, with view to em- 
bodying it in a separate application to be subsequently filed as a con- 
tinuation or renewal of the first case which he had presented to the 
Office. The broad claim being erased, a reissue of the 1862 patent was 
granted to Hyde's assignee July 30, 1867, the claim being of a limited 
character. Subsequently, viz., on the 7th of May, 1868, the new sepa- 
rate application was filed in alleged renewal of the rejected case of 1858, 
and it is upon this last application that the present appeal is taken. 

In order to ascertain the understanding and intention of the inventor 
and his assignees in the matter of the relations existing between these 
several applications, reference may be made to the written argument 
filed by the attorneys in support of the present appeal, as also to cer- 
tain affidavits, one from the inventor himself, and the other from one of 
his assignees, recently filed in support of the application to which the 
appeal relates. The attorneys in their argument use the following 
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language, viz: That " an inspection will show that the applications filed 
respectively September 3, 1858, June 24, 1861, February 14, 1807, and 
May 7, 1868, are based upon substantially the same model and draw- 
ings? Hyde, the inventor, in his affidavit declares and says that " all 
the above-named subsequent applications were based upon the same 
original invention, and in aid of the same, and for the purpose of pbtain- 
ing finally a claim which should cover said original invention. 71 Eddy, the 
assignee, in his affidavit, explained with reference to the filing of the 
application in 1861, that it was " to get a patent on Hyde's original 
invention." He says : 

I was advised by my counsel not to appeal from the decision of the Commissioner, 
[on the application of 1858, ] but to have a new application made upon the same inven- 
tion with a limited claim, and afterward upon reissue of the same patent to cover the whole 
invention." 

He further speaks of the reissue application of 1867 as being made 
upon* 4 the same original invention ;" and in explanation of the delay 
attending the filing of the same he says : 

The reason why I did nothing during this period of four years and eight months 
was that I was advised by my counsel, and so believed, that said patent of June 10, 
1862, was for the original invention of said Hyde, of September 3, 1858, being based upon a 
similar model and drawings, and was capable of reissue at any time with claims that 
would cover the entire of said original invention, I was in no hurry to proceed about this 
reissue because I believed that the examiner of the class to which it belonged was illiberal 
toward inventors, and I preferred to wait until such time as he might be succeeded by a more 
liberal person. 

These admissions of the principal parties in interest are sufficient to 
conclude them upon the proposition, already warranted by a bare in- 
spection of the original papers in the case, that the patent of 1862 was 
upon the original invention of Hyde which formed the basis of the 
earlier application of 1858. If so, it follows that the application upon 
which said patent was granted was filed as a substitute for the earlier 
one, and consequently that the earlier one was deliberately abandoned 
at the time when the substitute was filed, and by the very act 
of such filing. All the vitality that it possessed was in that mo- 
ment transferred to the new case, and the old application per- 
ished beyond all power of renewal. The party, unless perchance 
by unwarranted delay after rejection or by deliberate dedication of the 
invention, at once became entitled to everything upon the second appli- 
cation which he could justly have received upon the first; and if, for 
any reason, he obtained a patent with a narrower claim than he was 
justly entitled to, the law of reissue proffered him ample relief, and this 
was the only lawful remedy applicable to his case. This it lay within his 
power to apply at any moment ; and if, for any reason whatever, and 
especially for the utterly groundless and frivolous one alleged in Eddy's 
affidavit, he delayed to avail himself of it for four and a half years, the 
loss must be his own, and he cannot now be permitted to come forward 
and saddle the public with a monopoly for seventeen years from date 
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for a thing for which at least he was only entitled to protection for the 
unexpired balance of the seventeen years for which the original patent 
of 1862 was granted. Nor can the applicant be permitted to plead that 
he was misled by the suggestions of the examiner in relation to the 
broad claim at first set up in the reissue application of 1867. The 
examiner was in error in rejecting that claim upon the dead and aban- 
doned application of 1858, and in his suggestions to the effect that such 
a claim could only be considered upon a renewal of the said application; 
but the applicant was not bound to receive the law as to his rights from 
the examiner; he should have joined issue with him upon this very 
question, and carried it up to a higher tribunal for decision. This he 
did not do; he apparently was misled by the erroneous judgment of an 
inferior tribunal, the first officer before whom his case came for hearing ; 
at any rate, he acquiesced in that judgment. But however this may be, 
whether really misled or designedly availing himself of the opportunity 
which he conceived to be held out by the examiner's suggestions for a 
possibly longer monopoly than he could obtain by the proposed reissue, 
neither those suggestions, nor the action of the applicant taken in con- 
formity therewith, can be construed as having created for th6 evil under 
which he conceived himself to be laboring a remedy both not known to 
the law and in derogation of the right of the public to the free and unre- 
stricted use of the invention at the expiration of seventeen years from 
the date of the patent first granted. 

A similar question to that now presented was involved in the ex parte 
appeal of L. J. Atwood, (Commissioner's Decisions, 1869, 98.) In that 
case Commissioner Fisher used the following language : 

There would seem to be an obvious impropriety in allowing an inventor to make 
application and obtain a patent for some trifling improvement, and then come in at 
any time within two years, as suggested by counsel, and claim another patent covering 
broadly the machine improved, and already described in the first patent, so that the 
first patent would become tributary to the second, and the unlucky purchaser of the 
first would become an infringer of the second in the hands of his grantor. 

The law gives ample facilities for. patenting every improvement shown in an applica- 
tion. It provides a system of reexaminations and appeals before the patent goes out ; 
and even after the issue of a patent it permits the owner to reissue it, and to sub- 
divide it until nothiug is left upon which to found a claim. All claims granted upon 
the thing described have a common origin— the original application. The monopoly 
founded upon them has a common duration — the lifetime of the original patent. This 
is just to the inventor, and it is just to the public. It is a sound practice, and the 
only safe one. 

The affidavits of Hyde and Eddy, above referred to, contain allega- 
tions that they have never had the intention of abandoning their inven- 
tion or dedicating it to the public, and that in fact they never have so 
abandoned or dedicated it ,• and in the argument of the attorneys refer- 
ence is made to the decisions rendered in the circuit courts in the cases 
of Dental Vulcanite Company vs. .Wetherbee, 3 Fish., 87 ; Blandy vs. 
Griffith, 3 Fish., 609; Adams an Hammond vs. Edwards and Holman, 
1 Fish., 1, and in various other cases, to show that an inventor may 
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delay for years in the prosecution of his application when once filed 
without coming under the disability arising from an actual abandon- 
ment. However true this may be, it is entirely foreign to the question 
at issue. No question is now made as to whether Hyde has abandoned 
his invention. There is no reason to suppose that he has. It is only 
claimed that he abandoned the application in which he first presented 
his invention to the Office. This, for the reasons already stated, must 
be held to have been deliberately and absolutely abandoned when the 
second application upon the same invention was filed in 1861; and 
nothing contained in this view can be construed as in any way working 
a forfeiture of rights to which the inventor was originally entitled, since 
all the rights belonging to him under the first application were capable 
of protection under the second, and were actually intended to be so pro- 
tected. In fact the two applications may be regarded as constituting 
one continuing application, the form only being somewhat changed, upon 
a single invention. To allow the inventor, years after the grant of a 
patent upon the new form into which he chooses to throw his applica- 
tion, to go back and obtain a second patent for the same invention upon 
the earlier form of the application, would be not only without any war- 
rant of law, but would be an outrage upon the rights of the public. 

For the foregoing reasons it is adjudged that the present application 
cannot be entertained, and that Hyde, or his assignees, if deeming them- 
selves entitled to a larger measure of protection than is secured to them 
by the existing patent, and if desirous of obtaining it, should assert 
their right to it through the medium of a reissue application ; and in 
reaching this conclusion no opinion is expressed as to the patentability 
of the claim which forms the basis of the present application. That is 
a question which can be considered only when properly presented. At 
present it is not before me in such a manner as to demand any judg- 
ment, or even consideration. 



ROBERT J. ROBERTS. 

APPEAL. FROM PRIMARY EXAMINER. 

May 17, 1871. 
In the matter of the application of Robert J. Roberts for the Registra- 
tion of a Trade-mark. 
Leggett, Commissioner : 

The applicant seeks to register as a trade-mark the words " Razor 
Steel," as applied to the blades of knives, shears, and other cutlery ; 
also by printing the same on packages containing cutlery, on cards, 
business notices, &c. 

The word " razor n being purely descriptive and the word "steel" a 
generic name, and being limited to neither person nor place, so as to indi- 
cate either origin or ownership, they cannot be regarded as constituting 
a legal trademark. The decision of the examiner is therefore affirmed, 
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W. F. CHANGING AND M. G. FAEMEB. 
Extension. 
May 18, 1871. 

Id the matter of the application of William F. Channing and Moses G. 
Farmer, for the extension of letters patent granted to them May 19, 
1857, for a Fibe-Alabm Telegraph. 

Leggett, Commissioner : 

The extension in this case being opposed with much energy and abil- 
ity, a large amount of testimony has been taken, and able and elaborate 
arguments made. 

That the invention is useful and of very great value is conceded, and 
if the inventors were entitled originally to a patent, it is also clear that 
they have not been reasonably remunerated. 

The opposition is based mainly upon the following points : 

1st. That the invention was not novel. 

2d. If it should be decided that the invention was novel, yet Chan- 
ning and Farmer were not joint inventors, and therefore the patent was 
voidable, and should not be extended. 

3d. If it should be decided that the invention was novel, and that 
Channing and Farmer properly applied for the patent as joint inventors, 
still they had dedicated the invention to the public by publication in 
the newspapers, and by more than two years 7 public use prior to apply- 
ing for a patent, and therefore the patent was voidable and should not 
be extended. 

Was the invention novel ? Those opposing the extension in this case 
have taken no testimony, but rely for their opposition entirely upon tes- 
timony taken by the applicants. On the subject of novelty the informa- 
tion now before the Office is exactly the same as when the patent was 
originally granted, and it is not the practice of the Office to review its 
former action upon questions of fact, except upon newly-discovered tes- 
timony ; hence, the usefulness and the novelty of the invention will be 
regarded as conceded. 

The most serious questions raised by the remonstrants are, as to 
whether the invention was dedicated or abandoned to the public before 
it was patented, and whether Channing and Farmer were joint inventors. 
It seems that Channing turned, his attention to the subject as early as 
1845, and in 1851 wrote an interesting article for Silliman's Journal, in 
which he described quite fully the theory of the fire-alarm telegraph. 
During this same year he also submitted a plan for constructing the 
fire-alarm telegraph to the city council of the city of Boston. In 
1855 lie delivered a lecture before the Smithsonian Institution, in which 
he described still more fully and minutely the plan upon which such an 
alarm telegraph could be constructed and worked in large cities. Dur- 
ing the year 1851 and the early part of 1852, the city of Boston com- 
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pleted the first system of fire-alarm telegraph, aud put it in operation 
on the 29th of April, 1852, and on the 13th day of May, 1854, -the appli- 
cation for letters patent was filed. 

The remonstrants claim that the articles in the Boston papers, in 
Silliman's Journal, and the address before the Smithsonian Institution, 
amount in effect to a dedication of the invention to the public, and that 
permitting more than two years' use of the invention by the city of Bos- 
ton before applying for a patent was in effect an abandonment of the 
invention. 

This invention is one that could not be matured and its utility demon- 
strated except at great expense and municipal approval and aid. To 
obtain the approval of the invention and its adoption by any city gov- 
ernment required the dissemination of definite information of its con* 
struction, its mode of operation, and of its prospective utility; and it 
is creditable to the city of Boston that, with so little information as the 
inventors had made public on the subject, its citizens were ready to 
incur the expense of trying the experiment. There is no evidence that 
Dr. Channing did anything more in the way of articles and lectures 
than was absolutely necessary to secure a proper test of the invention, 
such as he was bound to make before coming to the Office for a patent. 
The only wonder is that he should have secured the necessary city coop- 
eration with so little effort of the kind. But few other cities in the 
Union probably would have been so easily persuaded of its practical 
utility. 

Was the use of the invention by the city of Boston, for nearly or quite 
two years prior to the filing of the application for a patent, such a pub- 
lic use as to amount to abandonment I 

The law permits and encourages such use of an invention before ap- 
plying for a patent as will fully demonstrate whether it is or is not use- 
ful and practical ; and while such use is merely experimental, no limit 
of time is fixed. 

In this case the proof shows that the first use of the invention by the 
city of Boston was on the 29th day of April, 1852, just two years and 
fourteen days before filing the application for a patent. It is also shown 
that at first, while the invention gave indications of entire success, yet 
the apparatus worked imperfectly, and the almost constant atten- 
tion of the inventors was required for several months to modify and 
correct it. 

Two years' public use of an invention, after it has been completed, and 
its use has ceased to be experimental, the law regards as abandonment. 
In this case there was but one system constructed before applying for 
a patent. For that one the inventors received no consideration, except 
the expense of the experiment by the city of Boston. The system was 
of necessity quite complicated, and .considerable time was necessary to 
determine whether it was really practical. It might work successfully 
a few days or months, in the hands of the inventors, and yet be a failure 
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after a lapse of more time, and when managed by bauds less skilled. 
Certainly fourteen days was a very sbort time for experimental use, and 
it is doubtful whether any court would regard a year, or even two years, 
too long. 

The remonstrants claim that Channing and Farmer were not joint 
inventors. On this point they have taken no testimony, but rely upon 
the testimony of the applicants, and upon the published statements of 
Dr. Channing. There can be no doubt but the idea was conceived in 
the brain of Dr. Channing. The original conception of an invention 
may be so complete as to require, after that, only mechanical skill to 
embody it in practical working form, or it may, if complicated, require 
many sub-inventions before it can be reduced to practice. 

Dr. Channing conceived the idea of a fire-alarm telegraph, with sta- 
tions scattered all over a large city, from which information of fires 
could be telegraphed to a central station, and from the central station 
alarm bells could be rung by electricity at different and distant points. 

But it seems that he at first only contemplated the conveyance of 
information to the central office by means of such telegrams as would 
require, at the various stations, operators of considerable skill. 

The evidence is clear that in the invention of the apparatus for con- 
veying information of fires and their location to the central office and 
the apparatus for striking the alarm bells, Mr. Farmer acted a promi- 
nent part, as also in the whole matter of reducing the conception to 
practice. 

Many sub-inventions were necessary and much talent was contributed 
by Farmer in perfecting these inventions that were above and different 
from mere mechanical skill. In reading the testimony I cannot avoid 
the conclusion that the world is as much indebted to Farmer as to Chan- 
uing for the perfection of the fire-alarm telegraph, and I cannot doubt 
but they were correctly joined as joint inventors. 

The extension will be granted. 



THEOPHILUS PUGH vs. JOHN HAMILTON BT AL. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

May 19, 1871. 

In the matter of the interference between the application of Theophilus 
Pugh for the reissue of the patent for an Ore Crusher, granted 
to him December 28, 1869, and the patent for the same invention 
granted to John Hamilton et aL, May 28, 1869, and reissued May 3, 
1870. 

Leggett, Commissioner : 
The improvement to which this controversy relates is a well-known 

apparatus, commonly used in manufacturing blacking and facings for 
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foundery use, consisting of two heavy wheels, termed chasers, placed 
upon the ends of a horizontal axle rigidly connected with a vertical 
shaft. This shaft, by its rotation, gives motion to the wheels, which 
travel aronnd or chase each other in an annular trough or pan. The 
invention in question consists solely in covering the peripheries of these 
wheels, and the bottom of the trough or pan, with segments or plates 
of chilled iron, so as to adapt the- apparatus to the crushing of iron ore 
for use in the lining of puddling furnaces. 

Each party claims to be the original and first inventor, and each ac- 
cuses the other of purloining the invention. The testimony in the .case 
covers nearly a thousand pages, and the briefs and arguments are mas- 
sive; but, as usual in such cases, the testimony actually bearing upon 
the case is but a small fraction of the whole. 

Pugh swears positively that he was the first and original inventor ; 
that the drawings, Exhibit A, represent his improvements; that he 
commenced making these drawings some time during the summer of 
1857, and completed them early in the succeeding September; that he 
had the first machine made from this drawing, containing the improve- 
ments in question, during the winter of 1867-'68; that the patterns and 
castings were made for this first machine by Jno. Hamilton & Co., by 
his orders, and under his instructions, and from the drawing marked 
" A. r This order, he swears, was given to them early in January, 1868. 
He further says, the firm of John Hamilton & Co. at that time con- 
tained the Hamiltons, who are parties to this interference, and that none 
of them did, at any time during the making of the drawing, or while 
they were making the patterns" and castings from it, make any claim to 
any invention or improvements on this class of mills, and that he had 
no recollection of any conversation with John Hamilton about this ma- 
chine until some days after the order was given in January, 1868. He 
says he gave instructions about making it to Joseph Hamilton and Hi- 
ram Jones ; that John Hamilton might have been about and heard some 
of them. He swears that on the day he gave the order he asked John 
Hamilton if he thought his manner of securing the tire would do; 
Hamilton said it would, and took him into the pattern-shop and showed 
him wheel gearing thus secured ; but the chasers he then saw there had 
no chilled segments on the wheels or in the pan ; that it was one of the 
old kind. 

Hiram Jones testifies that he is an employ^ of John Hamilton & Co. ; 
that John Hamilton & Co. made the first ore-crushing machine of the 
class in controversy, the last of 1867 or first of 1868; that it was 
built for the upper mill in Wheeling, commonly called the "Top Mill;" 
that he and Husler made the patterns at John Hamilton & Co.'s shop; 
the castings were made under the direction of John Hamilton & Co, ; 
and that Pugh was at the shop only once while the patterns were being 
made. Jones further testifies that Pugh never gave any order or direc- 
tions about the patterns ; that the only talk he ever had with him was 
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about the thickness of the chills; he thinks if Pugh had been there 
oftener he would have known it. Pugh said nothing to him about the 
invention of the machine, and never gave any directions as to any of 
these improvements. 

David E. Husler testifies that he was employed as a carpenter, in 
1867 aud 1868, by John Hamilton & Co., making patterns, and that he 
worked on the patterns for the crusher in question under the direction 
of Hiram Jones ; that Pugh never gave any instructions to him. 

L. E. Hanson recollects conversations between Pugh and John Ham- 
ilton concerning the improvements on ore crusher ; once at the mill, in 
the office up stairs ; once before the blacking mill at the foundery, in 
the fall of 1867. He swears that John Hamilton told Pugh that he 
could make him a machine that would grind his ore on the principle of 
the blacking machine, by putting on chills, or words to that effect. At 
none of these conversations between Pugh and John Hamilton did 
Pugh claim to be the inventor of this pulverizer or of the chilled tire or 
chills in the pan ; John Hamilton was the first man he ever heard speak 
about putting chilled iron on the wheels or in the pan. 

Jobn Hamilton swears that he made the first discovery of these im- 
provements, the chilled rim and plates, and gives a full account of the 
matter as fixed in his mind, and explained to Pugh, the first time Pugh 
called on him, how they could be attached and detached. Pugh came 
to him in January, 1867, and inquired what kind of a machine was best 
Hamilton explained all about the machine. Pugh thought the chilled 
tire and plates in pan could not be fastened as Hamilton stated. Ham- 
ilton then took Pugh up into the pattern-room and showed him one 
thus secured. That he never saw Pugh from the time the order was 
given by Pugh until the castings were finished. He says, as near as he 
can remember, that he conversed with Pugh some seven or eight times 
concerning the machine, before receiving any order from him. The 
first conversation was in January, 1867; every two or three weeks he 
would go up to see him. Pugh never, at any of these times, gave 
him or any one else in his presence any instructions how to make these 
machines or any of the improvements. Hamilton swears that in the 
conversation with Pugh, before making the first machine, Pugh never 
claimed to be the inventor of the chilled tire or chills in the pan. That 
he never heard of his claiming it till February, 1870, and that Pugh 
had nothing to do with any of these improvements. 

Nelson Mitchell, a molder in the employ of John Hamilton & Co., 
strongly corroborates the testimony of John Hamilton and other of 
Hamilton's witnesses. 

Upon a careful examination of the testimony, I am of the opinion 
that Pugh visited the works of John Hamilton & Go. early in 1867, and 
at the time of that visit he really got his first ideas of the machine upon 
which he claimed a patent. The testimony is conflicting and contra- 
dictory. From the straightforward statement of John Hamilton, the intel- 



Digitized by 



Google 



DECISIONS OF THE COMMISSIONER OF PATENTS. 119 

ligent manner in which he describes his machine, its working, and the 
time when he had perfected it, and commenced talking about it among 
his employes, and supported as he is by the testimony of Jones 
Mitchell, Husler, and others, I cannot escape the conviction that John 
Hamilton was the first and only inventor of the chilled tire and pan in 
question. In a very important point even Pugh corroborates Hamil- 
ton's statements, when he swears that Hamilton took him up into the 
pattern-room and showed him how the chilled segments could be 
fastened to the wheels. Hamilton's statements are fully sustained by 
other witnesses. Pugh's support is much less positive, and some of his 
testimony tells against him. 

At this point a very embarrassing question arises. The proof in the 
case very clearly shows that Pugh was not the first inventor ; in fact, 
that he did not invent the improvement in question at all. The proof 
also just as clearly shows that John Hamilton, Joseph Hamilton, G. 
W. Hamilton, and L. E. Hanson, who constitute the other party to this 
interference, never invented it. The real inventor is shown to be John 
Hamilton, but John Hamilton constitutes neither party in this case. 

Hence, as neither party in the case made the invention, priority can 
be declared in favor of neither. The interference is therefore dissolved, 
and in the further consideration of Pugh's application, the examiner's 
attention is called to this decision, and to the testimony in the case. 



SPENCER & SAYLOR vs. TRAFFORD. 
Interference. 

APPEAL FROM EXAMINERS-IN-OHIEF. 

May 19, 1871. 

In the matter of the interference between the amplication of Thomas 
Trafford for letters patent for Improvements in the Manufacture 
of Oast Steel, and the patent and application of H. Spencer and 
L. K. Saylor upon a similar invention. 
Duncan, Acting Commissioner: 

The testimony in this case is very voluminous, and large portions of 
it are utterly irrelevant to the questions at issue, the attorneys appar- 
ently having conducted the examination of the witnesses in entire and 
unpardonable disregard of the convenience, if not of the rights, of the 
officers charged by law with the duty of sifting the testimony, weighing 
the evidence, and adjudicating between the parties. It is for this rea- 
son that the decision of the case has been delayed far beyond the time 
that would otherwise have been consumed. 

At the time the invention in controversy was made the parties sus- 
tained to each other the relation of employer and employ^ and the 
question thus presented is not which one of two independent inventors 
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is the prior inventor, but which one of the two contestants is to be 
regarded as having made the invention to the exclusion of the other. 
It is a question of originality, rather than of priority. 

The case is thus embarrassed with the difficulties that usually sur- 
round a controversy of this kind. The statements of the witnesses are 
often contradictory. Several of the witnesses are relatives of the prin- 
cipal parties, and others sustain such business relations to them as to 
give a partisan coloring to their testimony, and make it necessary to 
receive their manifestly prejudiced statements with great caution. 

The invention presented for consideration consists of two branches; 
first, the described process of making steel or refined iron directly from 
the ore ; and, second, the furnace in which thus far the operation has 
mainly been carried on. Spencer & Saylor obtained a patent for the pro- 
cess before Traiford's application was filed. Trafford is claiming in a 
single application both the process and the furnace, and Spencer & 
Saylor are also before the Office with a separate application upon the 
furnace. 

That the furnace and the process may properly be regarded as two 
distinct inventions appears both from the testimony and from the speci- 
fication of the patent already granted. In their patent Spencer & 
Saylor say : " In carrying out our invention (the process of converting 
iron ore into steel by a single operation) we use a blast furnace or 
cupola, but any style of furnace will answer the purpose providing it 
contains a single chamber of proper capacity, and providing there be a 
blast of sufficient strength." From Traiford's testimony also it appears 
that he succeeded in running out cast steel directly from the ore before 
the present furnace was built; and that after his first successes in that 
direction he contemplated, for the further working of the process, the 
erection of a furnace of different construction from that at last adopted 
being reluctantly diverted from his own plan by the express orders of 
his employers. 

Looking first, then, at the process, it is found that Spencer & Saylor, 
in the years 1866 and 1867, purchased the Deer Park and the Oldfields 
Mines, in Harford County, Maryland, under the impression that blooms, 
and possibly refined iron, might be made directly from the ore by a 
single operation ; and that in the spring of 1868 they purchased an old 
forge in the vicinity, known as the Deer Creek Iron Works, for the pur- 
pose of conducting experiments upon the ores. Spencer and Saylor, 
before this time, had had to do with various iron properties, but appar- 
ently as a matter of speculation, rather than for the purpose of making 
the manufacture of iron a business; and there is no evidence to show 
that they are to be regarded in any sense as experts in any of the pro- 
cesses connected therewith. Trafford, on the other hand, has been prac- 
tically engaged for twenty-five years in the making of iron, and, if the 
testimony of his witnesses in this regard is to be credited, has an excel- 
lent reputation as an iron man. Though generally employed as a " run- 
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oat man," yet it is hardly conceivable that he should not, during his 
long experience, have gained a large degree of familiarity with all the 
processes connected with the manufacture of iron and steel ; and the 
evidence shows that the Worths, from whom Spencer & Saylor made 
their purchase, sent up to Pennsylvania and hired him for the express 
purpose of making blooms from the ore, in order that they might effect 
an easier and more advantageous sale of their property. After the trans- 
fer of the property, Trafford was retained by the new owners, and in 
course of time appears as the superintendent of the works, conducting 
a series of experiments having for their object to develop the capabili- 
ties of the ore. 

Under such circumstances, unless it be shown that the experiments 
were conducted under the express instructions of his employers, and 
the character of them determined by those instructions, the presump- 
tion must be in favor of Trafford as the real inventor of the successful 
process of working the ore, which, after various trials, was at last dis- 
covered. (Edwards vs. Eequa, Commissioner's Decisions, 1869, 28 ; 
Holman vs. Foley, ibid., 1870, 97; Johnson vs. Pimlott, ibid., 1870, 44.) 
Nor does this presumption lose aught of its force by anything found in 
the case of Blandy vs. Griffith, 3 Fish., 609, or the case of Agawam 
Company vs. Jordan, 7 Wall, 583. When, in the former case, the learned 
judge declared invention to be the." work of the brain and not of the 
hands ; " and that " if the conception be practically complete, the artisan 
who gives it embodiment is no more the inventor than the tools with 
which he wrought," he had before him a state of facts in nowise analo- 
gous to that now presented. So the utterance of the court in Agawam 
Company vs. Jordan, to the effect that " where an employer has con- 
ceived the plan of an invention and is engaged in experiments to per- 
fect it, no suggestions from an employ^, not amounting to a new method, 
or arrangement which in itself is a complete invention, are sufficient to 
deprive the employer of the exclusive property in the perfected improve- 
ment," proceeds entirely upon the supposition that the employer has 
not merely conceived an idea of the possibility or desirableness of accom- 
plishing a given result, but has actually formed in his mind a definite 
plan as to the mode in which the desired result can be attained. 

The presumption in Trafford's favor finds large support from the tes- 
timony. Trafford swears, in the most direct and positive manner, that 
he is the inventor of the process in dispute, giving at the same time a 
most minutely detailed account of the various experiments which he 
conducted in developing the same, and the relation which his employers 
sustained to him in the matter of those experiments. His testimony is 
not impeached, nor has either Spencer or Saylor been put upon the 
stand to testify to any other state of facts in this regard than that con- 
tained in Trafford's assertions. No possible ground is shown for dis- 
turbing the decision of the examiners-in-chief as to Trafford's right to be 
regarded as the inventor of the process. 
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In determining the origin of the furnace, it becomes necessary to de- 
cide in the first place in what the supposed invention consists. Trafford's 
specification describes a furnace resting upon a bed o.f masonry, and 
having a cast-iron fire-box, the height of which is about twenty-five 
inches, the breadth at the base twenty-three, and the length twenty- 
eight. These dimensions, however, are spoken of in the specification 
as convenient ones merely, and, of course, may be varied at pleasure. 
The fire-box rests upon the stone- work, and is formed of four plates, one 
on each side, one in front, and one in the rear, and these plates are so 
set as to flare outwardly at the top some three inches. TJhe front plate 
is also provided with the usual slag and tapping holes. Directly above 
the reducing chamber is the heating chamber, in which is located a blast - 
pipe of usual construction. The chimney is built at the rear of the fur- 
nace, its base being separated from the heating chamber by an arch of 
masonry, under which the heated gases are required to pass in making 
their escape. A second blast-pipe is placed in the lower part of the 
chimney in a position to receive the impact of the heated gases immedi- 
ately upon their entrance into the space where it is located. The fur 
nace is provided with four dip-tuyeres, two upon each side, each blast- 
pipe supplying the heated current of air which passes through the two 
opposite tuyeres with which it connects. The fuel and ore are fed in 
through a door directly above the front plate. 

The construction of Spencer & Baylor's furnace differs from the above 
only in that the arch of masonry between the heating chamber and the 
chimney is dispensed with, .making the base of the chimney in fact an 
extension of the heating chamber, and in the further fact that in the 
back of the furnace, a little above and at the rear of the reducing cham- 
ber, there is constructed a ledge, with a suitable door opening upon it 
from the outside, this ledge or shelf being designed for roasting the ore 
before it is thrown down and mingled with the fuel. The proportions 
of the furnace also are somewhat different from Trafford's ; but, as the 
proportions to be given to the various parts is so manifestly a variable 
element in the construction of the furnace, and as in practice the roast- 
ing ledge or oven does not constitute an essential element in Spencer & 
Saylor's furnace, the two are to be regarded as substantially the same, and 
the novel principle in the construction appears to consist in the erec- 
tion of the chimney at the rear of the furnace, so as to permit of the intro- 
duction of the second blast-pipe, and in the actual introduction and use of 
such second pipe. The introduction of the arch of masonry between the 
two pipes does not seem to change in any material point the character 
of the furnace. It merely causes the current of gases to descend from 
the crown of the heating chamber in passing into the chimney, and thus 
the second blast-pipe may be, and in Trafford's drawing is, placed on 
the same level as the front pipe. In the other case, as the gases will 
take a more direct course in the outward passage, the rear pipe is placed 
at' a somewhat higher point than the front one, and thus practically the 
same effect of the heat upon the two pipes will be secured. 
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A common form of bloomery furnace, as used in Northern New York 
may be found described and illustrated in Overman's Treatise on Metal- 
lurgy, sixth edition, p. 541. In this furnace the reducing chamber is 
lined with iron plates, and made flaring in its upper part, and the single 
blast-pipe is placed in the enlarged base of the chimney. Taking this 
type furnace as a point of departure in making the present invention, 
the first step appears to have been taken when the new furnaces were 
erected at the Deer Creek Iron Works in the first half of the year 1869, 
after the fall of the old forge. One of the two furnaces then built was 
the usual bloomery fire ; in the other, however, although there was only 
one blast-pipe, the chimney was built at the rear, in order to permit of 
the introduction of a roasting shelf similar to that shown in the appli- 
cation. This was called the " oven bloomery," and the introduction of 
the roasting shelf necessitated tl\e enlargement of the heating chamber, 
or more correctly, perhaps, the making of a "chamber " where none had 
existed before. Testifying in reference to this furnace, Trafford himself 
admits, in the most unequivocal language, that this roasting shelf was 
introduced upon the suggestion of his employers ; that he disapproved 
of it, and gave his reasons to Saylor at the time; and that after it was 
tried several times, it proved useless and was abandoned. The next 
and the last step in the development of the furnace in controversy was 
taken when the "oven bloomery " was razed in the month of September, 
and the present steel furnace erected upon its foundation. It is undoubt- 
edly true that the castings used in the construction of this furnace were 
made after patterns which had been designed by Trafford ; but it is 
equally beyond question that they were used in a somewhat different 
manner from that which he had contemplated. According to his own 
testimony, after he had begun the erection of this furnace, he was inter- 
rupted in the prosecution of the work by a letter from Spencer, brought 
by the hand of Saylor, which letter contained what Trafford calls " a 
request" that he would put a heating chamber in the new furnace and a 
second set of hot blast-pipes. Trafford's plan would seem to have been 
to use a single blast-pipe, to build his chimney above the reducing 
chamber rather than at the rear, and thus to make provision, by proper 
holes in the rear plate, for back tapping as well as front tapping. The 
modification of this plan produced by the receipt of Spencer's " request' 
can best be learned from Trafford's own words. In one place he says : 

The putting up of the two hot-blast pipes was a suggestion made to me by a letter written by 
Howard Spencer and handed to me by L. K. Saylor. I told Saylor at the time he handed 
me the letter that there was not a bit of use in putting up the two hot-blast pipes, as 
one would answer the same purpose, but as Howard Spencer was the owner of the 
works, or part owner, I would yield to it ; I had commenced a foundation for my fur- 
nace, castings all in the ground, and that I would have to start another foundation in 
order to get room for the two blast-pipes ; at the same time saying I hardly knew how 
to arrange or contrive the furnace to use the two hot-blast pipes. Saylor told me that 
he did not know how to arrange it, but that I should contrive some way in order 
to gratify Howard Spencer ; also to arrange the furnace so as to have a place to heat the 
ore by the flame as it passed up the chimney, • • • • • 
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These are all the suggestions that L. K. Saylor or Howard Spencer ever made to me 
as regards my second furnace used by me at the Deer Creek Iron Works that I ever paid 
any attention to. 

In another place he says : 

Mr. Saylor and Mr. Rich came to the works on the 15th of September, 1869. I had 
then commenced the foundation for the furnace. Mr. Saylor handed me a letter written 
by Howard Spencer, in which he asked me to put a heating chamber in my new furnace, also 
another set of hot-blast pipes. I told Mr. Saylor that two hot-blast pipes were of no ad- 
vantage, at the same time they would be of no disadvantage as regards the working of 
the furnace ; that the heating chamber would be useless and not worth a damn. That 
I had tried that on several occasions ; it always proved worthless. This letter I read 
or showed to William A. Mackison, George Mackison, William C. Booth, and, I think, 
others. I then, in order to put the hot chamber in, abandoned that intended founda- 
tion, and built it upon what is called part of the foundation of the oven bloomery. 
The castings were all used as first intended, with oue exception. I abandoned what 
has been called " back tapping/' which was a matter of convenience only, and had 
nothing to do whatever with the shape of the fire-box. 

The testimony of the witness Eich represents the instructions to 
Trafford to have been of a more explicit character than appears from 
Trafford's own testimony. Eich says that in September, 1869, he saw 
Saylor make, in Spencer's office in Philadelphia, a sketch like exhibit 
W, which, as regards the roasting ledge and the number and position of 
the blast pipes, is substantially a copy of the drawing accompanying 
Spencer and Saylorte application. This sketch he swears he saw Saylor 
hand to Trafford on the 15th day of September, at Deer Creek Iron 
Works ; that he saw the two examining said sketch and engaged in con- 
versation over it ; and that among other things he heard Saylor declare 
that he knew it would work, while Trafford replied, " I don't believe it, 
but I suppose you must have your own way." 

It is unnecessary to review the testimony further, since it thus appears 
from Trafford's own admissions, as well as from the statements of others, 
that the double blast was a suggestion of the employer and was prac- 
tically adopted only in the face of the protest of the man who now seeks 
to claim it as his own ; and when the furnace of the applications is com- 
pared with the bloomery fire, above referred to as in use in the State of 
New York, it will be seen the double blast, in connection with the heat- 
ing chamber, which is also shown upon Trafford's own acknowledg- 
ment to be the suggestion of Spencer & Saylor, constitutes all that is 
new and patentable in the furnace. 

Great stress is laid by Trafford upon the fact that in the furnace as 
finally constructed the very castings were used which had been made 
from the patterns which he himself had designed. This proves nothing ; 
for in the first place, in the specifications of the pending applications 
no emphasis whatever is placed upon any of the proportions or details 
of these castings by either of the parties, and in the second place it is 
shown by the witnesses that, although those castings were actually 
used, yet portions of them were found of no value, as not being adapted 
to the changed order of things, and accordingly were built into the 
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masonry. Neither can any credit be given to Trafford by reason of the 
alleged fact that the Merritt plates, which were among the castings 
that he had provided, were pierced with four holes, as if for the recep- 
tion of a corresponding number of tuyeres. Whatever may have been 
his object in having the castings made in this form, if in fact this very 
form was not adopted upon the order of his employers, his statement as 
to the double-blast pipes being introduced upon the suggestion of Spen- 
cer, and against his own emphatic protest, is too positive to be over- 
come by any mere inferences to be drawn from the form of the castings 
used in making the fire chambers. 

Regarding the invention, then, to consist, as already stated, in the 
building of the chimney at the rear of the structure, so as to produce a 
heating chamber of sufficient capacity to receive a second hot-blast pipe, 
and in the actual introduction and use of such second pipe in the space 
thus afforded, and the use of a corresponding number of tuyeres, no 
other conclusion is admissible than that Spencer & Saylor are entitled 
to the credit of the invention, and the right to a patent for the furnace 
is accordingly awarded to them. On the process Trafford is to be 
regarded as the real inventor, and should receive a patent, unless on 
further inquiry the examiner should find the invention lacking in 
novelty. In the taking of testimony the counsel of Spencer & Saylor 
has made reference to various foreign and domestic patents and scien- 
tific publications as anticipating the invention of the process. 

As the question of novelty is not directly at issue in the interference, 
it has not been deemed necessary in deciding the real question involved 
to examine the references named by the counsel. This, however, should 
be done by the examiner in charge, before the patent issues, if per- 
chance he did not, as correct practice would require, exhaust inquiry 
in this direction before the interference was declared. 



MOSES G. WILDER. 

APPEAL FROM PRIMARY EXAMINER. 

May 23, 1871. 

In the matter of the application of Moses G. Wilder for the reissue of 
letters patent JSTo. 65143, for an Improvement in Punching Press. 
Duncan, Acting Commissioner : 

The punching press to which applicant's invention relates is of the 
ordinary construction, consisting of a bed-plate upon which the station- 
ary die is placed; a main stock rising from the bed-plate; a tubular 
guide or socket, formed in an arm of the stock, and receiving a cylin- 
drical bolt that plays through it and carries upon its lower end the 
movable die; a treadle for receiving the power; and intermediate 
mechanism for transmitting the power to the die-carrier or punch. The 
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particular transmitting mechanism shown by the applicant consists of 
two levers of the first ordej connected with each other by a link, the 
treadle being attached to the long arm of the first lever and the punch 
being operated by the short arm of the second lever. By reason of a 
fixed stop the treadle lever has only a limited range of movement. 

The object of applicant's improvement is to permit the punch or mov- 
ing die to be rapidly and conveniently adjusted to the exact position 
required relatively to the stationary die ; and the invention itself, as 
shown and described in the existing patent, consists in using an eccen- 
tric as the fulcrum of the lever which operates the punch, such eccentric 
being controlled by a worm-wheel and a tangent screw. The worm- 
wheel is placed upon the end of the pin or shaft which carries the eccen- 
tric, and a partial revolution of the shaft and the eccentric elevates or 
depresses the fulcrum of the lever, and thus changes to the desired 
extent the relative position of the two dies. 

Such being the function and the operation of the adjusting device, it 
manifestly will be immaterial, so far as concerns the principle of the 
invention, whether it be applied at the precise point named, or at any 
other point in the transmitting mechanism where there is a joint piu or 
axis of motion. Accordingly in the pending reissue specification appli- 
cant makes an assertion to this effect, and adds : " It must be obvious 
that the form of the transmitting mechanism of the press can be greatly 
varied without ceasing to embody the invention, so long as there be 
between the punch-holder and the part of the press to which the power 
is applied a joint pin or journal, to which the eccentric can be applied 
in connection with the worm-wheel and tangent screw for operating it" 

The claims are in the following language : 

The combination of the punch-holder of the press with the eccentric, the worm-wheel, 
and the tangent screw, substantially as before set forth. 

Also, the combination of the eccentric, the worm-wheel, and the tangent screw, 
with the transmitting mechanism and punch-holder of the press, substantially as above 
set forth. 

Also, the combination of the eccentric and its pin, the worm-wheel, and the tan- 
gent screw, with the stock of the press, substantially as before set forth. 

The examiner declines to pass upon the question of the patentable 
novelty of the matter embraced in these claims, alleging that they are 
not for veritable combinations, but are " mere enumerations of parts 
more or less disconnected, and, of themselves alone, incapable of execut- 
ing any useful functions/*' The examiner says that " the pin or bolt 
should be included in any combination which comprehends the eccen- 
tric, as they are inseparable ; and the stock A, as the common support 
and connecting link of all, should be included in every clause of 
claim 5" 'and in support of this view he cites the supposed analogous 
case of Joseph Thorne, (Commissioner's Decisions, 1869, 76.) From this 
refusal of the examiner to act upon the merits of the case, the present 
appeal has been taken, and applicant asks that the objections raised be 
overruled. 
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The appeal presents the question whether every element of a combi- 
nation mast of necessity be included eo nomine in the claim ; or whether, 
from the very premise? as to the state of the art upon which the descrip- 
tion of the specification proceeds, certain elements will not necessarily 
and naturally be presumed as included in the claim, even if not actually 
mentioned. 

In the typesetting machine which formed the subject of Thome's 
application there was shown a friction driver of special and useful con- 
struction, and this device became the central point around which were 
grouped several claims for alleged combinations. As to the character 
of these claims the Commissioner remarked as follows : 

Applicant has claimed it (the friction driver) separately with every part which may 
be benefited by its employment, and, if it is a proper subject of combination, no 
donbt it may be united severaUy with such elements, forming as many claims as there 
are new groups of cooperative parts. 

The claims actually made, however, are open to the criticism that the friction driver 
and the parts of the machine claimed in combination with it are somewhat remote 
from each other; do not directly operate each other; and can only be said to cooperate 
by means of much intermediate mechanism. 

How far this mechanism ought to form an element of the* combination claimed is 
perhaps not easily determined. On the one hand the inventor ought not to be need- 
lessly- limited. His patent ought to be as broad as his invention. He ought to have 
sufficient scope to enable him hereafter to maintain a strong position as to equivalents 
in all matters not essential. On the other hand, the Office ought so to define an inven- 
tion that no confusion can arise in the minds of those who wish to use such machines, 
either under the patentee or independently of him. They have a right to have reflected 
in the claim the precise limitation placed by the Commissioner upon the supposed 
invention of the patentee. 

Perhaps no better rule can be established for determining the limits 
within which parties should be restricted in drawing their claims than 
that here laid down. The invention should be so defined that no con- 
fusion as to the scope of the claims can arise in the minds of those who 
may be called upon to interpret them. The public has a right to have 
reflected in them the precise limitation placed by the Commissioner upon 
the supposed invention of the patentee. 

Do the present claims meet this requirement ? The first claim is in- 
tended to cover the adjusting device broadly, t. e. y independently of the 
special mechanism by which the power is transmitted from the initial 
point of application to the punch, and independently also of the partic- 
ular point in this transmitting mechanism where the device is applied. 
Granting the novelty of the device, the inventor is unquestionably enti- 
tled to a claim thus broad. The fact that the pin which carries the eccen- 
tric is not specifically named, seems immaterial ; it is virtually included 
in the claim, since every eccentric must have its supporting shaft, 
and since also the specification distinctly declares that the worm-wheel, 
which is named in the claim, is formed upon the head of the eccentric 
pin. It is immaterial also that applicant has failed to name in the claim 
the bed-plate and the stock, since these are found in every machine of 
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this character ; in all machines, in fact, of whatever character, the mov. 
ing parts mnst have some iixed support or frame. Nor in this broad 
claim, which is intended to be entirely independent of the special char- 
acter of the transmitting mechanism, is it necessary tbat the lever 
which forms the connecting link between the punch and the adjusting 
device should be named. The fact that there must be some mechanical 
connection between the two must be assumed from the very nature of 
the case. For the purposes of this claim it is unimportant what the 
precise character of that connection may be. It need not therefore be 
specified. 

The second claim, while generic as regards the exact location of the 
eccentric, is understood to be of a more limited character than the first 
one, and to cover the adjusting device in combination with the specific 
power-transmitting mechanism shown in the drawing. This perhaps 
should be made more definite by adding after the words the " transmit- 
ting mechanism, 77 the words " above described." With such amendment 
the claim, for reasons similar to those given in connection with the first 
claim, must be regarded as not objectionable in form. 

The third claim also is specific in its character, and is for the adjusting 
device when occupying the particular location shown in the application. 
In accordance with the principle above set forth, the claim should be 
allowed, unless exceptions be taken to it for lack of novelty. 

If the possible ambiguity in the second claim be remedied by the sug- 
gested amendment, it is not seen, but applicant is sufficiently explicit to 
meet the rule of practice quoted above from the case of Joseph Thorn. 
Any elements that applicant has failed to recite in his combinations are 
parts which, from the very necessity of the case, must be used in con- 
nection with his improvement. In claiming improvements in the cutting 
apparatus of a harvester, it certainly cannot be necessary, in order to a 
valid claim, that the main frame, the axle, and the supporting wheel or 
wheels, should all be named in connection with it, although alone and 
disconnected with these other parts the cutting apparatus would be 
inoperative. Neither in reciting the combination of parts which make 
up an improved piston for a steam-engine is it necessary to name the 
cylinder, the steam pipe by which connection between the cylinder and 
the boiler is effected, the frame work which supports the engine, or the 
various other parts without which the piston would be devoid of useful 
function. In fact, it is generally the case in machine patents, that cer- 
tain things not named in the claims must be assumed as cooperating 
with those that are expressly mentioned ; and the correct rule as regards 
combinations would seem to be, that the parts must necessarily be 
specified only up to that point beyond which the presence of the parts 
not named will be presumed as a matter of course, by reason of the 
known state of the art or from the very necessities of the case. 
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JOSHUA GRAY vs. HOLMAN J. HALE ET AL. 
Interference. 

APPEAL PEOM EXAMINERS-IN-OHIEP. 

May 27, 1871. 
Id the matter of the interference between Joshua Gray and Holm an J. 
Hale et al. upon their respective patents and applications for patents 
for Rubber Tips for Pencils. 

Duncan, Acting Commissioner : 

The applicant Gray first appeared in the office on the 18th day of 
September, 1856, claiming a patent for a pencil having an erasing rub- 
ber secured upon its head. The body of the specification and the claim 
were in these words : 

My improvement consists in combining with a pencil, or the wooden part or lead 
carrier thereof, a holder or cap, or the equivalent thereof, and a piece of India-rubber 
or elastic erasive material, whereby the erasure or rubbing out of a pencil line or mark 
made with the lead of the pointed end of the pencil may be readily effaced, simply 
by rubbing thereupon the said erasive piece of rubber. 

In the drawings, A denotes a common pencil, of which a is the lead, and b the wooden 
holder of such lead. On one end of the pencil I affix a notched head or socket piece c, 
holding a convex piece of India rubber d, and having the same projecting from it, so 
that by inverting the pencil and rubbing such piece dona mark made with the lead of 
the pointed end of the pencil, such mark may be removed from the paper or article 
upon which it may have been made. 

The convenience of a pencil so made, or so provided with an eraser of rubber, or 
having one otherwise fixed to its upper end so as to answer the purpose of removing 
marks made by the lead of the pencil, wiU be apparent to any person. 

What I claim as my invention is, combining with a pencil, by means substantially 
as specified, a piece of India rubber or like material, whereby marks made by the pen- 
cil may be effaced as set forth. 

Doubtless it was Gray's intention in this early application to patent 
broadly the affixing of a rubber eraser upon the end of a pencil by any 
means adapted thereto ; for, while he shows the rubber secured by a 
single means only, he lays but little stress upon that particular mode, 
and manifestly bases the value of his invention upon the great con- 
venience arising from having an eraser attached directly to the pencil, 
whatever the mode of attachment may be. The sentence immediately 
preceding the claim indicates that he considered any means which would 
so secure the rubber upon the pencil as to permit of its being used for 
erasing the marks made by the lead to be the equivalent of the particular 
means shown ; in other words, that he regarded his invention to consist 
broadly of a pencil provided with an erasing rubber head. If he was 
in fact the first inventor of this improvement, and if, at the time the 
application was made he had actually perfected it and reduced it to 
practice, and had in no way impaired or forfeited his right to a patent, he 
was undoubtedly entitled to this generic claim. 

On the 22d day of September, 1856, the application was rejected on 
the alleged ground of want of novelty; and on the 15 th day of Decern - 
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ber, 1857, no farther step meanwhile having been taken in the prosecu- 
tion of the case, Gray's agent, under a special authorization con- 
tained in the original power of attorney, withdrew the application, as 
provided in section 7 of the act of 1836. 

On the 24th day of September, 1861, Gray filed another and his 
second application upon an improvement in pencils, the alleged inven- 
tion consisting in the use upon the end of the pencil of a section of 
rubber tubing, which, being of somewhat less diameter than the body 
of the pencil, would, when drawn over the end of the same, retain its 
hold upon it by its own elasticity. The device itself was different from 
that shown in the withdrawn application, and nothing contained in the 
later case indicated that it was intended as a renewal of the former one. 
That it was not so, intended, is a direct inference not only from its abso- 
lute silence as to any preceding application, but also from its distinct 
admission that the generic invention was not new, the language of the 
specification upon this point being in these words: "I am aware that 
rubber heads have been applied to lead pencils, but not in as cheap and 
convenient a form as I apply them ; nor were they so easily applied and 
renewed as by the means which I have invented, nor so firmly held to 
the pencil." 

This second application was rejected September 30, 1861, upon refer- 
ences duly cited, and' which now, upon a review of the case, seem fully 
to meet the claim then advanced as well as the invention then described. 
Nothing further was ever done with this particular application ; but in 
1869, on the last day of the year, Gray filed a third application, accom- 
panying it with an affidavit which plainly indicates that it was intended 
as a renewal of the withdrawn case of 1856. 

For present purposes it may be assumed that the invention shown in 
this renewed application presents no substantial variation from that 
described in the original one ; and, upon the one mode now shown of 
attaching the rubber to a pencil, applicant is reasserting a broad claim, 
in more exact language than before, to a lead pencil provided with an 
erasing rubber bead, basing this claim upon the allegation of his affi- 
davit, that he believes himself to have been the first, by whatsoever 
means, to attach a rubber head to a pencil. 

This renewed application was rejected by the examiner on the 14th 
day of January, 1870, upon the ground that the withdrawal which took 
place in 1857, and the subsequent delay of more than twelve years, in 
connection with the general and notorious public use that had grown 
up, constituted an abandonment of the invention. After the passage 
of the act of 1870, viz., on the 13th day of July, applicant's attorneys, 
in order to save the case from the statutory bar created by the proviso 
contained in the thirty-fifth section of the new law, approved five days 
before, and thus preserve any rights previously possessed, and avail of 
any additional ones that might have been created, filed a formal renewal 
of the last application, and requested its reexamination. 
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The subsequent proceedings in the case have been conducted under 
rule 41 of the Patent Office rules, edition of July, 1870. This rule has 
relation to the proviso in section 35 of the law. This proviso is in these 
words: 

That when an application for a patent has been rejected or withdrawn prior to the 
passage of this act, the applicant shall have six months from the date of such passage 
to renew his application, or to file a new one ; and, if he omits to do either, his appli- 
cation shaU be held to have been abandoned. Upon the hearing of such renewed 
applications abandonment shall be considered as a question of fact. 

The rule based upon this proviso is as follows : 

Upon considering such renewed applications of either class, if it be found that appli- 
cations have been made, or unexpired patents have been granted, in which the device 
in controversy has been described or claimed, an interference will be declared between 
such applications or patents and such renewed application, in order that an oppor- 
tunity may be given for the production of proof of abandonment or two years' public 
use, if either exist. 

Under the operation of this rule an interference was declared on the 
27th day of July between Gray and some seventeen other parties, who, 
between the rejection of Gray's original case and the time of its renewal, 
had either secured patents upon specific modes of improving the pencil 
by attaching a rubber eraser to its head, or had filed applications upon 
which they had been rejected. 

The primary object of this interference, as of all similar ones declared 
under the rule quoted, is to enable parties presumed to be interested 
adversely to the grant of the patent prayed for to put in evidence any 
facts within their command, and which might not otherwise come to 
the knowledge of the office, bearing upon applicant's right to a patent, 
so far as such right may be affected by the question of abandonment 
and of public use. Incidentally, however, such interferences may be 
used to determine the question of priority between the parties, or the 
question of patentability in auy of its phases ; this use being in strict 
analogy with that made of the interference provided for in section 42 
of the statute, which, though primarily for the purpose of determining 
the question of priority between the parties, is availed of in practice 
for developing any facts that may militate against the grant of a patent 
to either party. 

In the present case, not only have the parties opposed in interest to 
Gray attempted to prove abandonment against him, but one of them, 
Hale, has undertaken to antedate him ; and there is evidence in the 
case, also, which raises a question whether Gray, at the time of his 
original application, had carried his invention to that stage of develop- 
ment which entitled him to a patent. 

These three questions will be considered in the inverse order of that 
in which they are here named : 

1. How far had Gray actually carried his invention at the time when 
he filed his application f 
The model, unfortunately, has disappeared from the office, and we are 
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thus forced to rely for a description of the invention upon the drawing 
and the specification, neither of which are as explicit as could be desired, 
and upon parol testimony. The specification speaks of the rubber 
attachment simply as a u convex piece of rubber. " held upon the end of 
the pencil by a notched head or " socket piece." The drawing shows 
what appears to be a thin sheet of rubber bent over the end of the pen- 
cil, and confined by the metallic holder, or cap. 

Sargent testifies that in the summer of 1856 he saw Gray make a 
pencil- tip by cutting a hole in one end of a piece of rubber, which was 
" about three-eighths of an inch in diameter, about three-quarters of an 
inch long, and as round as it could conveniently be cut with a knife." 
He also saw him have two other tips, construction not remembered. 

Kay swears that in 1856 he helped Gray make some pencil tips, in 
Albany Block, Boston, and says that others were made at the same place. 
He thinks there may have been a dozen of them in all. He specifies 
three different kinds : one was a block of rubber packing three-eighths 
of an inch thick by three-quarters square, with a hole cut through so 
that it could be slipped up and down the pencil $ another was a section 
of a rubber tube, drawn onto the end of the pencil ; a third was u a piece 
of rubber cut round with a knife, with a hole cut in the end of it, or one 
side of it, to hold it onto the pencil. On the pencil there was a silver- 
plated cap ; the cap was put on first ; should rather call the cap a cup ; 
the rubber was pressed into the cup." Ray further asserts that he saw 
Gray make the tip which went to the Patent Office, and that he saw the 
full model which accompanied the application, in Mr. Eddy's office, in 
Boston, at the time when the papers were signed. He describes the 
rubber as of an " oval shape with a hole drilled into one side of it, or 
end of it, and pressed onto the pencil." It was cut from a sheet of 
packing three-quarters of an inch thick. He speaks of the metallic cup 
in the model as a " style of finish," but admits that by means of it the 
rubber " was compressed against the side and the end of the pencil." and 
that it " had a tendency to help hold the rubber on." 

Gray himself swears that in making the model he " took a solid piece 
of rubber, perhaps three-quarters of an inch square, aud bored a hole 
in the center, and then whittled it down to fit inside the ring. The pen- 
cil was made smaller, cut down small to run inside the rubber about 
one-quarter inch or more." He says, also, that prior to the time when 
Mr. Eddy prepared his papers, he had "taken a square piece of rubber 
and bored holes in the center, and whittled off the base where it enters 
on the pencil to make it smaller, and whittled off the corners ; which 
would leave the sides on the head about eight-square, and the top flat." 

This is the entire testimony regarding the character of Gray's inven- 
tion at the time he made his first application. There is nothing to 
indicate that at that time, or in fact that prior to the later application 
in 1861, he had made more than a dozen tips ; and these tips, with the 
exception of the section of tubing and the piece of rubber with the 
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hole passing entirely through it, appear to have been cut from sheets of 
packing, and then whittled into the desired shape. This mode of con- 
struction he seems to have fixed upon as tbe best representation of his 
invention. 

Was the invention, as thus presented to the office, reduced to practice 
and patentable t and, if not, did Gray continue to exercise such diligence 
in perfecting it as would save his rights as against any subsequent 
inventor who may have preceded him in reducing it to practice ! 

As regards the last branch of the inquiry, it is only necessary to say 
that there is no evidence that Gray made any efforts whatever, prior to 
the filing of his application in 1861, to develop the invention beyond 
the point where it was left by the application of 1856. During this 
time he devoted himself to labor as a mechanic, to business as a manu- 
facturer of sewing-machines, and to the making of other inventions. 
Meanwhile, however, other parties had been at work upon the pencil to 
improve it ; no less than seven applications relating to rubber tips had 
been filed, and three patents had been issued, viz., one to H. L. Lip- 
man, dated March 30, 1858; one to W. W. Shaw, April 5, 1859, and a 
third to Arthur Neill, January 22, 1861. In these intervening applica- 
tions the invention is shown fully and unquestionably reduced to prac- 
tice in various forms. Neill's patent is specially noticeable, being for a 
mode of making a molded tip, or vulcanizing the rubber in the precise 
form in which it is to be used upon the pencil. It is this step in the 
invention which has given it its chief value in the public estimation 
and induced the very large public use that has grown up. But for this 
step in its development Gray can claim no credit. He swears that he 
never saw a molded tip until 1859 or 1860, and he thinks that he had 
never heard of one before. In this entire relaxation of effort to improve 
and perfect the invention there is surely no trace of that diligence which, 
under other circumstances, in accordance with the well-known decisions 
of the courts, might have preserved his right to a patent as against 
these subsequent diligent and successful inventors. 

But how as to the invention as shown in the original application t 
Was it not then, in a patentable sense, reduced to practice f 

This question must be answered in the light of all the facts which are 
within the knowledge of the Office at the present time. If Gray, in- 
stead of withdrawing, had prosecuted his application with diligence, he 
would then have obtained from the legally-constituted appellate tribu- 
nals a judgment uninfluenced by many facts that have come into exist- 
ence since the date of his withdrawal. This he failed to do ; and the 
Office is called upon, in this new presentation of the case, to decide 
whether, in view of all the facts now knowu, he had at the time of the 
first application brought the invention into patentable form. Among 
the more prominent of these facts is the existence of the various patents 
upon rubber tips granted duriug Gray's delay. Any one of these 
patentees, had he been the first to invent the application of the rubber 
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tip to lead pencils, would have been entitled to a claim as broad as that 
which Gray now seeks, and might now in fact obtain such claim by 
reissue. Gray now asks that a patent be granted him broad enough to 
control all existing patents bearing upon this subject. But the Office 
manifestly ought not to issue such a patent except upon such evidence 
of invention by Gray as would invalidate any of these patents, if pleaded 
in defense of a suit brought upon them. Grell vs. Kuhnert, Commis- 
sioner's Decisions, 1869, 5 ; Richardson vs. Denza, ibid, 1870, 156. 

But when it is sought to defeat an existing patent by proof of prior 
invention, the law, as established by numerous judicial decisions, is 
that the alleged prior invention must not only have been experimented 
upon, but completed and put into practical form and ready for practi- 
cal use, and that, if lacking in anything essential to its practical opera- 
tion, it is not to be regarded as sufficiently developed to affect the pat- 
ent of a subsequent inventor. 

Upon this point, as well as upon the question of what constitutes a 
reduction to practice, it may be well to examine some of the leading 
decisions of the courts. 

In Bedford vs. Hunt, 1 Mason, 302, Judge Story instructed the jury 
that " the first inventor who has put the invention in practice, and he 
only, is entitled to a patent. Every subsequent patentee, although an 
original inventor, may be defeated of his patent-right upon proof of 
such prior invention being put into use. 71 Again he says that the defend- 
ant "may stand upon the defense that the plaintiff is not the first in- 
ventor who put the invention into use; " and again, that " the intent of 
the statute was to guard against defeating patents by the setting up of 
a prior invention which had never been reduced to practice. 77 The fact of 
actual use he makes important, though the extent of it he deems 
immaterial. 

In the case of Reed vs. Cutter, 1 Story, 590, the same learned judge, 
in his charge to the jury, says : 

Under our patent laws do person who is not at once the first as well as the original 
inventor by whom the invention hoe been perfected and put into actual use, is entitled to a 
patent. * * * He is the first inventor in the sense of the act, and entitled to a 
patent for his invention, who has first perfected and adapted the same to use; and until 
the invention is so perfected and adapted to use, it is not patentable. * * * In a race of 
diligence between two independent inventors he who first reduces his invention to 
a fixed, positive, and practical form would seem to be entitled to- a priority of right 
to a patent therefor. 

In the later case of Washburn et al. vs. Gould, 3 Story, 122, he again 
states the law to be : 

That whoever first perfects a machine is entitled to the patent, and is the real 
inventor, although others may previously have had the idea and made some experi- 
ments toward putting it into practice. 

In the case of Parkhurst vs. Kinsman, 1 Blatch, 488, it was sought to 
defeat the patent by setting up the prior invention of one Sargent, who 
had completed a model before the time when the patentee's invention 
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was made, but did nothing further until after Parkhurst's patent had 
issued and the sale of machines had commenced. On this state of facts 
Mr. Justice Nelson remarks as follows : 

It is not enough to defeat a patent already issued, that another conceived the pos- 
sibility of effecting what the patentee accomplished. To constitute a prior invention 
the party alleged to have produced it must have proceeded so far as to have reduced 
his idea to practice and embodied it in some distinct form. It must have been carried 
into actual operation; for he is entitled to a patent who, being an original inventor, has 
first perfected the invention and adapted it to practical use. Crude and imperfect experi- 
ments, equivocal in their results and then given up for years, cannot be permitted to 
prevail against an original inventor who has perfected his improvement and obtained 
his patent. 

These views are repeated by the same judge in the case of Many vs. 
Jagger, 1 Blatch., 372, being there applied to the various experimental 
wheels which in that case were urged as anticipations of the patented 
invention. 

In the case of Howe tw. Underwood, 1 Fish., 160, in which it was sought 
to impeach Howe's patent by proof of prior invention of the sewing 
machine by Walter Hunt, Judge Sprague, in the very elaborate opinion 
which he pronounced, was forced to admit that Hunt's machine, which 
beyond all question was prior in point of time, had a needle similar to 
Howe's, operating upon a vibrating arm and going through the cloth ; 
and a shuttle that passed through the loop made by the needle thread, 
thus making a stitch by drawing the loop up into one side of .the cloth, 
somewhat like Howe's ; and that Hunt " advanced so far that he made 
a machine that would, to a certain extent, sew." Yet, in the face of 
these facts, the judge raised the question whether the invention was per- 
fected within the meaning of the patent law or ended in experiment. 
In considering this question, he says : 

A machine, in order to anticipate any subsequent discovery, must be .perfected, that 
is, made so as to be of practical utility, and not to be merely experimental and end in 
experiment. The terms " being an experiment" and " ending in experiment" are used in 
contradistinction of the term " being of practical utility." Until of practical utility, the pub- 
lic attention is not called to the invention ; it does not give to the public that which the public 
lays hold of as beneficial 

If it is an experiment only, and ends in experiment, and is laid aside as unsuccess- 
ful, however far it may have been advanced, however many ideas may have been 
combined in it, which subsequently taken up, might, when perfected, make a good 
machine, still, not being perfected, it has not come before the public as a useful thing, 
and is therefore entirely inoperative as affecting the rights of those coming afterward. 
This is important to be understood, because the idea has been carried all along that if 
a prior inventor has gone to a certain extent, although he fall short of making a com- 
plete machine, practically useful, those who come after him have no right to secure to 
themselves the advantage of their invention. That is not the law. 

In the later case of Johnson vs. Boot, 1 Fish., 351, Judge Sprague 
again pertinently remarks : 

It may often happen that a person in pursuit of an invention goes a certain distance, 
makes certain parts of an invention, but fails of arriving at any practical useful result, 
and the whole falls to the ground. Somebody else comes afterward, and takes up the 
invention, and may incorporate into his invention something found by somebody before ; 
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but if that somebody has never perfected that part, in the eye of the law the second 
is not to be prevented from having the benefit of that which has been left without practi- 
cal fruit. 

In Kausom vs. Mayor of New York, 1 Fish., 252, Judge Hall, speak 
ing of the alleged prior inventions by which it was sought to defeat the- 
patent, charged the jury that — 

If a person has some vague idea of the application of the principle which another 
party has made available — if he makes numerous trials and long-continued experi- 
ments — if those trials and experiments never result in such a knowledge upon his part 
as will enable him to put in successful practice the idea of which he has this vague 
and undefined notion, he has never become an inventor in the sense of the patent law; 
he has never embodied the principle so as to make it available for practical use ; and 
the party who embodies the principle and makes it available for practical use is the party who 
is entitled to a patent, and to protection under the patent law. 

In the case of Ellithorpe vs. Eobertson, 2 Fish., 83, which was a 
proceeding in equity under section 16 of the act of 1836, for the repeal 
of defendant's patent and the issuing of a patent to complainant, it was 
alleged and shown that ElHthorpe had made a complete drawing of the 
machine prior to Eobertson's invention of it ; but, for reasons stated, 
he filed no application in the Patent Office until some years after Rob- 
ertson had obtained his patent. The decree prayed for was refused by 
Judge Ingersoll on the ground that, while the bill contained an averment 
affirming the existence of this drawing at the time specified, yet there 
was no sufficient allegation in the bill that the complainant had before 
the issue of Robertson's patent reduced his invention to practice or had 
embodied it in some practical and useful form, or that it Iwd been adapted 
to use. The judge remarks more ftflly as follows : 

The object of the patent laws was to encourage useful improvements reduced to 
actual practice. Before a patent can be granted it must be made to appear that the 
party applying for it was the original inventor of the thing sought to be patented, and 
that he has reduced the same to practice. To defeat a patent which has been issued, 
it is not enough that some one before the patentee conceived the idea of effecting what 
the patentee accomplished. To constitute such a prior invention as will void a patent 
that has been granted, it mnst be made to appear that some one, before the patentee, 
not only conceived the idea of doing what the patentee has done, but also that he reduced 
his idea to practice, and embodied it in sane practical and useful form. The idea must have 
been carried into practical operation. The making of drawings of conceived ideas is not such 
an embodiment of such conceived ideas into practical and useful form as will defeat a patent 
which has been granted. Experiments, equivocal in their results and given up for years, 
will not be permitted to prevail against an original inventor who has reduced his 
invention to practice, and has, without fraud, obtained a patent. 

An invention is not patentable until it is perfected and adapted to use. In a race of 
diligence between two independent inventors, he who first reduces his invention to a 
fioced, positive, and practical form, has apriority of right to a patent. 

In Goodyear vs. Day, 2 Wall., jr., 283, Mr. Justice Grier, remarking 
upon the repeated attempts at vulcanization made by various persons 
prior to Goodyear's discovery, says : 

The great difference between them and Goodyear is, that he persisted in his experi- 
ments, and finally succeeded in perfecting a valuable discovery, and they failed. It is 
usually the case, when any valuable discovery is made, or any new machine of great 
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utility has been invented, that the attention of the public has been turned to that 
subject previously ; and that many persons have been making researches and experi- 
ments. Philosophers and mechanicians may have, in some measure, anticipated in 
their speculation the possibility or probability of such discovery or invention ; many 
experiments may have been unsuccessfully tried, coming very near, yet falling short of, 
the desired result. They have produced nothing beneficial. The invention, when 
perfected, may truly be said to be the culminating point of many experiments, not only 
by the inventor, but by many others. He may have profited indirectly by the unsuc- 
cessful experiments and failures of other, but it gives them no right to claim a share 
of the honor or the profit of the successful inventor. It is when speculation has been 
reduced to practice, when experiment has resulted in discovery, and when that dis- 
covery has been perfected by patient and continued experiments ; when some new 
compound, art, manufacture, or machine, has been thus produced, which is useful to 
the public, that the party making it becomes a public benefactor, and entitled to a 
patent. 

These views are reiterated by the same judge in the recent case of 
Roberts vs. The Eeed Torpedo Company, 3 Fish., 629. 

In Cahoon vs. Ring, 1 Fish., 397, Mr. Justice Clifford instructed the 
jury with reference to the Luce machine, which had been set up as an 
anticipation of Cahoon's invention, as follows : 

Should you find that it was made and completed prior to the Cahoon invention, and 
that it does embody the improvements in the Cahoon patent, as already defined and 
explained, you will then inquire whether it was, in point of fact, a machine com- 
pleted and reduced to practice in contradistinction to an experimental machine, or 
a machine made by the supposed inventor in the prosecution of experiments and in- 
quiries ; and that, unless it appears to your satisfaction that such machine was actually 
used as a seed-sower in sowing seed for agricultural purposes, you are warranted' in 
presuming that it was a mere experiment ; and, if so, you are instructed that it would 
not invalidate the plaintiff's patent, provided Cahoon was an original inventor of his 
improvements without knowledge of that machine, and did not derive any of them 
from Luce. 

This doctrine of actual use, as involved in the idea of perfected inven- 
tion, and which had been previously announced by Judge Story in 
Bedford vs. Hunt and Reed vs. Cutter, has not, it is true, been generally 
adopted. Accordingly, in Coffin vs. Ogden, 3 Fish., 640, Judge Blatch- 
ford expressly declares that use is not necessarily required in order to 
show perfection or completion ; but, at the same time, in holding the 
single latch made by Erbe to be an anticipation of the patented inven- 
tion, he is careful to emphasize the fact that it was " a complete, work- 
ing reversible latch, requiring no alteration, adaptation, addition, or 
improvement to fit it for use as a reversible latch ; v and that "it was 
put into practical form, in working metal, as a latch, and was ready for 
practical use, in itself, and as a pattern or model from which any num- 
ber like it could have been made." 

In the suit of Roberts vs. Dickey, recently decided in the circuit court 
for the western district of Pennsylvania, it was shown that Roberts was 
not the first to explode torpedoes in oil wells with view to increasing 
the flow of oil ; but in the hands of those who had preceded him the art 
did not reach its full development, and did not become useful to the 
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public. Mr. Justice Strong, in pronouncing the opinion of the court 
says: 

Roberts was the first to reduce the method invented to actual and successful practice, 
and all that was done by others may properly be classified as unsuccessful experiments. 
However suggestive they may have been, they cannot be made available to defeat a 
patent granted to an inventor who, subsequently to the failure of others, reduced his 
idea to practice and revealed to the public a useful process which the crude and fruitless 
experiments of others had not made known. 

The Supreme Court of the United States, in Agawam Woolen Com- 
pany vs. Jordan, 7 Wall., 583, referring to the alleged prior invention 
of the patented machine by Edward Winsiow, says : 

The settled rule of law ie, that whoever first perfects a machine is entitled to the patent, 
and. is the real inventor, although others may previously have had the idea and made some 
experiments toward putting it in practice. He is the inventor who first brought the machine to 
perfection and made it capable of useful operation. 

In Whiteley vs. Swayne, 7 Wall., 685, the same tribunal again declares 
him to be " the first inventor and entitled to the patent, who, being 
an original discoverer, has first perfected and adapted the invention to 
actual use;" and the same doctrine is emphatically reiterated by the 
Supreme Court in the recent case of Seymour & Morgan vs. Osborne 
et at, decided at the December term, 1870. 

The list of cases in which the same doctrine has been laid down could 
be largely increased ; but the above citations are sufficient to show 
that nothing short of a complete and successful prior reduction of the 
invention to practice by another than the patentee can avail before the 
courts to defeat an existing patent. A fortiori must the invention have 
been reduced to a successful practical form to justify the Commissioner 
of Patents in issuing a new patent of such character as to control those 
already granted ; for such a grant not only places the existing patentees 
and all persons interested with them, no matter how vast their invest- 
ments of capital, entirely at the mercy of the new grantee, but is opera- 
tive also against the public at large. 

The gravest considerations of public policy require that the utmost 
caution should be exercised in dealing with cases of this kind; and the 
endeavor should always be to ascertain to whom the public is, in fact, 
indebted for the benefits conferred by the invention. Subjected to this 
test, but little merit can attach to Gray as the inventor of the improve- 
ment in controversy. The rubber tip of his model, cut by hand from a 
piece of packing, must have been at best a rough and unattractive em- 
bodiment of his idea. The invention in that form could not have pos- 
sessed practical utility ; it was not brought into such shape as to present 
any inducements to the public to take it up and adopt it into general use. 
Subsequently, when prisms of rubber were inserted in the wood consti- 
tuting the head of the pencil, when cylindrical blocks of rubber were 
secured thereon by means of ferules, and when rubber tips were molded 
in exact forms, and provided -with sockets accurately fitting the pencil, 
the invention may be regarded as fully reduced to practice ; for these 
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are the forms whicb develop its practical utility, and which the public 
consequently have adopted. But these, the really vital steps in the 
progress of the invention, were made by others than Gray. He at least, 
in the light of the facts which he is now called upon to meet, cannot be 
regarded as having carried it beyond the experimental stage. In his 
hands it cannot be looked upon as reduced to a " fixed, positive, prac- 
tical form, adopted to actual use," and " made so as to be of practical 
utility." He left the invention " without practical fruit;" others took 
it up and gave it all the real value which it to-day possesses. 

Nor is it a material fact in this connection that he was the earliest 
•party to file an application in the Office. In the case of Parham vs. 
The American Button-hole, Overseaming and Sewing Machine Company, 
recently decided by Judge McKennan, and not yet reported, the Eras- 
wiler machine, which was largely relied upon to defeat the patent, was 
pronounced by the court to be an experimental machine, and, therefore, 
not available for such purpose-; and this, notwithstanding the fact that 
Emswiler had filed an application for a patent upon it some months 
before Parham came into the office. To be sure, Emswiler subsequently 
presented the invention in a modified form upon a new model and a 
new application ; but in this there is a strict analogy with the present 
case, for when Gray reappeared in the Office, five years after the rejec- 
tion of his first application, it was to present the invention in a mate- 
rially different form from that originally adopted. 

The granting of a patent even, as was decided by Judge Shipman in 
The Union Manufacturing Company vs. Lounsbury, 2 Fish., 389, cannot 
avail to raise all experimental mechanism into the category of com- 
pleted and practical invention ; and, accordingly, in that case the judge 
pronounced one of the patents upon which the suit was brought to be 
invalid. 

2. If Gray, by any liberality of construction, can be regarded as 
having reduced his invention to practice at the time when he filed his 
-application in 1856, a patent must still be refused him as not being the 
first inventor. 

He does not pretend to have made the invention before 1856 ; but the 
testimony taken in behalf of Holman J. Hale proves that in the early 
part of 1855 this last-named claimant had carried the invention fully as 
far as Gray had carried it at any time preceding his application in 
September, 1856 — in fact, so far as the proof goes, as far as Gray has 
ever carried it. Hale's own statement is, that in the early part of the 
year named he embodied the invention in at least two different forms ; 
(1) by connecting a cylindrical block of rubber with the pencil by means 
of a ferule; (2) by drawing a section of tubing over the end ; and further, 
that he conceived the plan of having the head molded in suitable 
form, with a hole or socket in one end for receiving the end of the pencil, 
though it does nit appear that this last idea was carried into practical 
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operation by him. Of the forms which he did make, he says that he 
fitted a few dozen, and distributed them among his friends for trial. 

In these statements he is substantially corroborated by the witnesses 
Bider and Grotzau. Grotzau saw him have more than one pencil pro- 
vided with the rubber tubing in the fore part of 1855; and Bider saw 
him have, perhaps, a dozen at one time in the summer of 1855, and at 
other times saw him have several — quite a number. He gave witness 
quite a number from time to time. Witness speaks particularly of those 
that had the tubing fitted upon the end; but says that Hale mentioned 
his idea of having a cap made to fit over the end of the pencil, and that 
he even proposed to mold them in the form desired ; that he was in 
the habit of showing him drawings of the cap he intended to use, and 
that he had a great many plans for caps. 

It thus appears that both as regards the number of articles made and 
the character of the work done, Hale had progressed as far with the 
invention in 1855 as Gray had in the following year. If, then, Gray's 
acts are to be held to constitute perfected invention, so as to defeat or 
control patents granted to subsequent inventors, Hale, by parity of 
reasoning, must be held to have anticipated Gray, and in such sense 
that no valid patent can issue to the latter, <And it is immaterial in 
this connection that Hale, by his long and unexplained delay to file an 
application for a patent, may have forfeited all right thereto. If the 
invention was really reduced to practice, the forfeiture of it would inure 
to the benefit of the public and not to Gray. 

These views upon the question of priority apply not only to the broad 
claim of attaching a rubber eraser to a pencil head, but also to the 
claims for the head itself, and for the ferule or tube as one particular 
mode of attaching the heads. This mode, if the testimony is to be 
believed, was used by Hale in 1855 ; and as to a cap-shaped head, pro- 
vided with a socket, while he may not thus early have actually made 
one, yet his drawing must be regarded, to say the least, as going as far 
toward reducing the invention to practice as did Gray's rudely con- 
structed specimens. These drawings, to be sure, have all disappeared ; 
but Gray's specimens have also. 

3. But aside from the questions of priority and of completed inven- 
tion, did not Gray, by his acts subsequent to the rejection of his earli- 
est application, abandon his invention f 

The statutes which were repealed by the legislation of 1870 did not 
in terms confer upon the Commissioner of Patents the power of inquir- 
ing into any alleged abandonment of an invention ; yet, virtually, juris- 
diction over this question was conferred upon this officer by section 7 of 
the act of 1839, which provided inter alia that no patent should be held 
to be invalid by reason of the purchase, sale, or use of the invention for 
a less period than two years prior to the application, " except on proof 
of abandonment of such invention to the public." 
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In the interpretation of this section it was urged with great force that 
the laws were never designed to confer upon the Commissioner authority 
to grant patents, other than such as would be valid when issued ; and 
that it followed, as a corollary from this, that if the Commissioner, in 
the examination of an application, should become possessed of any facts 
which, in a court of law or equity, would invalidate the patent when 
granted, he would not only be justified in refusing the grant, but it 
would become his duty to refuse it. This interpretation appears to have 
been adopted unhesitatingly by the successive Commissioners in shap- 
ing the practice of the Office, and, although its correctness has not 
infrequently been called in question in appeals taken from the Commis- 
sioners to the judges of the Supreme Court of the District, yet it has 
uniformly and unequivocally been upheld. The question was fully dis- 
cussed by able and distinguished counsel before Judge Merrick in 1859, 
in the celebrated interference between William Wickersham and I. M. 
Singer, and earlier, in 1855, before Judge Morsell, in the interference of 
Walter Hunt with Elias Howe. These judges, in elaborately-considered 
opinions, sustained the Commissioner in his action assuming jurisdiction 
over the question of abandonment. The grounds upon which their 
decisions rest are fully stated in the recorded opinions, and seem irre- 
fragable. 

In the new law, in section 24, it is provided in express language, as 
to all applications to be thereafter made, that patents may be granted 
upon the conditions enumerated, unless the inventions are proved to have 
been abandoned; and as to cases renewed under the proviso of section 
35, it is enacted that " upon the hearing of such renewed applications, aban- 
donment shall be considered as a question of fact? 

It thus appears that not only has the Commissioner, by implication, 
possessed authority in the past to investigate this question, but that the 
duty of doing so is now imposed upon him by the direct and unequivo- 
cal terms of the statute ; and it is impossible that any ingenuity of in- 
terpretation can release him from its exercise, however desirable it may 
seem to applicants before the Office that such inquiries be indefinitely 
postponed for a possible determination by the courts after their patents 
have issued. On the contrary, it is manifest from this positive legisla- 
tion that it was deemed of prime importance that every question affect- 
ing the validity of the patent, and possible of determination beforehand, 
should be decided prior to making the grant, to the end that the public 
may not be harassed by idle and vexatious litigation under instruments 
which, though really invalid and voidable, are nevertheless, by reason 
of the prima facie rights couferred, capable of being used to the great 
inconvenience and oppression of the community at large. 

As to what constitutes abandonment, neither the old law nor the new 
furnishes an exhaustive definition. Under section 32 of the act of 1870, 
a failure to prosecute a rejected case within two years is to be accounted 
abandonment ; so, too, under section 35, is a failure to renew, as therein 
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provided. But it is manifest that the term, as used in sections 24 and 
61, has a more comprehensive meaning. This meaning, by reason of 
the silence of the statute, must be sought in the decisions of the courts, 
in the established practice of the office, and in considerations of public 
policy. 

It is urged by the learned counsel for Gray that abandonment can 
never be forced upon an inventor by others, but is always a voluntary 
act proceeding from a definite and conscious intention on the part of 
the inventor to relinquish his exclusive right to property in his inven- 
tion in favor of the public; and that the only evidence by which it can 
be proved must consist of "clear, unequivocal and decisive acts, amount- 
ing to an explicit manifestation of the will to make a permanent aban- 
donment and dedication." In support of this view is cited the declara- 
tion of Judge Nelson, in Pitts vs. Hall, 2 Blatch., 229, to the effect that 
" abandonment or dedication operates in the nature of a forfeiture of a 
right, which the law does not favor, and which should be made out be- 
yond all reasonable doubt f also the rule of law laid down by Chief Justice 
Shaw, in Dyer vs. Sandford, 9 Met., 395, that the acts relied upon to estab- 
lish abandonment must have been voluntary, must have been done by a 
person having authority to do them, and must have been of so decisive 
and conclusive a character as to indicate and prove the intent to aban- 
don; and similar utterances are quoted from decisions rendered in other 
cases. 

It should be borne in mind, however, that the rule of law thus quoted 
from Dyer vs. Sandford was stated by the court with reference to the 
alleged surrender of an easement, which is more nearly analogous to 
the dedication of an invention which has already received a patent than 
to the case now presented. If it were sought to apply the rule to the 
case of a patented invention, it would undoubtedly be as pertinent as 
in the very case before the court; but when it is invoked in aid of a 
case in which vested rights have not yet arisen, the analogy fails. In 
the case of Pitts vs. Hall, also, the words quoted, as well as the 
context, were spoken with reference to an alleged dedication of the 
invention to the public; it being asserted by the witnesses that on 
several occasions Carey, the inventor, had expressed a determina- 
tion not to take out a patent, but to let the public have the use 
of the invention. It was not a question in that case whether the 
inventor had forfeited his rights by inexcusable delay, while corres- 
ponding rights had become vested in another party, who, being an 
original inventor, had proceeded with due diligence, and obtained a 
patent, acting in the matter neither surreptitiously nor unjustly; the 
question was, whether Carey had surrendered his rights in such a way 
that the free use of the invention would at once vest in the public. 
Forfeiture may arise from mere neglect; dedication necessarily implies 
volition and actual intent. The one act is not inconsistent with the 
subsequent grant of a patent to another ; the, other act confers rights 
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upon the public that cannot afterward be sequestered by individuals. 
The same general remarks are applicable to the case of McGormick vs. 
Seymour, 2 Blatch., 240, in which it is declared " that there must be 
some acts of the inventor indicating an intention on his part to devote 
his improvement to the public in general, in order to authorize the jury 
to come to the conclusion that he has so abandoned it." And so with 
the other cases relied upon in support of Gray's position, that a positive 
intention to abandon is essential to actual abandonment. 

But it is apprehended that the true meaning of the term abandon- 
ment, as used in both section 24 and section 35 of the revised statute, 
is broader than the interpretation put upon it by Gray's counsel, and 
that it really embraces all acts and all omissions to act whereby an 
inventor, whether willingly or otherwise, devests himself of his inchoate 
right to a patent; and this, whether the right thus forfeited or sur- 
rendered is inherited by the public at large or inures to the benefit of 
some other original but diligent inventor. If there be such a thing as 
an abandonment or forfeiture of an invention otherwise than by positive 
intention to bestow it upon the public, then it is but reasonable to sup- 
pose that it was designed in using the generic term employed in the 
statute to make such forfeiture, as well as actual dedication, a subject 
of inquiry by the Commissioner. No reason can be assigned for em- 
bracing the one and excluding the other. It unquestionably was the 
intention that the preliminary inquiry by the Commissioner should be 
directed to all points that could in any way militate against the validity 
of the patent when issued. In the interference between Marcy and 
Trotter, MS., 1860, Judge Dunlop said : 

The question of abandonment in a suit for an infringement, is a question of fact for a 
jury ; but on an application to the Commissioner for a patent it is his duty to decide 
all questions, both of law and fact, which go to establish the right or the absence of 
right in the applicant to a patent. 

Now it has been repeatedly ruled in the courts that mere passive ac- 
quiescence by an inventor, and that wilful or negligent delay, may, 
independent of the party's intention, work a forfeiture of one's right to a 
patent. 

In Pennock & Sellers vs. Dialogue, 4 Wash*., 538, Judge Washington 
says: 

If au inventor makes his discovery public, looks on, and permits others freely to use 
it, without objection, or assertion of claim to the invention, of which the public might 
take notice, he abandons the inchoate right to the exclusive use of the invention to 
which a patent would have entitled him had it been applied for before such use. * 

* * * If the public, with the knowledge and tacit consent of the inventor, 
is permitted to use the invention, without opposition, it is a fraud upon that publio 
afterwards to take out a patent. It is possible that the inventor may not have intended 
to give the benefit of his discovery to the public ; and may have supposed that, by giv- 
ing permission, to a particular individual to construct for others the thing patented, he 
could not be presumed to have done so. But it is not a question of intention which is 
involved in the principle which we have laid down, hut of legal inference, resulting from the 
conduct of the inventor, and affecting the interests of the public. 
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This case was carried up to the Supreme Court on a writ of error, and 
this ruling of the court below was sustained. 

In Shaw vs. Cooper, 7 Peters, 292, the Supreme Court, referring to 
certain decisions in the circuit courts which had made the question of 
abandonment to turn upon the intention of the inventor, again says : 

Such is not considered to be the true ground. Whatever may be the intention of the 
inventor, if he suffers his invention to go into public use, through any means whatever, 
without an immediate assertion of his right, he is not entitled to a patent ; nor will a 
patent obtained under such circumstances protect his right. 

In Kendall et al. vs. Winsor, 21 How., 322, the same tribunal de- 
clares that — 

It is the unquestionable right of every inventor to confer gratuitously the benefits 
of his ingenuity upon the public ; and this he may do either by express declaration, or 
by conduct equally significant with language, such, for instance, as an acquiescence 
with full knowledge in the use of his invention by others ; or he may forfeit his rights as 
an inventor by a wilful or negligent postponement of his claims, or by an attempt to with- 
hold the benefit of his improvement from the public until a similar or the same im- 
provement should have been made and introduced by others. 

And in another part of the same opinion the court, referring to its for- 
mer decisions in Pen Dock & Sellers w. Dialogue, and in Shaw vs. Cooper, 
speaks of those cases as " leading cases upon the questions of the abro- 
gation or relinquishment of patent privileges as resulting from avowed 
intention, from abandonment or neglect, or from use known and assented 
to," thus distinctly recognizing mere neglect as working a forfeiture of 
the right to a patent, even in the absence of any intention to relinquish 
it, or of any public use of the invention known and assented to. See 
also Eansom vs. Mayor, &c, 1 Fisher, 252 ; Johnson vs. Boot, 2 Fish., 
291. 

This doctrine of equitable estoppel by reason of negligent or wilful 
delay, or, as it is frequently styled, of forfeiture by reason of laches, 
thus early established by the courts, became long since incorporated 
into, and has largely given character to, the practice of the Office. See 
cases of Carlton and Merrill vs. Atwood, Commissioner's Decisions, 1869, 
6 ; Erbe vs. Hill, ibid., 29 ; Wheeler vs. Chenoweth & Murrill, ibid., 43 ; 
Edson vs. Coffin, ibid., 58 ; Ball vs. Fletcher, ibid., 1870, 97 ; W. W. 
Williams, ibid., 109; McClure vs. Miller & Mason, ibid., 122: J. JR. Mc- 
Clintock, ibid., 64 ; JEL H. Marsh, ibid., 151 ; Wheeler vs. Peters, ibid., 
141. See also, among appeal cases decided by the judges of the Supreme 
Court of the District of Columbia, the interferences of Savory vs. Louth, 
Walker vs. Forbes, Wickersham vs. Singer, Spear vs. Belson, Marcy vs. 
Trotter, Berg vs. Thistle, and Gates vs. Benson; also the ex parte cases 
of L. Raymond, L. Dedericks, G. B. Simpson, and John O'Hara. 

Are the facts in the present case such as to bring it under the opera- 
tion of this doctrine? 

It is contended in Gray's behalf that whatever may have been his dis- 
ability under the former statutes, they are all cured by the second pro- 
viso of section 35 of the new law ; so far at any rate that nothing trans- 
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piring subsequent to the filing of the first application, short of a posi- 
tive act of dedication, can operate against him. It is urged that that 
proviso was intended to establish a connection between the old applica- 
tion and the new one, by which the virtues of the former should be 
transmitted to the latter; and that the only virtue of the former that is 
worth transmission, or that renders any possible connection desirable, 
is the proof of an early date of invention, and relief from the disqualifi- 
cation that the invention has gone into public use, or been embodied in 
subsequent patents. 

The fundamental error of this interpretation is, that it assumes it to 
have been the design of the proviso to change the previously existing 
power of the Commissioner with reference to this class of cases. The 
legislation of 1870 is based upon a codification of the statutes relat- 
ing to patents, and the primary object of it was, not to enact new pro- 
visions, but to reduce the existing provisions of law to a simplified form ; 
and the primary object of the proviso in question doubtless was to put 
into the form of positive legislation the existing practice under which 
the Commissioner had always exercised jurisdiction over these with- 
drawn and rejected cases. The practice which obtained at the time the 
new law was passed, as especially illustrated in ex parte John W. Coch- 
ran, Commissioner's Decisions, 1869, 30, was to permit any person to 
refile a rejected or a withdrawn application ; and whether the party was 
to be regarded as having abandoned his invention, was a question re- 
served for the hearing, and was decided upon the faets then presented 
by the record. It was not the practice to debar a person from a renewal 
because of the sole fact that he had withdrawn, or because of mere lapse 
of time after rejection. Judge Morsel], it is true, had declared in Mowry 
vs. Barber, MS. Appeal Cases, that " the withdrawing an application and 
receiving back the allowed part of the fee will be considered as a final 
abandonment of the further prosecution of the claim, and effects an en- 
tire extinction of all protection, saving, and privilege under the act of 
1839, section 7, and which cannot be revived by any new application." 
But the fallacy of this view was fully exhibited by Judge Merrick, in 
the later case of Wickersham vs. Singer; and in the cases of Eich vs. 
Lippincott, and Godfrey vs. Eames, it is judicially established that mere 
withdrawal cannot, of itself, constitute abandonment ; neither, as stated 
in ex parte Israel Townsend, Commissioner's Decisions, 1871, is it seen 
why any delay subsequent to the filing of the application, no public use 
meanwhile having grown up, and no patents having been granted, should 
put the applicant in a worse position than if he had never come into the 
Office. 

The proviso in question, then, becomes simply a restatement of the 
existing practice, and calls upon the Commissioner to entertain the 
renewed applications as hitherto, but gives him the same power that he 
had previously exercised, to adjudge abandonment against the party, if 
warranted by the facts presented on the day of hearing. The declara- 
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tion that by the proviso the virtue of the old application is trans- 
ferred to the new, is true only so far as it virtually prohibits the mere 
act of previous withdrawal, or the mere act of delay after rejection, 
either singly or in conjunction, shall operate as a bar to the renewal. 
The proviso must indeed be regarded as containing this prohibition, 
since otherwise it would be enacting that cases withdrawn or delayed 
after rejection, but in which there had been no public use of the inven- 
tion, might be renewed, but should in nowise receive a patent — an in- 
terpretation too opposed to common sense to be entertained ; but further 
than this it is believed that the proviso was not intended to go. It is 
true that, as first drawn and presented to the House of representatives, 
it originated in the desire of certain parties having business before the 
Patent Office to be free from the operation of the principle laid down by 
the Commissioner of Patents in the Cochran case ; but, as originally 
drawn, it did not contain the present concluding sentence, nor was it 
upon the suggestion of the parties referred to that the words " upon the 
hearing of such renewed applications, abandonment shall be considered 
as a question of fact," were added. The addition of this sentence has 
the effect to leave the former practice undisturbed, neither enlarging 
nor diminishing the Commissioner's power in this class of cases ; except, 
as above explained, it virtually prohibits that he shall adjudge mere 
withdrawal or mere delay to be abandonment, and except, also, it pro- 
hibits him from receiving such renewed applications after the time spe- 
cified in the proviso. 

From this interpretation it follows that all of Gray's acts and omis- 
sions to act, between the rejection of the first application and the filing 
of the renewal, are open for examination. 

What, then, are the facts t He withdrew his application in 1857, and 
only renewed it in 1869, after the lapse of twelve years. Meanwhile 
not less than eleven patents had issued, in which the invention, though 
claimed only in a modified form, was fully shown ; and various other 
applications had been rejected. From the year 1859 the invention had 
gone into very extensive public use, the number of pencils manufac- 
tured annually by a single party, after the year named, being not less 
than 400,000; and the annual manufacture after 1862, by three other 
parties, called as witnesses, amounting to 2,000,000. Gray must have 
had constructive knowledge of all these intervening patents ; (Odiorne 
vs. Winkley, 2 Gall., 51 ; Erbe vs. Hill, Commissioner's Decisions, 1869, 
21 ;) it is shown that he had actual knowledge of some of them ; and as 
a matter of fact he was aware also that a large manufacture and public 
use was going on. 

It was upon a state of facts no stronger than this in the case of 
Cochran that the Commissioner of Patents decided that the applicant 
had forfeited his rights. The principles laid down in that case were 
reviewed and reaffirmed by the same officer in the later case of Hiram 
H. Marsh, decided since the passage of the new law ; Commissioner's 
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Decisions, 1870, 151. See also the cases of J. W. Orr, Commissioner's 
Decisions, 1869, 33 $ Edson vs. Coffin, ibid., 58; J. E. McClintock, ibid., 
1870,64. 

It is true the decision in the Cochran case was overruled on appeal 
by Mr. Justice Fisher, who held in substance that no delay, however 
long, and amid however extensive public use, could prejudice the rights 
of an applicant who had been erroneously rejected. The force of the 
judge'9 decision, however, is greatly weakened by the fact that in the 
later case of Gates vs. Benson, Chief Justice Cartter, by whom the appeal 
was beard, affirmed the general views of the Office on the question 
of abandonment in the most emphatic manner; and in the ex parte 
appeal of J. JR. McClintock, heard under the new law by the Supreme 
Court of the District in banc, the decision, awarding a patent to the 
petitioner, proceeds upon the declared ground that a full and satisfac- 
tory excuse was presented for the withdrawal and subsequent delay to 
renew — the inference being unavoidable that but for the excuse offered, 
the withdrawal, the long delay, and the public .use would have been 
held to constitute abandonment. 

But Gray puts in the plea of constraining poverty, of persistent 
though unsuccessful effort to obtain the cooperation of others in the 
prosecution of his application, and of repeated notice of his claim to 
the only person and firm whom he knew to be manufacturing the im- 
proved pencil. 

As regards the allegation of poverty, it appears that while he has 
had a family to support, his daily wages as a mechanic have averaged 
" from $3 to $3 50, more or less, per day, the year through, from 1856 
to 1869;" that he has received $1,200 from the sale of patent-rights ; and 
that he is the owner of stock in two different companies to the nominal 
amount of $38,000, but which he seems actually to value at about 25 
cents on the dollar. He has himself taken out several patents relating 
to sewing-machines and fire-arms ; and although he says the fees upon 
these, with one exception, were paid by persons other than himself, yet 
he also says that they have required much of his time and means ; and 
for a year or a year and a half, in 1857 and 1858, he admits that he 
devoted pretty much all of his time to the development of the manufac- 
ture of one of his patented sewing-machines. 

This is not the history of a man so circumscribed by poverty that he 
is unable to prosecute beyond the very first stage an application for a 
really valuable and meritorious invention. It indicates rather that he 
laid the matter aside because other inventions in which he was inter- 
ested held out better promise of success. If, under such circumstances, 
the invention went into general use, and large vested rights grew up in 
connection with it, he must, in justice to the public, be held to the 
strictest accountability for his negiect. In the interference of Wick- 
ersham against Singer it was sought to excuse the long delay of Wick* 
ersham on the plea of poverty. The remarks of Judge Merrick upon 
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this point are equally pertinent in the present case. They were in part 
as follows : 

The measure of poverty which one must possess before he is required to exercise 
any diligence to prosecute his rights, is not to be found in the statute. It is an excuse 
very readily made, which yet should not too readily be listened to. If a man be utterly 
destitute of money, without friends, and incapable thereby of prosecuting an enter- 
prise, much indulgence may be shown him, but where he has the means of carrying on 
enterprises of a kindred sort equally demanding money and friends, and does cany 
them on, his election to pursue those other enterprises will not be regarded in the law 
as an excuse for delay in the one where valuable rights of others, equally meritorious 
with himself, and in the outset of their successful struggle equally poor, are to be preju- 
diced. An election thus made for his supposed advantage or gratification at the time, 
according to the plainest principles of equity, must not be invoked to the subsequent 
detriment of another innocent party. 

Again, the mere fact that Gray did not entirely forget his invention, 
but at intervals solicited others to join him in his application for a 
patent upon it, cannot excuse his long delay ; something more than 
this is needed where rights have vested in others which subsequently 
he seeks to overthrow. Neither can the fact that, for the purpose of 
effecting a sale of his invention, he caused notice to be given to Gutter, 
Tower & Co. that he claimed to be the original inventor of the rubber- 
tipped pencil which they were manufacturing, excuse such delay It is 
doubtful, in view of the long-continued neglect to take further steps 
toward perfecting his rights, whether any mere notice of his claim, how- 
ever generally advertised, would have been of any avail. But, to say 
nothing of the hundreds of dealers throughout the country, he ought, 
at least, to have affected with notice all parties to whom, during his 
inactivity, patents had issued which would be tributary to his claim, 
if allowed. Such notice would have put them on their guard in the 
matter of investments. Who these later patentees were, he might have 
learned from an inspection of the records of the Patent Office, and this 
knowledge he must be held in contemplation of law to have possessed. 

On the effect of notice and protest in preserving an inventor's right, 
Judge Dunlop, in ex parte G. B. Simpson, MS., 1861, remarks as follows: 

Simpson admits throughout he knew the invention was in public use, but that he 
never permitted or allowed it, or gave his consent, but that he protested against the 
use. No man can prevent the bar of limitations attaching in the courts of justice by 
outside continuous claims ; he must assert his rights in the courts within the prescribed 
time. The policy of the law forbids the recovery of stale claims. The debtor is not 
required interminably to keep the evidences of his discharge, or to provide against 
their loss or destruction. There are two parties whose rights are to be looked to and 
guarded. So under the patent laws the public has rights as well as the inventor 
* * * * If an inventor knows that his invention is used by the public 

and does not take steps to prevent its use and assert his right, no other inference 
can be drawn by the public than that he assents to the use and dedicates it to them. 
His protest to A or B, if any avail could be given to it — which could not — could not com- 
promit the rights of C or D, who had not heard the protest. Besides, as I have before, 
urged, on all the analogies of the law as to bars and limitations, they can only be avoided 
by the assertion of claim judicially and in the prescribed tribunals and within the prescribed 
time. 
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Neither can the plea avail that Gray was misled by the first action of 
the Office, the same being erroneous ; and that under such circumstances 
he cannot be held responsible for the delay that ensued. 

On this point Commissioner Fisher very ably remarked in the Cochran 
case: 

It is not a sufficient answer to say that the first rejection was improperly made, and 
that, therefore, all the evils which may follow the granting of his patent at the present 
time are the fault of the Office and must he charged to the Commissioner. This is a 
fallacy. If the Office was in fault in the original rejection the law provided a mode of 
correcting the fault which it was as much the duty of the applicant to pursue as it 
was to file his original application. The law neither points out nor recognizes such a 
mode of correction as a withdrawal of the application for the purpose of endeavoring, 
under some new Commissioner, to obtain a reversal of the sentence. If the patentee 
refuses to adopt the remedy given by law, and substitutes one of his own making, ho 
does so at his peril ; and, when he applies again, it is as much the duty of the Commis- 
sioner to protect subsequent bona fide inventors and the innocent public against his 
laches as to protect him against the errors of former examiners. 

So, too, in Wickersham vs. Singer, Judge Merrick makes the pertinent 
inquiry : 

Should the Office itself make a mistake in its judgment upon a case which does not 
create a delusion in the mind of the party as to his rights, can he repose upon that mis- 
take and make it operate as an indefinite excuse to him for delaying the further prosecu- 
tion of his rights ? 

In the present case it appears from the proofs that Gray was not in 
fact misled by the rejection. This action created no delusion in his 
mind ; but, on the contrary, he pronounced it erroneous from the start, 
and manifestly was aware of his remedy. 

Nor does it alter the case that the application was withdrawn by an 
attorney without Gray's actual knowledge. When the interests of 
innocent third parties are concerned, the principal must be held respon- 
sible for the act of the attorney. But even if there had been no with- 
drawal, on the analogy of the case of Gates vs. Benson, the doctrine of 
abandonment would apply by reason of the unexplained and inexcus- 
able delay. 

In the argument of counsel it is also assumed that the renewed appli- 
cation of 1869 may connect with the rejected application of 1861. The 
object had in view in this is to relieve the case of any adverse effect of 
the withdrawal of the application of 1856. Whatever disability inay 
attach to Gray by reason of that act in connection with the earlier case, 
the later one at least it is argued must be free from it. This would be 
true, but still there would remain the damaging fact of inexcusable 
delay while others are taking patents, entering upon the manufacture, 
and creating and supplying a large public demand. This alone would 
be fatal. In addition, it is by no means certain that the statutory bar 
of two years* use prior to the application would not attach; since the 
patents of both Lipman and Shaw were issued more than two years 
before the 1861 application, and the issue of these patents raises a pre- 
sumption of public use. But, however this may be, in point of fact the 
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renewal application can only connect with the first application filed by 
Gray. The application of 1861 was for a special form of the device only, 
and contains no suggestion, either in the specification or the correspon- 
dence,that it relates to the generic invention — in fact,the generic invention 
is explicitly disclaimed ; and this course must have been purposely adopted, 
for Gray tells us that he gave his solicitor full information respecting the 
earlier case. The 18C9 application, on the other hand, purports on its 
face to be a renewal of the withdrawn case of 1856. This appears in 
both the affidavit which accompanied it when first made and in the 
formal paper of renewal filed July 13, 1870, under the special require- 
ment of the new law. 

It follows that Gray, in presenting excuses for his apparent lack of 
diligence, must cover the entire period from 1856 to 1869. 

But none of the excuses offered can avail him. From the very com- 
mencement he has had intelligent ideas respecting his rights; and there 
appears to have been no insurmountable impedient in the way of his 
securing them. Every consideration of public policy forbids that, under 
such circumstances, after a delay of fifteeen years, the invention mean- 
while having gone into very extensive use, and extensive manufactures 
having sprung up, in which large amounts of capital are invested, he 
shall be permitted to obtain a monopoly for seventeen years from the 
present time, under which these manufactures will be entirely at his 
mercy, and the public subjected to an extension of the term of taxation 
never contemplated by the laws. It is not the primary object of the 
patent laws to benefit the inventor; it is to "promote the progress of 
science and the useful arts," by stimulating invention and conferring 
upon the public the free use of the improvements thus developed at 
the earliest possible day. The inventor has rights which are not to be 
ignored; but at the same time the rights and welfare of the community 
at large must be fairly dealt with and effectually guarded. Considera- 
tions of individual emolument can never be permitted to operate to the 
injury of these. See Kendall vs. Winsor, supra; Melius vs. Silsbee, 4 
Mason, 108; Wyeth vs. Stone, 1 Story, 273. 

The theory of the law undoubtedly is that, when a person has made 
an invention, he shall proceed with diligence to take a patent upon it, 
in order that the free use of it may not be withheld from the public 
beyond the contemplated period ; and in this view it is just as important 
that the application, when once made, be diligently prosecuted, as that 
it be promptly filed. Goodyear & Bacon vs. Hills, 3 Fisher, 134. It 
would seem especially inequitable that an applicant should be per- 
mitted to withdraw his application, thereby inducing in the public mind 
the belief that he abandons all intention of patenting the invention; 
and after a lapse of years, when others, acting upon the faith of this 
presumption, have taken it up, secured numerous patents for improve- 
ments upon it, and built up large manufactures upon such patents, 
should possess the same rights as against the public and such subse- 
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quent patentees as if he had been diligent in all his acts. To permit a 
practice of this character would throw the door wide open to fraud, 
and would operate as a hinderance to the progress of science and the arts . 
In Gates vs. Benson, Chief Justice Oartter remarks as follows : 

The law contemplates, patronizes, and rewards diligence ; discourages, reproves, 
and punishes negligence. We are admonished 'of this fact in the statute regulating 
the rights of inventors. The act provides that reasonable diligence shall preserve 
unperfected rights. (Section 15, act of 1836.) Again, the statute provides a forfeiture 
in the contingency of postponing an application for more than two years. (Act of 
March 3, 1865.) It may be assumed that the law enacted to inspire and protect inven- 
tion is the law of earnest enterprise and demands earnest work. 'If negligence inter- 
venes, the law demands explanation ; and in the explanation, excuse. * * 
The rejected applications of the Patent Office are counted by thousands, aud run 
through all the years of its existence. Many, perhaps most, of this multitude of rejected 
cases, although falling short of invention, embody suggestions which, under the un- 
scrupulous and ingenious manipulation of professional inventors, would reissue into 
patent* to the'ntter confusion of existing rights. 

In ex parte Hiram H. Marsh, the Commissioner of Patents says : 

This case, as well as that of Cochran, illustrates very fairly the mischief of permit- 
ting old rejected or withdrawn cases to be revived long after the date of withdrawal or 
rejection. The models, in such cases, are exposed to public view on the shelves of the 
Patent Office ; the applicant may have entered largely into manufacture, without giv- 
ing any notice upon the articles made or sold that he claimed any exclusive right to 
their production or sale. From one source or another the invention is copied and goes 
into public use. When it has become valuable, the inventor, or, more frequently, some 
assignee, comes to the Patent Office and attempts, by a new or revived application, to 
sweep the whole manufacture within his grasp. He ignores his own delay, makes light 
of the fact that the original rejection was rightly made, and that he neglected then to 
offer to the Office the amended claims which he now presents. He makes great outcry, 
however, that he was originally refused a patent by the " fault of the Office," and that 
this mistake must be corrected at whatever cost. One answer to this plea is, that, the 
patent being a franchise, public policy demands that it shall be so bestowed as to benefit and not 
injure the community, and that it is better that one whose own neglect has contributed to his delay 
should suffer than that the whole public should be oppressed" 

Further, as previously stated, it is the policy of the patent law to re- 
ward the man from whom the public derives the benefit of a given inven- 
tion.; but in the present instance Gray is not the man. He withdrew 
his application in 1857 for insufficient reasons, and, before he reappears 
in the Office, Lipman, Shaw, and Neill had obtained patents which showed 
the invention reduced to practical form and made capable of beneficial 
results. The surrender of his model by Gray when he withdrew could not 
be looked upon as giving full knowledge of the invention to the world, 
even if it showed the invention in a perfected form. That act was not 
calculated to confer the benefit that a disclosure by patent is. A patent 
is notice to all citizens of the country ; not so with a rejected model 
deposited on the shelves of the Patent Office. A patent, too, generally 
enlists the active efforts of its owner in the introduction of the iu vention, 
which is one of the chief benefits of the patent system ; but this ele- 
ment, also, is wanting in the case of the surrendered model. 

Again, Gray's application can derive no support from the various 
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cases cited in which patents have been granted after delays by the 
applicants and even after they had withdrawn, aud in which the patents 
have been sustained by the courts. Such is the Cummings patent, upon 
which the suits of the Dental Vulcanite Company vs. Wetherbee, and 
Ooodyear & Bacon vs. Hills, originated ; the Fitzgerald patent, which 
formed the basis of the suits of Adams vs. Ed wards, Gaylor vs. Wilder, and 
Eich vs. Lippincott ; the Tanner patent, involved in the suit of Sayles 
vs. Chicago and Northwestern Railroad Company; the Lewis patent, 
upon which the suits of Godfrey vs. Eames, and Howe vs. Newton, were 
brought ; the Blandy patent, in Blandy vs. Griffith, and the Bell and 
the Adams patent, involved respectively in the suits of Bell vs. Daniels 
and Adams vs. Jones. 

In some of these cases there was no withdrawal ; in some the with- 
drawal was for the purpose of refiling in other form ; in some there was 
no public use during the period of the delay, and no patents were granted 
to other parties; in some the delay was owing to the infirmities of pub- 
lic officers ; and in all it was held that both the withdrawal, whenever 
that had taken place, and the delay were justified by the circumstances 
that characterized the particular case; but in no one of them were the 
circumstances analogous to those which surround the present case. 

4. There still remains a fourth question which received some attention 
in the argument ; that is, whether the renewal application of Gray 
describes the same invention that formed the subject of his first applica- 
tion. The renewal specification suggests a molded head, and one so 
constructed as to be held upon the pencil by its oicn elasticity. These 
are the two elements that principally have made the invention of value 
to the public; and yet there is no trace of these to be found in the 
original case. It is certain that Gray, in 185C, had no thought of a 
molded head ; and it is almost equally certain from the testimony pre- 
viously quoted, and from the specification, that one function of the 
metallic " holder ,? was to aid in retaining the rubber upon the wood of the 
pencil. No more latitude, byway of enlarginghis description and claims, 
can be allowed him in filing a renewal application than he would have had 
in the prosecution of the original one. But the established practice in 
relation to original applications forbids that alterations be made during 
their pendency which go outside the original record and model. Tried 
by this rule, Gray's renewal application would, at least, need to be 
modified before, under any ruling upon the other questions involved, it 
could properly be considered. This defect in the application, however, 
is susceptible of removal by simple amendment. 

In conclusion, then, it must be held that, in view of the changes which 
the invention underwent, after Gray ceased his experiments upon it, and 
before it was rendered of any value to the public, he cannot be regarded 
ashavingreduced.it to practical and patentable form; that if, by any 
liberality of construction, he could be regarded as having reduced it to 
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practice in 1856, then Hale, who carried it equally far in 1855, must be 
adjudged the prior inventor; and finally that Gray, by his unwarranted 
delay in the prosecution of his application, has forfeited all the rights in 
connection with the invention that he at any time may have had. 

The decision of the examiners-in-chief is affirmed. 

It may be added that this case has been thus fully considered, be- 
cause it is the first withdrawn case, revived under the new law, in which 
the question of abandonment, as arising from the public use of the 
invention, and from negligence in prosecuting the original application, 
has been involved; and it was deemed desirable, so far as practicable, 
to settle by a single decision the principles which should govern in this 
class of cases. 



O. L. HOPSOX and H. B. BROOKS. 

APPEAL FROM EXAMINEES-IN-CHIEF. 

May 31, 1871. 

In the matter of the application of O. L. Hopson and H. B. Brooks for 

letters patent for Improvement in Sewing-Machine Needles. 
Leggett, Commissioner : 

The applicant has already obtained letters patent for a machine by 
means of which the improved needle is made, and he now seeks a patent 
upon the needle as a manufactured article. The needle is made by such 
an arrangement of compressing dies as to secure a very rapid succession 
of compressions while either the wire is being turned between the dies 
or the dies revolved about the wire, and thus, from a wire of sufficient 
size for the shank of a sewing machine needle, the needle is drawn to 
the desired size and form, pointed, and polished without grinding or 
turning. 

It is well known to all who work in iron or steel that the surface of a 
wire is more compact and uniform, and, consequently, less porous and 
stronger than the core. If two pieces of wire of the same size are manu 
factured into sewing machine needles, one of them drawn by the process 
described by applicants, and the other brought to proper shape and 
size by grinding or turning, and then polishing, the two needles will 
differ from each other in many important particulars. The first will 
have a perfectly smooth and even surface, the skin very compact, and 
all the fibers running lengthwise with the needle, while the other will 
have a surface more or less uneven, and the body of the needle be more 
porous and granulated, the compact and fibrous surface of the wire 
having been removed in the process of grinding and polishing. 

There can, it seems to me, be no doubt but the process described by 
the applicants must produce a needle very superior to those produced 
by grinding or turning, being more uniform and even in size, more elastic 
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and durable, having better polish, and carrying better points, and 
thereby making really a new and useful article of manufacture. 

The applicants have filed several affidavits of experts, showing that 
their needles are easily distinguishable in the market by several quali- 
ties not found in other needles. 

The decision of the board of exaniiners-iu-chief is reversed. 



CORSETT & LOWE vs. B. C. WHITE. 
Interference. 

APPEAL FBOM EXAMINERS IN-CHIEF. 

June 1, 1871. 
h\ the matter of the interference between the applications of Oorsett & 

Lowe and B. C. White for letters patent for Improvement in Mill 

Bolts. 
Leggett, Commissioner : 

The invention in controversy in this case is an improvement in the 
mode of attaching the boltingrdoth to the reel in flouring mills. The 
improvement consists in bringing the edges of adjacent sections of cloth 
together and clamping them between two ribs placed on the outer side 
in such manner as to produce a reel with a continuous inner surface of 
cloth, having no portion of the ribs exposed to the flour within the reel. 

This improvement constitutes the whole claim of Corsett & Lowe, and 
the second clause of the claim of White. The first clause of White's 
claim relates to the form of the ribs, and his third clause to a sheep- 
skin packing for the reel-head. Hence the interference is between the 
entire claim of Corsett & Lowe and the second clause of White's claim. 

The testimony shows that Corsett first conceived the invention in 1862, 
but it was not until Lowe became associated with him, in 1869, that the 
invention was completed, as described in the application, and to the 
maturiug of the invention Lowe contributed. Corsett swears that he 
made a model of the invention in March, 1860, and another in June, 
1869; that the wood- work of the model filed with their application was 
made in June, 1869, but that the cloth was not put on until the 19th of 
October, 1869. Corsett traveled with one of his models in June, 1869, 
in order to introduce them in mills, and changed a part of one reel and 
put on his improvement. He shows that he was poor, and swears that 
he lacked the means to prosecute his invention until Lowe joined with 
him. He swears that Lowe made several valuable suggestions that con- 
tributed to the completion of the invention. The testimony shows Cor- 
sett to be an old man, and feeble. Corsett & Lowe filed their applica- 
tion February 10, 1870. 

The proof shows that White first conceived the idea of the invention 
September 6, 1869, and immediately made several reels involving the 
improvement, and put them into practical operation, and filed his appli- 
cation for patent January 10, 1870. 
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Both parties appear to be independent inventors — at least, no suspi- 
cion seems to exist that either obtained any knowledge of the invention 
from the other. They lived at great distance from each other, and there 
is no evidence that either ever heard of the other until their applications 
were in the Patent Office. 

It is conceded that Corsett & Lowe were first to invent, first to make 
a drawing, first to make a model, and first to test the invention on a 
reel, but they were one month behind in reaching the Patent Office. 
White was several months behind in making the invention, was behind 
in making drawing and model, behind in testing it on a working reel, 
but one month ahead in reaching the Patent Office. Mr. White, how- 
ever, as soon as he made the invention, commenced making full-sized 
bolts embracing it, and, before the filing of his application, had six in 
practical and successful operation. In this matter he showed great and 
commendable diligence and energy ; but was there any such want of 
diligence upon the part of Corsett & Lowe as to expose them to the 
charge of " sleeping on their rights?" 

The evidence shows that Corsett conceived the first idea of the inven- 
tion, and made a rude drawing of it in 1862 ; but was poor and feeble, 
and did not, and swears he could not, prosecute the matter at that time. 
In the summer of 1869 Lowe became connected with him, when the mat- 
ter was pushed forward as rapidly as could be demanded of ordinary 
men in ordinary circumstances. Corsett was sixty years old, feeble, and 
poor. White was forty-six years old, and had means to enable him to 
prosecute his invention with vigor. The difference of diligence in favor 
of White was evidently more the result of health and money than of 
the spirit of vigilance required by the law in such cases. 

It seems to me clear that priority belongs to Corsett & Lowe. The 
majority decision of the board of examiuers-in-chief is reversed. 



JAMES E. A. GIBBS. 
Extension. 
June 1, 1871. 
In the matter of the application of James E. A. Gibbs, for extension of 
a patent for Improvement on Sewing Machines, issued June 2, 
1857, reissued July 13, 1858. 
Leggett, Commissioner : 

The patent sought to be extended is for a revolving looper, used in 
a single-thread sewing machine, known as the Gibbs and Wilcox ma- 
chine. 

The extension is opposed by Mr. Albert F. Johnson, who is also a 
patentee of a similar looper. Johnson claims— 

1. That Gibbs was not the original inventor. 

2. That he has received the full value of his invention, even if it be 
admitted that he was the original inventor. 
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3. If lie has not received full consideration for the value of his inven- 
tion, it is because of the want of dne diligence in the prosecution of his 
business. Under this head the remonstrant sought to establish the fact 
that Gibbs was connected with the confederate army during the rebel- 
lion, and engaged in making torpedoes for rebel use, when he ought to 
have been manufacturing and selling his sewing-machine improvement. 

The remonstrant, however, in the preparation and argument of his 
case has directed his attention almost exclusively to efforts to estab- 
lish the fact that Johnson was, and Gibbs was not, the original 
inventor of the improvement in question. In doing this, he relies upon 
testimony and statements, fully considered and adjudicated in Gibbs's 
original application, in the interference between Gibbs and Johnson, and 
again upon the reissue of Gibbs's patent. 

On the question of novelty, therefore, the information now before the 
Office is exactly the same as when the patent was reissued, and on this 
subject, as on others, it is not the practice of the Office to review its for- 
mer action upon questions of fact, except upon newly discovered testi- 
mony. 

The proof is clear that the invention is of very great value, and that 
Gibbs has received next to no compensation for it. In his early strug- 
gles to introduce it into use, and to defend it in the Patent Office, he 
expended nearly everything he possessed, and was finally compelled to 
sell it for about $3,000, in the latter part of 1857, since which time he 
has had no interest in the patent. 

In cases where patentees have abandoned their patents to engage in 
the rebellion, and have spent the time in efforts to destroy their Gov- 
ernment, which should have been devoted to the introduction and use 
of their invention, the Office has very properly refused extensions. But 
in the case now under consideration, or in any other case not involving 
the question of due diligence, the Office does not inquire, and does not 
care to know, the war status of any person who applies for patents or 
extensions. 

The patent will therefore be extended. 



NEAL & ADAMS vs. DANIELS. 
Interference. 

APPEAL FROM EXAMINERS-IN- CHIEF. 

June 5, 1871. 
In the matter of the interference between the application of 0. G. Neal 

and J. F. Adams for the reissue of letters patent granted to J. H. 

Lane and C. D. House, December 7, 1809, for an Improvement in 

Knitting-Machine Needles, and the patent of J. F. Daniels, dated 

February 8, 1870, for an alleged similar invention. 

Duncan, Acting Commissioner : 

Prior to the inventions of the contestants the latch of the knitting- 
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machine needle appears to have been secured in the needle slot by means 
of an ordinary cylindrical rivet, which was passed through round holes 
drilled in the shank of the latch and the walls of the slot, and then 
headed down. The difficulty with this construction was that the con- 
stant action of the latch would at last loosen the rivet and cause it to 
fall out, or, which would be equally disastrous, to work endwise so as to 
project laterally from the needle. The slightest roughness upon the sur- 
face of the needle would catch the yarn, and of course materially injure, 
if not entirely destroy, the efficiency of the machine. 

On the 7th day of December, 1869, Lane & House, as joint inventors, 
took a patent for an alleged improvement in needles, designed to correct 
this evil. The specification describes the invention to consist in flatten- 
ing the ends of a malleable pin, previously passed through the eye of the 
latch, so that it cannot be drawn out in either direction, and inserting 
these flattened ends in corresponding elongated mortises in the walls of 
the slot, the slot being first spread open so as to permit of the introduc- 
tion of the rivet between its walls, and then closed up again by proper 
pressure applied on the outside. 

The claim is for "the knitting machine needle herein described, hav- 
ing elongated openings in the sides to receive the flattened ends of the 
pivot on which the latch turns, said pivot being flattened after it is 
passed through the latch, and the latch and its pivot being secured in 
place in the shank of the needle by springing the slot open." 

The drawing which accompanies the patent shows the rivet with 
widened ends, but, being an outline only, fails to represent shoulders, 
or anything approximating thereto, as formed by the flattening of the 
cylindrical wire. The model, unfortunately, has disappeared from the 
card to which it was attached and been lost, and cannot therefore be 
directly appealed to for testimony as to the precise form in which the 
invention was first presented to the office. Beyond, then, the mere ver- 
bal description of the mechanical construction of the invention to be 
found in the specification, we are obliged to rely upon parol testimony 
as to the principle of its operation. Two theories upon this point are 
advanced by the respective contestants. One is, simply, that the flat- 
tening of the end of the rivet, and its insertion into the elongated mor- 
tise, prevented all axial rotation of the rivet in sympathy with the 
movements of the latch, thus lessening, to a great extent, its liability to 
work loose, and also, in case it did become loose in its bearings, pre- 
vented its working out endwise through the eye of the latch. The other 
is, that the flattening of the wire formed shoulders upon the rivet, 
against which, when the rivet was inserted in its place, the inner walls 
of the needle slot would abut, thus strengthening the needle, preventing 
its walls from closing in upon and binding the latch, and at the same 
time effectually guarding the rivet against any lateral displacement. 
The last is the theory adopted by theapplicantsfor the reissue; and in con- 
formity therewith they have presented a new drawing, which shows well 
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defined, though slightly inclined or beveled shoulders, as formed by the 
flattening of the ends of the cylindrical rivet, the flattened ends also 
being filed, or otherwise worked off, so as not to exceed in width the 
diameter of the central and unchanged part. The specification declares 
the invention to consist in " a rivet pin compressed or flattened at the 
ends, whereby a shoulder is formed at each side of the latch, " the 
advantages of this construction being set forth in almost the identical 
terms just employed in the statement of the theory upon which the 
application is based. The claim js for " a knitting-machine needle, 
having its latch secured in place by a rivet, which is provided with 
shoulders, against which the walls 6f the slot abut and by which they 
are prevented from closing upon and binding the latch so as to impede 
its free movement." 

Daniels, in his patent bearing date February 8, 1870, shows a rivet 
with an enlarged middle part, but with cylindrical bearings or journals. 
By this construction a shoulder is formed on ail sides of the bearing. 
The claim is for " the needle A, having its latch-pivot G, made with the 
enlarged middle part a, and smaller shouldered bearings ft, &, at the 
ends, substantially," &c. In granting this patent the Oflice must either 
have overlooked the earlier patent of Lane and House, or proceeded 
upon the supposition that not only did that patent not lay stress upon 
and claim shoulders upon the rivet, but that it did not contain within 
it, either in the drawing, the description, or the model, the elements 
upon which such a claim might be asserted by way of reissue. When, 
however, the reissue application was actually filed, with the above-quoted 
claim and the accompanying drawing, the examiner in charge appears 
at last, by declaring an interference, to have conceded the identity of 
the invention as described in the original and in the reissue application ; 
and in this view the examiner of interferences, in his second opinion, 
concurs. This decision, however, is overruled by the examiners-in-chief, 
who hold that identity of invention is not proved, and who therefore^ 
so far as this consideration goes, award to Daniels the right to the patent 
which he has already obtained. The correctness of this finding is put 
at issue by the present appeal, and is the first question to be determined. 

It has already been stated that the model is lost, and that the original 
drawing shows only an outline of the rivet. The proposed amendment 
of the drawing, then, by which shoulders upon the rivet are plainly 
delineated, must be supported entirely by the verbal description in the 
original specification and by parol testimony. 

First, is such an amendment admissible as a matter of law ? The act 
of 1870, section 53, provides that in case of a machine patent, meaning 
by this, as the context would seem to indicate, a patent which has neither 
drawing nor model, the model and drawings shall not be amended, ex- 
cept each by the other. This prohibition, however, does not go to tbe 
extent of debarring the Commissioner from hearing parol testimony as 
to the character of the lost moijel of a patent, and, on proofs upon this 
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point satisfactory to himself, permitting corresponding amendments of 
the drawing, llie act of 1836 required, in terms, only that the reissue 
should be for the same invention as the original patent. In practice the 
courts restricted the exercise of this power to such amendments as might 
be warranted by the original papers and model. Accordingly, in Oar- 
hart vs. Austin, (2 Fisher, 543,) the court refused the injunction prayed 
for, because to grant it would have been to sanction the doctrine that 
a reissue, provided it embraces nothing beyond what the party actually 
invented, may include " improvements neither described, suggested, nor 
indicated in the original model, application, specification, or drawings." 
Neither in this case nor in the ex parte cases of W. C. Dodge and Eliza- 
beth Hawkes (Commissioner's Decisions, 1869, 27 and 37) is there any 
intimation that the Commissioner may not, for the purposes of a reissue, 
establish the character of a missing model, or supply other defects in 
the record by parol testimony. The same may be said of the rule of 
practice adopted by the Office on the 10th June, 1869, that " amendments 
of the drawings or models, founded solely upon the written description, 
will not be permitted. 7 ' The correct rule of practice, and the narrowest 
restriction that can properly be imposed, is to be found in the rule that 
"all amendments of the model, drawings, or specification must conform 
to at least one of them as they were at the time of filing the specification? 
Under this rule the Office may now properly receive testimony as to the 
character of the missing model. 

This model consisted of two parts, a completed needle and a detached 
latch and rivet. George E. Brown, the attorney who took out the 
original patent, testifies that the rivet contained in the model was a 
cylindrical pin with flattened ends, and that it is his impression that 
the middle part connected with the flattened ends not by square shoul- 
ders but by inclined surfaces. He produces a letter from House, which, 
he says, contained all the data he had in preparing the case. This letter, 
bearing date March 12, 1869, begins as follows ; 

I think I have a new way of riveting latches into needles, and I wiU try and 
describe what I claim to be my invention. It is to put the rivet through the latch, 
and flat it on each side so as io leave a shoulder on the inside of n eedle, &c. 

E. W. Anderson, the gentleman who prepared the reissue drawings 
and specification, states that early in the year 1870 he made a careful 
examination of the model, then in its place in the Patent Office, and 
found that the rivet consisted of " a central cylindrical portion and of 
two flattened ends whose plane surfaces were connected with the cylin- 
drical surface by shoulders," which, according to the best of his recol- 
lection, were " somewhat sloping, being not exactly perpendicular to the 
plane surfaces aforesaid." He pronounces the present drawing " a true 
but enlarged view of the models." 

J. S. Brown, who prepared Daniels's application, states that in Janu- 
ary, 1870, he examined the Lane & House model, spreading open the 
slot of the needle in order to see the rivjBt. He says : 

The rivet of the model around where the latch played had the unchanged form of 
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the wire from which it was made ; from that portion each end of the rivet had been 
pressed down on two opposite sides, first in an inclined or wedge-like form, but finally 
nearly flat, or so as that the tenon formed thereby was of nearly uniform thickness 
toward the end, and this compressed portion of the rivet widened as the thickness 
lessened so that the tenon was considerably wider than the diameter of the middle 
part. 

The witnesses Kimball, Foss, and Whiting declare that Howe ex- 
plained the invention to them in 1869, as consisting in the formation of 
the shoulder* to keep the rivet from working endwise in the needle ; 
and House's own testimony is very full and explicit upon this point. 

But, independent of the statements of these last-named witnesses as 
to what the invention actually was, and independent of House's own 
declaration in this regard, the description of the patented model, as 
given by the witnesses of either party, is conclusive in favor of the 
existence of shoulders upon it. The flattening of the ends of the wire 
would necessarily have formed shoulders. These, to be sure, did not 
have faces exactly at right angles with the axis of the rivet,* but from 
the various accounts as to the extent to which the ends of the rivet 
were flattened, there is but little room left for doubt that the shoulders 
were sufficiently developed to serve as stops against which the walls of 
the needle might abut. The decision of the examiners-in-chief as to the 
identity of the patented invention with that described in the reissue 
application is accordingly overruled. 

Coming now to the question of priority, an examination of the record 
shows that Daniels in his testimony in chief gave no attention to this 
matter and failed entirely to put in evidence bearing directly upon it. 
Incidentally only does the witness, Wardwell, state that previous to the 
early winter of 1869, Daniels had shown him a model of a needle which 
House subsequently claimed embodied the same principle with his own, 
but we are left in doubt as to the character of this neeedle, since the 
witness gives us no description of it. 

In his rebutting testimony Daniels attempts to cure this defect, and 
carry the date of his invention back to 1867. The counsel for Eeal 
and Adams very properly objected to the introduction in the rebutting 
testimony of any evidence of this character. The patent law confers 
upon the Commissioner power to establish rules for taking affidavits and 
depositions to be used in cases pending in the Patent Office. Accord- 
ingly it has been established as a rule of practice in interference cases 
that the party upon whom the burden of proof rests shall take his tes- 
timony in chief first, and on or before a day named • then the other 
party within a certain limit of time; and that a certain further time be 
allowed the two parties in which to take rebutting testimony; and in 
this very case the letter to Daniels, declaring the interference, specified 
the dates within which the testimony in chief of the respective parties 
would close, and expressly provided that afterward, and prior to a day 
named, •• rebutting testimony, but no other, " might be taken. Unless the 
established rules of the Office are enforced, the rights of contestants will 
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never be secured. There is no equity in the present case that demands 
a suspension of the rule. Accordingly all the testimony taken by 
Daniels in relation to the date of his invention, subsequent to the 24th 
day of July, 1870, the time fixed for closing his testimony in chief, must 
be excluded. This confines him to January 13, 1870, the day when ho 
filed his application, as the date of his invention. The patent of Lane 
and House, however, issued upon an application filed March 26, 1869, 
and the testimony in their behalf, shows that the invention was made 
as early as February or March of that year. Lane and House, there- 
fore, if they are to be regarded as having made a joint invention, must 
be adjudged the prior inventors. 

There remains the inquiry which occupies a prominent place in the 
controversy, whether Lane and House are actually joint inventors ? Both 
the examiner of interferences and the examiners-in-chief have held the 
negative. The matter is one of moment ; for if the invention patented 
be the sole invention of one of the patentees, and not the joint inven- 
tion of both, the patent is void, (Ransom vs. Mayor, &c, 1 Fish., 252,) 
and of course no reissue of a void patent can properly be made. With 
the single exception of House himself, the witnesses on both sides refer 
to the invention as if it were made by House alone ; that is, they quote 
House as constantly speaking of the invention as his own. Lane, so far 
as is now remembered, is not mentioned by them as being even alluded 
to by House as a joint inventor ; and House himself admits that he has 
generally spoken of the invention as his own. All this, however, may 
have been merely the carelessness of common conversation, and is 
readily explicable upon the theory that he was intrusted by Lane with 
the business management of the invention, and thus became the prom- 
inent one of the two, both in his own estimation and that of the public. 
It does not appear that he was ever directly questioned as to the rela- 
tion of himself to Lane in the originating of the invention until he was 
placed upon the stand. The testimony then given is too emphatic and 
direct to be overthrown by his previous loose and unguarded utter- 
ances. He declares under oath that Lane as well as himself had been 
studying on the subject of knitting-machine needles ; that they had 
had frequent conferences in relation thereto ; that they both invented 
the improvement together, and that he always regarded it as a joint 
invention. 

The question of joint invention is generally a difficult one, because it 
involves an inquiry into subtle mental operations frequently not well 
defined even to the consciousness of those who are the subjects of them ; 
and because of this inherent difficulty in the premises many a patent 
doubtless would be equally impregnable whether issued as for a joint or 
for a sole invention. 

As a rule, the matter may safely be left where the parties themselves 
choose by their declarations to place it 5 and the presumption of joint 
invention once created by the filing of a joint application upon a joint 
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oath, can be overthrown only by evidence of the most unequivocal char- 
acter. Whatever facta a more careful investigation might reveal re- 
garding the relations of the present parties, I am not satisfied, upon the 
evidence now adduced, to pronounce House the sole inventor of the 
device in controversy. 

Whether Daniels's patent, which shows a rivet with cylindrical instead 
of flattened bearings, as a consequence of which it can be more cheaply 
secured in the needle and with less weakening of the walls of the slot, 
is a valid, even though subordinate patent, as being for an improvement 
upon the invention of Lane and House, is a question in no way involved 
in the present issue. Daniels has his patent, and no judgment .of the 
Office can now modify its scope or affect its validity. 

The decision of the examiners-in-chief is reversed, and the reissue will 
be granted. 



DISSTON vs. EMEBSON. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 6, 1871. 

In the matter of the interference between the application of Thomas S. 

Disston and the patent of James E. Emerson for Improvement in 

Saws. 
Leggett, Commissioner : 

The invention in controversy in this case is a perforated saw-tooth. 
The testimony leaves no doubt of the fact that Disston first conceived 
of and first made the saw-tooth in question, but Emerson first em- 
bodied the improvement in a saw, first demonstrated by practice its 
utility, and filed his application, got his patent, and advertised it in the 
newspapers more than seven months before Disston filed his application. 
There is no pretense that either obtained any hints from the other, but 
both are admitted to be independent inventors. The question, then, is 
really one of laches. Did Thomas S. Disston pursue his invention with 
due diligence, or did he sleep on his rights to such an extent as to lose 
them! 

In the month of December, 1866, Disston made a sketch of the im- 
provement, and on the 22d day of February, 1867, he made u Exhibit 
B," which consists of one saw-tooth embracing the improvement in 
question, but never made a saw embracing the invention, and never 
put it to any practical test, and did not file his application for a patent 
until February 28, 1868, more than one year after completing " Exhibit 
B» 

Emerson filed his application April 12, 1867, got his patent July 16, 
1867, advertised extensively, and commenced making and selling saws 
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embodying the improvement in question. Disston, it seems, did not 
wake up until he saw that Emerson had patented the improvement and 
demonstrated its success. Disston excuses his delay by showing that 
he put his invention into the hands of his employer, Henry Disston, who 
neglected applying for a patent, and went to England, and nothing could 
be done until his return; but the facts show that no application was made 
for a patent until some months after Disston's return from England. 
The evidence also shows while Emerson's patent was pending in the 
Office, an interference was declared between Emerson's application and 
an application of Henry Disston then pending, thereby showing that 
Henry .Disston, though fully notified of the claim of Emerson, still took 
no steps to question Emerson's right to the perforated tooth, though he, 
at that time, held the assignment of Thomas S. Disston's invention. 
The fact is, one can hardly read the testimony and history of the case 
and avoid the conclusion that although Thomas S. Disston first conceived 
the idea of a perforated saw-tooth, and first made a tooth involving the 
invention, yet neither he, nor his brother, to whom he assigned the inven- 
tion, had any faith in its value, and let it sleep until Emerson had fully 
developed it and tested its value by practical use, and extensively adver- 
tised saws embracing it, creating a large demand for them, and actually 
put into the market about $50,000 worth of such saws. 

The law does not always reward the man who actually first conceives 
of and makes a model and drawing of a machine or article of manufac- 
ture. Of two independent inventors, that man is first in the eyes of the 
law who first reduces his invention to practice by embodying it in a 
working machine, or a marketable article of manufacture, and gives 
the public the benefit of it. The man who makes an invention and sets 
it away in a closet and leaves it there, is legally no inventor at all as 
against an independent inventor, who invents the same thing, reduces it 
to practice, puts it upon the market, creates a demand for it, and comes 
to the Office and gets his patent. 

The primary object of the patent laws is to encourage invention; but 
just the opposite effect is produced if an inventor is to understand that 
after he has completed an invention, obtained his patent upon it, and 
been to the expense of bringing it before the public and demonstrating 
its practicability, and creating a demand for it, he may then be ousted 
from his rights in it by some person who invented the same thing before 
he did, but for want of confidence in it, or other cause, put it aside and 
left him to incur the expense of introducing it to the world and showing 
its value. 

When two independent inventors are struggling to perfect and patent 
their invention, and both come to the Office at or nearly the same time, 
it is the duty of the Office to protect the man who first conceived ar.d 
described his invention, if he has pursued it with due diligence, although 
by poverty, or sickness, or other uncontrollable cause, he may be last in 
producing a practical workiugimachine, and last in the Office. 
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Undoubtedly, where two men have hit upon the same idea, and are both diligently 
engaged iu experimenting or in perfecting their inventions, it is proper to go back to 
the very beginning of the invention, to its first embodiment in any form, to ascertain 
which of them is prior in point of time. But where one of the parties has been neg- 
ligent or has not perfected the invention at all, or the other party has not only per- 
fected but has patented his device, then the rule administered in the courts should 
prevail, and no evidence of priority should be received that falls short of a reduction 
to practice by working mechanism. (Duchemin vs. Richardson and Stein, Commis- 
sioner's Decisions 1870, p. 31 ; Cahoon vs. Ring, 1 Fish., 397 ; 1 Clifford, 592 ; Johnson 
r*. Root, 1 Fish., 351; Whiteleytw. Swayne, 7 Wall, 685; Poppenhasen vs. New York 
Gutta Percha Company, 2 Fish., 62.) 

The decision of the majority of the board of examiners-in-chief is 
affirmed, and priority decided in favor of Emerson. 



ELIAS INGRAHAM. 
Reissue. 

APPEAL FROM PRIMARY EXAMINER. 

June 6, 1871. 
In the matter of the application of Elias Ingraham, for the reissue of 

Patent No. 109626, granted to him November 29, 1870, for Improve- 
ment in Method of Embellishing Glass. 
Leggett, Commissioner : 

This case comes from the primary examiner upon a preliminary ques- 
tion. 

This invention is for a method of embellishing glass. The original 
specification, in describing the process, says, " the glass is then sized 
with an appropriate transparent adhesive material," &c, but does not 
describe the material, so that one skilled in the art would know how to 
make or select it. For this reason he regards the patent as inoperative, 
and in his application for reissue amends his specification by giving a 
more minute description of the adhesive materials used, giving the 
composition of the sizing. To this "new matter" the examiner objects 
and applicant appeals. 

The original application being for a process, no drawing or model was 
required and none filed. 

The last clause of section 53 of the patent law provides that " when 
there is neither model nor drawing, amendments may be made upon 
proof satisfactory to the Commissioner that such new matter or amend- 
ment was a part of the original invention, and was omitted from the 
specification by inadvertence, accident, or mistake, as aforesaid." 

Applicant swears that the "new matter" was omitted by inadvert- 
ence or mistake, and files two affidavits showing that the sizes described 
by the " new matter" are the same as used by the applicant at time of 
his original application. He appears in his application to have placed 
himself clearly within the statute and is entitled to have his applica- 
tion examined upon its merits. The decision of the examiner is reversed. 
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HOCKEY & WOOLSEY vs. D. P. WALKER. 
Interference. 

APPEAL FBOM EXAMINERS-IN-OHIEF. 

June 6, 1871. 

In the matter of interference between the application of Henry L. 
Hockey & James H. Woolsey and Dwight F. Walker, for Panel 
Machines. 

Leggett, Commissioner : 

Applicants claim patents for paneling machine. The interference 
seems to be principally between the second and third clauses of Walker's 
claim, and the four claims of Hockey & Woolsey, as set forth in their 
application. 

The examiner of interference and the board substantially agree that 
there is no interference in the first clause of Walker's claim and the 
claim of Hockey & Woolsey. The case presents a conflict of testimony 
between the applicants which it is difficult to reconcile. It is contra- 
dictory and somewhat confused. 

The second claim in Walker's application is as follows : 

The arrangement of the bars D D, platform E E, shafts G G, adjustable counter- 
heads H H, and adjustable cutters 1 1, constructed substantially as and for the purposes 
herein set forth. 

3d. The combination of the cutter heads H H, constructed as described with the 
adjustable guards J J, stationary guide K, and spring L, all constructed and arranged 
substantially as and for the purposes herein set forth. 

The four claims of Hockey & Woolsey substantially set forth the 
same thing, although worded somewhat differently, but clearly to my 
mind embracing the same combination of machinery for the same pur- 
pose, raising panels for doors. Both parties claim priority of invention. 
Walker's application was filed March 7, 1870, and that of Hookey & 
Woolsey July 7, 1870. 

Hockey is a manufacturer of panels and other wood- work, and Wool- 
sey is a vender of machines used in such business. Walker is a prac- 
tical machinist and pattern-maker. According to Walker's evidence, 
his first effort to make a panel machine was in 1868. He prepared 
knives giving a rabbet cut and a side- wheel panel-head. The head had 
four knives ; those on the rim were set in an angle. This setting pro- 
duced a draw-cut, and the side knives set upon an angle in the wheel 
so as to produce the «ame effect. It was by this experiment he first 
demonstrated the principle of the draw-cut as applied to the knives of a 
paneling-machine. He sent the cutter-head, made at tbis time, to Messrs. 
Spicer & Carlisle, St. Cloud, Minnesota. This was long before any con- 
ference or any conversation with Henry L. Hockey upon the subject of 
cutter-heads, or knives, or any other portion of the machinery of a 
paneling-machine. About June, 1869, he exhibited to Henry L. Hockey, 
of the firm of Hockey & Woolsey, parties to this interference, the pat- 
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tern of the bead which he sent to St. Cloud, and which showed the 
position of the knives, but no pattern of the knives was shown ; the 
head itself, however, demonstrated the shape of all the knives. Hockey 
then spoke to Walker about ordering one like it, but did not at that 
time. Later in the same month Hockey called Walker into his shop, 
and told him he would not have one of those heads, but if Walker could 
prepare a knife for the head he had on his sticking machine, to do so. 
Walker then suggested the propriety of having a new head with a 
greater angle for the flat part of the panel. Woolsey remarked that he 
could get along with it very well if it would cut smoothly the raise of 
the panel. Walker then told him he could rig him a knife that would 
do that. Woolsey gave no order at the time, but about two weeks later 
he told Walker to prepare that knife he had described. Walker then 
took the head and illustrated what shape the knife would be. Walker 
took a panel, placed it upon a bench, and then took a carpenter's gouge, 
shoved it along across the end of the panel to illustrate the inclined 
projection of the knife which he was to make, holding the gouge upon 
an angle to illustrate the drawing-cut upon the raise of the panel. The 
same day Walker took the sticker-head to his shop and made the pat- 
tern of the knife, had it forged, andfitted it to the head. Mr.Bockey then 
took the head to his place of business, tried it, and then took a sample 
of the work, which he was much pleased with, over to Walker. The 
wooden pattern on file and marked "Exhibit 1," is the one these knives 
were made from. Walker received no instruction or assistance from 
any one. He went to Hockey's shop and saw it in operation a number 
of times. Upon this point Hockey claims that he directed Walker in 
regard to the manufacture of this knife. 

After Walker had made and fitted the knives, and they were in work- 
ing order, Hockey inquired of Walker if he could get him up a machine 
that would raise both sides as well as one ; Walker told him it could be 
done, and described how it should be made, and in feet did go on and 
build such a machine, and had it all completed and in good running order 
in December, 1869. After running it two weeks in Walker's shop it was 
sold to Messrs. Smith & Parker, Minneapolis, Minnesota. 

I am clearly of the opinion that the invention of the knife and the 
bevel, as applied to the cutter heads, is the idea of Walker, independent 
of any suggestions of Hockey or any one else. 

The claims are substantially identical. They embrace combinations 
all of which are necessary to complete the invention, and it is necessary 
to show the union of these elements to complete a practical working 
panel machine. Both have constructed such a machine. 

The decision of the board of examiners-in-chief is reversed and pri- 
ority is awarded to Walker, and both cases are remanded to the exam- 
iner for further examination, in the light of the testimony in this case, 
with the suggestion that he will probably find that neither application 
contains anything that is patentable* 
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WILLIAM A. IVES vs. JAMES SWANT. 
Interference. 

APPEAL FBOM BXAJONEBS-IN-CHIEF. 

Jane 7, 1871. 

In the matter of the interference between the applications of William 
A. Ives and James Swan for letters patent for Improvement in Ma- 
chine fob Forming Auger Lips. 

Leggett, Commissioner: 

The matter in controversy between the parties is a die, which consti- 
tutes an essential element in a machine for automatically forming the 
lips of augers and bits. Each party claims several devices. The last one 
claimed by Ives is in the following terms: "The holding dies con- 
structed to grasp in the twist of the auger and serve as a form on which 
to turn the lips." Swan's last claim is as follows: "The combination 
of the revolving former with the crimp dies, when either is arranged to 
move to or from the other." This combination cannot be used without 
infringing upon the claim of Ives, hence, between these two claims there 
is a conflict, and an interference is properly declared. 

Ives seeks to establish the fact that he conceived the idea of this die 
as early as 1860 or 1861. He proves that he described something of the 
kind to several persons, but there is no pretense that he made any pat- 
tern, or model, or sketch of the improvement. There is no proper evi- 
dence that Ives made the invention before the latter part of 1867, when, 
according to his own testimony, he for the first time gave it form, but 
he produces no exhibit to show that any die, or model, or drawing of a 
die, was made before coming to the Office. 

Swan testifies that he made a pair of dies, constituting, when put 
together, the die in question, in November, 1865 ; and he filed a caveat 
that month in which, among other things, he uses language that may 
be construed as vaguely describing the die in question. He made a die 
at that time, made a few augers upon it, some of them with a recipro- 
cating hammer, as he calls it, and later, with a revolving die. He pro- 
duces this double die, made in 1865, as an exhibit! in the case. It is 
objected, however, that this die could neVer have been used in practice, 
and that it is essentially unlike those which Swan himself afterward 
constructed for actual use. It is true the die is crudely formed, but is 
fully up to the standard of the usual first attempts of inventors to 
reduce their inventions to practice. It embraces the essential elements 
of the invention as it is now brought into the Office. All the improve- 
ment made upon the die since 1865 is purely mechanical and not 
inventive. That Swan first made the dies in question, the testimony in 
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the case leaves bat very little room to doubt The evidence also leads 
to the belief that these dies are of no value unless they are incorporated 
into a machine by which the whole operation of forming the lips of an 
auger can be performed automatically ; that no useful result is gained 
by using the dies, if the lips must be formed on them by hand. The 
evidence is also reasonably clear that Ives was the first, and perhaps 
the only one, to produce a practical machine, embracing the dies in 
question, by which the auger lips were formed automatically and suc- 
cessfully. 

If my deductions from the evidence be correct, then under the rulings 
of the court in Johnson vs. Boot, 1 Fisher, 351, and many other analo- 
gous cases, Swan is not entitled to a broad claim upon the dies. Justice 
Sprague, in the case referred to, says: 

Now, genttameo, I have observed to yon that it is not sufficient that some part in- 
corporated into an invention should have been thus perfected, so that it did not require 
further alteration unless that part could be a machine, so as to be of some practical 
utility. It would not be sufficient. It must be connected with a machine which, as 
a whole, taking that part, must be of some practical utility, in order to prevent other 
people coming afterward from having the benefit of an invention which embraces that, 
and perfects a machine that renders that useful. For it may often happen that a person 
in pursuit of an invention goes a certain distance, makes certain parts of an invention , 
hut fails of arriving at any practically useful result, and the whole falls to the ground. 
Somebody else comes afterward and takes up the invention, and may incorporate into 
his invention something found by somebody before; but if that somebody has never 
perfected that part, in the eye of the law, as I have explained to you, the second is not 
to be prevented from having the benefit of that which has been left without practical 
fruit. 

Swan invented the dies but failed to invent any practical way of using 
them, hence in this condition they could not be patented. Ives first 
constructed a machine in which the dies could be sucessfully used, but 
was not the first to invent the dies, and the testimony raises more than 
a doubt as to whether he ever invented them at all. The evidence estab- 
lishes at least a very strong probability that the idea of the dies was 
carried to Ives's shop at New Haven, from the shop in which Swan was 
employed at Seymour. I think neither party can properly be said to 
have invented the dies in the legal use of the word " invent." Both parties 
have long been seeking to accomplish the results attained by Ives's 
machine embracing the dies in question, but neither has accomplished it 
without the aid of. the other. It is a case where, if the parties had 
joined as co-inventors, a broad claim might have been obtained on the 
dies in question, as well as on the claims not in dispute. As it is, I am 
clear that a claim on the dies cannot justly be given to either. 

The interference is therefore dissolved, and in the further considera- 
tion of the two applications the examiner will see that neither party 
is granted a separate claim upon the dies in dispute. 
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EIOHAED L. MOETOK 
APPEAL FROM PRIMARY EXAMINER. 

June 7, 1871. 

In the matter of the application of Richard L. Morton for a design patent 
for a Flow Land-side and Mold-board. 

Leggett, Commissioner: 

The specification and claim are as follows : 

The nature of my design is fully represented in the accompanying drawings, to which 
reference is made. In these drawings the letter A represents a reversible mold-board, 
B the land-side, C the plow point, D the front standard of the land-side, E the rear 
standard, F the fork hook, and G the brace. 

1. I claim as my invention the design for plow irons, as shown. 2. I claim the design 
for mold-board, as shown. 3. I claim the design for land-side, as shown. 

February 13, 1871, the examiner, upon a preliminary examination, 
decided that "as a patent for a design it is inadmissible. Such a patent 
inTolves the subject of artistic or useful configuration, and not, as in 
this case, a machine. The case must be presented in the usual manner 
for a reversible plow. There should be a full description, as also a 
model." Applicant's attorney responded only by adding the last two 
claims as above given. The original application embraced only the 
first claim. February 18, 1871, the examiner again took up the case 
and says, "the decision already given is adhered to. Something 
more than a design in a patentable sense is exhibited. Adaptation and 
construction, with a view to a mechanical result, are seen." To this said 
attorneys made the following response: "The reasons for said rejection 
are not satisfactory." February 28, 1871, the examiner responded : "In 
this case a reconsideration is desired ; as no argument is given, no 
reason is seen why the executive question should not rest upon its 
present basis, subject to an appeal to the Commissioner. The former 
decision is adhered to." 

At this point the applicant took an appeal to the board of examiners- 
in-chief. The examiner has never given the case a judicial examination, 
and judicially has never rejected it. He has never compared it with 
other designs to determine whether or not it has been anticipated. His 
action was purely executive, and consequently no appeal lay to the 
board of examiners-in-chief. The duties of the board of examiners- 
in-chief are purely judicial; they have no executive powers, except 
such as may be conferred upon them under the statute by the Commis- 
sioner. (Commissioner's Decisions, 1869, p. 100; also Commissioner's 
Decisions, 1870, p. 111.) The appeal to the board was therefore irregu- 
lar, and the action of the board of examiners-in-chief being without 
authority, their decision is revoked, and the case is remanded to the 
examiner. 

The only appeal from the executive action of the examiner is to the 
Commissioner in person. 
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HAYDEN vs. PHILLIPS. 
Interference. 

motion. 
June 7, 1871. 

In the matter of the interference between the applications of Nathan 
Hayden and W. S. Phillips for Improvement in Spool Thread 
Case. 

Leggett, Commissioner : 

This case comes up on appeal from examiner of interferences. 

Phillips filed motion to reopen the case to receive testimony delayed 
until after day of hearing by fault of the Office before whom it was 
taken. 

Examiner's decision is suspended, and the case set for immediate 
hearing upon testimony and arguments now in. 



JAMBS D. SABVIN. 

Extension. 

June 8, 1871. 

In the matter of the application of James D. Sarvin for an extension of 
letters patent for Improvement in Carriage Wheels, granted 
June 9, 1853, reissued August 11, 1868, and again reissued September 
6,1870. 

Leggett, Commissioner: 

The invention embraced in this patent consists of an improvement in 
wheels for vehicles, and it relates to the peculiar construction of a 
wooden hub, of the hub-end of the spokes, of metallic flanges fitted to 
the hub and against the spokes, and especially to a combination of two 
or more of these parts. 

The real gist of the invention consists in such construction and for- 
mation of the hub-end of the spokes to form a solid belt entirely around 
the hub to be reenforc^d by the strength of ail the others in resisting 
direct strains, and in such an arrangement of metallic flanges as to 
unite the strength of all the spokes against strain in a lateral direction. 
The extension is stubbornly opposed on the grounds, first, that the 
device was not novel when originally patented. Second, that the re- 
issued patents embraced new matter, enlarging the scope of the patent, 
and are therefore void. Third, that the patentee has been fully remu- 
nerated for all time, ingenuity, and expense bestowed upon it 

The remonstrants have made reference to some nine or ten patents 
issued at an earlier date in the United States, England, and France ; but, 
upon careful examination, I am satisfied that no one of these, nor all of 
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them together, constitute sufficient reference upon which to reject this 
application. One of them presents a wheel having many points of 
resemblance to the Sarvin wheel, but the hub is of iron, and conse- 
quently does not furnish a sufficient reference for a claim, the very object 
of which is to get rid of the rigidity of iron, yet retain symmetrical 
form and lightness/ with great strength and durability. 

Whether justly or unjustly, much prejudice has existed against iron 
hubs, and to secure a wheel of proper strength, with wooden hub, small, 
symmetrica], and light, has been the study of many in this branch of 
manufacturing. 

In comparing the reissued patent with the original, I do not find such 
changes or additions as would warrant me in declaring the reissued pat- 
ent void. I have doubts as to the second clause in the claim, but the 
doubts are not of such a character as to induce unfavorable action, 
especially in view of the fact that the reissued patent is now before the 
courts, and I prefer leaving the question of validity of this claim to that 
jurisdiction. 

The utility of this invention, and its value to the public, are not only 
thoroughly established by the testimony of applicant, but also by that 
of the contestants. Its usefulness is attested by the great and grow- 
ing demand for the wheel embodying it, and its value and importance 
to the public are evinced by the great superiority of the wheel when sub- 
jected to rough usage. Several witnesses engaged in carriage-making 
testify to the great value of the improvement by swearing that carriages 
embracing the Sarvin improvement will sell in the market from twenty 
to fifty dollars higher than carriages having other wheels. 

The applicant's statement of account gives the entire amount of 
remuneration received for his patent, at the time of his application, as 
$61,534 55. The testimony shows that during the first eight or ten 
years of the life of this patent, he spent almost his entire time and 
devoted all his energies in almost a fruitless effort to induce carriage- 
makers to adopt his invention. It is only within the last four or five 
years that he has received any substantial income from it. His efforts 
at introducing it were persistent, and his diligence remarkable. The 
case affords an admirable illustration of the difficulty which inventors 
sometimes experience in introducing the most useful inventions, or in 
overcoming prejudices against their introduction. The law provides 
that in case the Commissioner is satisfied, by proper evidence, that the 
patentee has not received from the use and sale of his invention or dis- 
covery a reasonable remuneration for the time, ingenuity, and expense 
bestowed upon it, and the introduction of it into use, and that it is just 
and proper, having due regard for public interest, it is his duty to 
extend the patent. Under the head of reasonable compensation, it is 
just and proper that the Commissioner should take into consideration 
what the patentee has done for the public, not only in producing the 
invention, but in inducing the public to appreciate and accept it. 
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It is afaet in the history of almost every valuable invention that has 
been given to the world, that moneyed monopolies, and interested persons 
whose capital is invested in the manufacture of articles that will be ren- 
dered less valuable by the introduction of an improved article of the 
same class, have always conjoined their efforts to prevent the intro- 
duction of such improvements; and such will always be the case: 
consequently, it frequently happens that a large proportion of the life 
of valuable patents must be wasted in so bringing their merits before 
the public as to create a demand for them, despite the opposition of 
parties adversely interested. There is but little doubt that the im- 
provement covered by applicant's patent is one of the most valuable 
ever introduced into road carriages. It not only gives more strength 
and durability to the wheels, but secures greater safety to life and 
limb. 

The actual value of a patent in dollars and cents is very difficult to 
estimate, and I have but little confidence in the usual mode of ascer- 
taining such values for Office use in extension cases ; but I am satisfied 
that the value of Sarvin's invention is far beyond all he has received 
for it. Whether his invention is fully secured to him by his patent, I 
leave for the courts to determine. The extension is granted. 



FISK, CLARK & FLAGG. 
Reissue. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 9, 1871. 

In the matter of the application of Fisk, Clark & Flagg for the re- 
issue of letters patent for Men's Drawers, granted to them Febru- 
ary 4, 1868, as assignees of Henry Heath. 

Leogett, Commissioner : 

This is an application for a reissue of letters patent Fo. 73975, issued 
February 4, 1868. The application was rejected by the examiner, on the 
ground that " the combination of parts alleged to be new is fully antici- 
pated by the patent to H. Osier, August 18, 1863, and application of J. 
M. Davis, rejected February 10, I860." " Bands are attached to most 
drawers at the ankle portion thereof, hence the article patented to Osier 
is so finished that the bands must conform to the line P J, which is the 
precise shape claimed by applicants." 

The examiuers-in-chief affirm the decision of the primary examiner, 
and in their report say : 

The old style knee-breeches were made to fit by this method, as may be seen by 
reference to those of Washington, now in the Patent Office. 
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Knit drawers are often made with an ankle band to button, and nearly all the 
pants for young children, and many of the drawers made of cloth for men and women, 
are constructed with the ankle band. The idea that every little change in style, in- 
volving new combinations in cutting and seaming, and the exercise of mechanical 
skill to give it effect, is to be the prolific parent of a brood of patents, should be dis- 
countenanced. We see nothing in the thing claimed but a little ordinary skillful 
tailoring. 

The parties do not claim a patent on reissue upon the band on the 
bottom of the leg of the drawers ; bat they claim " the combination of 
the pointed waistband of the drawers with a fall leg having triangular 
portions removed from its upper ends, so as to obtain the requisite 
fullness at the hips and waist, without the necessity of gathers. 77 They 
also claim " the combination of the ankle band of the drawers with a 
full leg, having a triangular portion removed from its lower end, so that 
the requisite fullness of the leg is secured without a surplus of material 
in the vicinity of the ankle. 77 

The claim is for a combination of certain things described, by which 
the drawers fit easily, as well as being graceful, closely fitting the body 
and leg of the wearer, thus making not only a genteel, but comfortably 
fitting garment. To be sure, any straight piece of cloth, of bag shape, 
could be tied around the ankle and worn for drawers, but they would 
be clumsy and ill fitting, and unpleasant to wear. It seems to me that 
the curved ankle band, together with a removal of the surplus cloth 
around the bottom of the leg and above the hips, is a very great im- 
provement in the fit of drawers. 

The examiner refers to the application of J. M. Davis, rejected Febru- 
ary 10, 1860, and the patent of H. Osier, August 18, 1863. Neither of 
these describe or claim the combination described in this application. 
I am clearly of the opinion that these references are not pertinent, and 
that the combinations claimed are novel and useful. 

The decision of the board of examiners-in-chief is reversed, and a re- 
issue will be granted. 



G. C. STlLLMAff. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

Improvement in Catamenial Bandages, June 9, 1871. 

In the matter of the application of G. O. Stillman for letters patent for 
Improvement in Catamenial Bandages. 

Leggett, Commissioner : 

The references given by the examiner in this case are not deemed 
pertinent, and the other reasons given for rejection are trivial. 

The decision of the board of examiners-in-chief is reversed, and the 
patent will issue. 
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EAKLE & HOYT VS. C. F. DUNDEBDALE. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 9, 1871. 

In the matter of interference between the applications of Earle & Hoyt 
and 0. F. Danderdale for patents on Improvements in Machine 
for Generating and Carbureting Hydrogen Gas. 
Leggett, Commissioner : 

Cleveland F. Dunderdale, of New York, obtained letters patent upon 
an apparatus for generating and carbureting gas, June 1, 1869, and for 
improvements on the same, July 27, 1869, and November, 1869. His 
present application for still further improvements was filed April 30, 
1870. Earle & Hoyt filed their application May 4, 1870. Immediately 
after obtaining his first patent, Dunderdale commenced the manufacture 
of gas, employing Calvin and William Lightbody to assist him. He de- 
voted almost his entire time and thought in making experiments to further 
perfect his invention. Upon the 3d of August, 1869, an agreement was en- 
tered into between Dunderdale and John T. Earle & Sons, of Danbury, 
Connecticut, by which they had authority to sell his machine in the 
States of Massachusetts, Connecticut, and Rhode Island. 

It appears from the correspondence on file and other evidence, that 
mutual suggestions were very soon interchanged between Dunderdale 
and the Earles as to various changes and improvements which might 
be made in the machine. These improvements generally involved only 
mechanical changes, such as the change in the form of the bottom, the 
substituting of one kind of faucet or valve for another, the putting of a 
drip-pan on the inside or under the bottom, which had before been 
on the outside, and the putting of a pipe and valve on the outside 
which had been on the inside, &c. In fact, nearly all the improvements 
in controversy were such as would easily be suggested to the common 
mind in manufacturing and using the machine. It appears that all the 
machines shipped by Dunderdale to the Earles worked to their entire 
satisfaction, or, as they say in one of their letters, " machines work 
splendidly ," and that they were ■' more than ever convinced of its supe- 
riority over any other." 

It further appears from the papers on file, that the Earles, after they 
had been acting as Dunderdale's agents, induced him to let them man- 
ufacture in Connecticut, claiming it could be done much cheaper than 
in New York. Early in the fall of 1869, Hoyt became interested with 
the Earles in the manufacture and sale of the machine, and Dunderdale 
seems to have given, for a time at least, nearly the whole management 
of manufacturing to Earle & Hoyt. Hoyt wrote to Dunderdale, Janu- 
ary 11, 1870, desiring to form a stock company for Pennsylvania ; speak- 
ing also of great improvements having been made in the machine. Dun- 
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derdale was still manufacturing on a small scale, employing the two 
Lightbodys, but sent to Earle & Hoytfrom time to time for fixtures and 
for portions, constituting, in part, the improvements. Dunderdale 
claims he originally made all, or nearly ail, the suggestions leading to 
these improvements. This is denied by Earle & Hoyt, who claim just 
the reverse. After Earle & Hoyt began to manufacture the machine 
in Connecticut, they became co-partners. 

O. T. Earle having taken an assignment in Dnnderdale's patent, they 
made from time to time suggestions one to another in regard to what 
they claimed would be improvement. Many of these suggestions, how- 
ever, were those that neither party claim as improvements in their speci- 
fications. The examiners, in their report, say : 

He (Dunderdale) claims that he had every confidence in them np to about March, 
1870, disclosed everything to them, and treated them as his confidential agents, carrying 
oat his plans and suggestions, and giving their mechanical experience and skill in his 
employment, and for the interest of his inventions, in which they had a resulting inter- 
est. This view would seem in a manner to be sustained by the way John T. Earle 
writes him, September 3, urging him to adopt the new form of bottom with " plug- 
cock," &c., which was done, and is not claimed by either party. 

In March, 1870, Dunderdale made out fall drawings, showing all the 
improvements in controversy, had them engraved for a new circular with 
fall descriptions of the improved machine, and on the 30th of April 
filed his application, now in interference. He claimed : 1st, screw-head 
(to cover the generator) with valves attached thereto, and rubber pack- 
ing; and, 2d, the combination and arrangement of filling device N, indi- 
cator O, pipe M, paddles R, stirrers S, pipe W, drip-box U, valve P, 
guide Q, when arranged as set forth and in connection with apparatus 
patented to him, and used for generating and carbureting gas. It is 
evident that Dunderdale did not consider any one of the specific parts 
embraced in his second claim as separately worthy of a patent. 

O. T. Earle, the son, says that he went to Washington to get out the 
necessary papers and drawings for Earle & Hoyt's application for a 
patent, and was there informed that Dunderdale had applied for the 
same thing. 

The application of Earle & Hoyt embraces eleven claims, of which the 
first, second, fifth, seventh, tenth, and eleventh only are in interference. 
From an examination of this case, I am satisfied I cannot state the case 
more clearly, and arrive at what I deem just and right under all the cir- 
cumstances and contradictions in the testimony, than to adopt the lan- 
guage of the examiners-in-chief, who say : 

It becomes necessary, in a case like this, to resort to surroundings, and evidence of 
disinterested witnesses, if produced, to arrive at anything like a satisfactory conclusion 
as to who is entitled to the credit of the invention. In this case we are happily re- 
lieved from much embarrassment and doubt by reflecting upon the fact that Dunder- 
dale stands confessed as the inventor of all the most material parts and features of the 
machine upon which the changes were made. We have his old machine to examine, 
and we have also the evidence of the gentlemen who manufactured it before Earles & 
Hoyt had any knowledge of it, and continued work after they became interested. We 
wUl then consider Earles & Hoyt's claims seriatim : 
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1st. The pipe outside connecting the carbureting chamber with the holder. In 
Donderdaie's old machine this connection, having valves, was on the inside and not 
easily accessible. But C. Lightbody says he heard Dunderdah suggest the change fully 
a year before, in July, 1869. 

2d. Fans, &c, for agitating the liquid. Both parties claim this feature, and it is 
impossible to determine from the evidence who first originated or suggested it. 

3d. Perforating pipe and partitioned carbureting chamber is only shown by Hoyt & 
Earle ; but the perforated pipe had been suggested by Dnnderdale, and was old in the 
same combination. This claim is not in interference. 

4th. Swash-plate is only shown by Earle & Hoyt ; is not in interference. 

5th. Cap and screw clamps, &c. C. Lightbody says Dnnderdale described to him in 
middle of 1869, and this was before Earles & Hoyt knew of the machine; Parker also 
says he saw it on one of Dunderdale's machines in South America in 1869. There is no 
doubt but Dnnderdale is entitled to what he sets forth in his first claim. 

6th. Pipe with stop-cock for introducing oil into the carbureting chamber. C. Light- 
body sayB that Dunderdale suggested this to him in July, 1869, before Earles & Hoyt 
had anything to do with the machine, nor is it shown in Earle & Hoyt's model. 

7th. Miter valves for drawing off sediment. Although this is not embraced in Dun- 
derdale's claim, yet he shows a similar device, which C. Lightbody swears was used 
by Dnnderdale in 1869, and was in market known as "Adams's patent; " neither of them 
show it in their models. It is not patentable in itself, nor in the combination shown 
and claimed by Earles &Hoyt. It is but the substitution, at most, of one well-known 
device for another, and for the same purpose, shown in Dunderdale's old machine. C. 
Lightbody says that Dunderdale used it in 1869, as shown by Earles & Hoyt. 

9th. Wire cone in wire basket, only shown by Earles & Hoyt, and not in interference. 
It is an old device for analogous uses. 

10th. Manner of suspending the wire basket so that gas will not escape from the 
generator, &c. This was fully shown in the old machine, and C. Lightbody says it was 
resorted to by Dnnderdale, in 1869, for identical purposes. 

11th. With pipe a, with miter valve b. This was added after filing application as an 
amendment. Its full equivalent was shown in the old machine. It is but repeating 
the seventh claim. The pipe a is but a continuation of a, and both make the " discharge 
pipe" of the seventh claim. 

There yet remains, then, only the second claim, embracing the fans or agitators which 
are to be used for mixing the acid and water, and breaking up any sediment which 
may become deposited in the bottom by whirling round the cylinder to which they 
are attached. 

The evidence of Earles & Hoyt, in regard to this improvement and others, is rather 
vague and perhaps equivocal. They speak of having added it to the machines they 
were constructing, and of its having been suggested in September, but they do not 
tell us who first conceived it, or who first suggested it. To be sure, their general claim 
of in venting among themselves an the improvements would embrace this also. But 
their detailed and particular statements, in regard to this special device might have 
originated with Dunderdale, and been communicated by him. They might have added 
it as his agents or employe's in further adapting and perfecting his machine, or even 
if they added it of their own conception and suggestion, all parties might have consid- 
ered they were so doing as manufacturers, using their simple skill in perfecting the 
machine in which they were interested, and which had been intrusted to them to put 
up in the most approved and satisfactory manner. 

We have seen, in fact, that they did have all that Dnnderdale had already reduced to 
practical form to begin with, and that they went on and adopted and wrought out 
others of his undoubted suggestions for additional improvements, such as those of their 
first, third, fifth, and sixth claims, dec, and it is therefore probable that they were 
but acting in the same way in regard to this device of the second claim j besides, having 
claimed so much which evidently belongs to Dunderdale, the mind is led to discredit 
their claim in this respect also. 
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A meritorious inventor, who has taken ont a patent in good faith, should not have 
his invention crippled by additional patents for improvements which naturally suggest 
themselves to every mechanic who is employed to manufacture them, and who is so 
employed, perhaps, on account of his skill and experience. 

While we have some doubt in regard to the second claim we must resolve that doubt 
in favor of the original patentee. 

I therefore affirm the decision of examiners-in-chief, and give priority 
of invention in favor of Dunderdale as to all matters in interference. 



J. H. McWILLIAMS. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 9, 1871. 

In the matter of the application of J. H. Mc Williams, for letters patent 
on Improvement in Padlocks. 

Leggett, Commissioner : 

The applicant seeks a patent on what he alleges to be an improvement 
on what is known in the trade as the old Scandinavian padlock. The 
Scandinavian lock has a staple-formed shackle, with several notches on 
the inner surface of each limb of the shackle in which tumblers fit when 
the lock is closed. This lock is open to two valid objections : First, there 
is no provision for preventing water from running into the lock on the 
surface of the shackle-limbs ; and second, the feet of the shackle resting 
on the bottom of the lock case, and having no other stop, requires only 
a sharp stroke of a hammer upon the top of the shackle to break out the 
bottom of the lock case, and thereby destroy the lock. 

The object of the improvement in question is to obviate both these 
objections to the Scandinavian lock, which the applicant does by simply 
constructing the shackle with shoulders resting upon the top of the lock 
case in such manner as to prevent the rain from running into the lock, 
and also forming stops that prevent the feet of the shackle from reaching 
the bottom of the lock case. The device is very simple, but evidently 
effective, fully accomplishing the ends sought. The board of examiners- 
in-chief reject the application on the ground that such shoulders are as 
old as the heads of bolts and nails; that its application to the Scandi- 
navian lock was purely mechanical, requiring no exercise of the invent- 
ive talent, and is therefore unworthy of a patent. 

Mechanical principles are very few, and generally well understood. 
The most valuable inventions ever made consisted only of so grouping 
well-understood principles and devices as to produce new and useful- 
results. The law is well settled that a new combination of old devices 
is patentable, so it produces results that are new and useful, however 
small those results may be. The question is not "How useful is it ? ,? 
but, " Is it useful at all ? » 
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There can be no doubt but that the applicant's device is a very great 
improvement in the lock to which he has applied it ; that it is something 
more than what the mind of any ordinary mechanic would suggest is 
evinced by the fact that the Scandinavian lock has been made in large 
quantities during many years past, and, notwithstanding the objections 
named were well understood, yet no effective remedy had been devised. 

The decision of the board of examiners-in-chief is reversed. 



GEOBGE B. CLARKE. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 10, 1871. 

In the matter of the application of George B. Clarke for letters patent 
for Office Label and Ticket-holder. 

Leggett, Commissioner: 

The device described in this application consists of a two-sided notice- 
board or sign, so arranged as to admit of certain information being per- 
manently written or printed on it, with arrangements for attaching and 
detaching smaller cards or boards at pleasure, having on them any other 
information which the owner may desire from time to time to communi- 
cate to others. 

All that applicant claims is fully shown in the three patents of Paine 
for trunk-card, Putnam for show-card, and Keep for card-rack. Really, 
applicant claims a combination of these three devices. 

Is applicant's device a patentable combination! Combination means 
something more than mere aggregation. A promiscuous assemblage of 
men together, without unitary organization, although they may all be 
seeking a common end, is a mere aggregation ; but the same number of 
men assembled and thoroughly organized, with one purpose and one 
will, is a combination. The same is true in mechanics. Several ma- 
chines brought together, each performing its own individual function 
in its own way, is a mere aggregation ; but several machines brought 
together and so organized that they work together as if by a single will, 
for a single purpose, and produce a single result, become a combination, 
and if that result is new and useful the combination is patentable. 

The device under consideration is a mere aggregation of old devices, 
each separately performing its own function. The mere assembling of 
them into immediate proximity with each other does not make a com- 
bination in a patentable sense, nor in any other sense in which the word 
is properly used. Such an aggregation presents no olaim for a patent 

The decision of the board of examiners-in-chief is affirmed. 
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M. LABTDENBERGER. 

APPEAL FROM EXAMINERS-IN-C&IEF. 

June 10, 1871. 

Ill the matter of the application of M. Landenberger for letters patent 

for Aniline Mixture of Colors for Mixed Fabric. 
Leggett, Commissioner: 

The applicant's invention consists in producing a color for mixed 
hosiery and undergarments, composing them of threads mixed half and 
half of some aniline color and white, or one aniline color and another, 
the fabric being all wool, or half wool and half cotton. 

Upon first reading the specification and claim, I was under the 
impression that some one was trying to perpetrate a huge joke upon 
the new Commissioner, but upon inquiry I find the applicant has paid 
the proper Office fees, and employed able counsel ; hence I suppose I 
must regard him as seriously in earnest. 

Wools and yarns in aniline colors are on sale almost everywhere, and 
for the Patent Office to authorize any one to say that ladies buying these 
wools and yarns may not mix them in any proportion or way they 
choose, would be simply ridiculous. If one can patent such a mixture 
as applicant describes, another could patent stripes, another checks, and 
so on, until every possible style and pattern should be covered by 
patents, and no person would be safe in buying or making any article 
of clothing having aniline colors, without first instituting a careful 
investigation to ascertain whether its use would not involve a law-suit 
for infringement. 

Such a combination as applicant proposes has not the remotest shad- 
owy ghost of novelty or invention about it. Such combination of colors 
has been common ever since the days of Jacob's speckled cattle, and I 
don't know how long before. . The mere substitution of aniline colors 
for others is an act possessing no feature of invention, for aniline colors 
have become so common that they are in use in almost every family in 
the country. 

The decision of the board of examiners-in-chief is affirmed and the 
patent refused. 



JAMES P. HILLIARD. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 10, 1871. 

In the matter of the application of James P. Hilliard for letters patent 

for Improvement in Looms. 
Leggett, Commissioner : 

The invention consists in an improved device for holdiug the cloth 
upon the loose roll of a loom. This device is a tongue fitting into a slot 
or groove in or near one end of the roll; the tongue being attached to 
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the roll by a hinge at the end of the roll, and so formed as, when closed 
over the end edge of the cloth, to be flash with the surface of the roll. 
The advantages claimed to be secured by this device are, first, more 
rapid attachment of the cloth to the roll; second, more firmly holding 
the cloth in position on the roll, the tongue so clamping the cloth in 
place as to prevent it from working endwise ; and third, greater facility 
for removing the cloth from the roll, as the cloth can be drawn off from 
the end of the roll opposite the hinge without unwinding, thereby 
saving the time and expense of unwinding and refolding. 

Several experts of large experience in weaving testify to the great 
value of this alleged improvement, asserting that it has merits above 
any other device within tbeir knowledge for the same purpose. 

The examiner and the board of appeals reject the application upon 
substantially two references: The first is a movable rod running from 
one end of the loose roll to the other. The functions of this rod are 
the same as the device in question, so far as pertains to holding the end 
of the cloth on the roll, but it is not claimed for it that it prevents the 
cloth from working toward one end or the other of the roll, thereby 
preventing such irregular rolling of the cloth as to avoid refolding for 
market. The other reference is to the usual and common device for 
paper files, consisting of two strips of wood or metal attached at one 
end by a hinge. The only resemblance I can discover between the 
reference and device of applicant is in the hinge, and a rejection upon 
a barn door would have been a reference just about as pertinent. 

The decision of the board of examiners-in-chief is reversed. 



E. E. SUMNEE. 

APPEAL FROM PRIMARY EXAMINER. 

June 12, 1871. 

In the matter of the application of E. E. Sumner for letters patent for a 
Post hole Digger. 

Duncan, Acting Commissioner : 

The article described, in this application presents three alleged pecu- 
liarities: (1) a serrated cutting edge upon the cylindrical blade ; (2) a 
diagonal in lieu of a vertical slit in the cylindrical blade ; (3) curved 
arms rising vertically and connecting the blade with the handle. These 
three features are made the subject of as many separate claims. Besides 
these three claims there is a fourth, in which the applicant claims, "as 
a new article of manufacture, a post hole digger, made substantially as 
herein shown and described." 

The examiner declines to entertain the application in its present form, 
assigning as a reason that " in an application for a patent for an im- 
proved article of manufacture but a single claim can be entertained, 
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and that should cover the invention as an entirety ;" and in support of 
this ruling he refers to the twenty-fourth section of the patent act, and 
to the Commissioner's decision in ex parte W. B. Blanchard, 1870, p. 59, 
It is from this refusal to act that the present appeal has been taken, 
under rule 44. 

In the section of the law to which the examiner refers an article of 
manufacture, so far as concerns its treatment in the Office when made 
the subject of an application for letters patent, is in nowise distinguished 
from a machine ; and the same reasoning that would find a warrant in 
the section for restricting an application upon the former to a single 
claim would apply equally to an application upon the latter. Such a 
course, however, would be opposed to the constant and universal prac- 
tice of the Office, and, it is believed, finds no sanction either in the lan- 
guage of the section itself or in any consideration of public policy. 

Looking also at the analogy of design patents, we shall find ground 
for the exercise of a larger liberality than the examiner thinks admissi- 
ble. In the ex parte case of Isaac A. Sheppard, (Commissioner's Deci- 
sions, 1870, p. 22,) the question was whether one claim might be allowed 
for the central figure of a particular design and another for the combi- 
nation of the central figure and the surrounding ornaments. In pro- 
nouncing his opinion, the Commissioner says : 

There is no provision in, or fair construction of, the act relating to letters-patent for 
designs that forbids the union of two or more claims or clauses of claim in a single 
patent. I am at a loss to know upon what ground such a construction can be asserted 
or maintained. If the design contains features which are new, singly and in combina- 
tion, no reason is known to me why they may not be so claimed. 

In the case of W. R. Blanchard, referred to by the examiner, applicant 
was claiming a mold-board of peculiar construction. The decision of 
the Commissioner goes no further than to affirm that the mold-board 
described cannot be claimed as " an article of manufacture" at all, since 
it is adapted to use only in connection with a single kind of plow, thus 
making it, not the " subject of separate manufacture and sale,' 7 but only 
a " portion of a machine." No opinion is expressed or intimated as to 
whether, if the mold-board could be claimed as an article of manufac- 
ture, its separate peculiarities of construction might not be made the 
subject of separate claims. 

In the case now under consideration, if Sumner had invented the 
serrated cutting edge only, he might, beyond question, have claimed 
the post-hole digger with this improvement applied as " an improved 
article of manufacture." The same, too, may be said with reference to 
the diagonal slit and to the vertical arms. If this be so, then the only 
possible objection to considering the three claims in a single application 
is that they may be regarded as covering three different inventions. 
The examiner plainly intimates this objection in making reference to 
rule 12, which forbids the incorporation of two or more distinct inven- 
tions in the same application. This rule was never intended as going 
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to the extent of requiring that all features of invention, which might be 
claimed as separate improvements, should necessarily be made the sub- 
ject of separate applications. 

Whether given improvements relating to a particular machine or 
article of manufacture shall be embraced in one or more patents is often 
a perplexing question, and one that must necessarily be left to the 
discretion of the Commissioner. No more definite rule can be established 
than that laid down in ex parte Linus Yale, jr., (Commissioner's Decisions, 
1869, p. 110,) to the effect that " when two or more distinct inventions 
are united in one application, that are capable of division, and which 
belong to different classes or involve a double labor of examination, or have 
no community of operation, it is not only the right but it becomes the 
duty of the Commissioner to require the application to be divided." 

While in the present case the various improvements are not so related 
to each other that the functions of the one cannot be brought into full 
play without the cooperation of the others, yet there is no such classifi- 
cation of inventions in the Office as would bring the several improve- 
ments under different sub-classes. Inasmuch, therefore, as their union 
in a single application does not impose upon the Office any extra labor 
of examination, this course may properly be permitted, and the applica- 
tion now pending will be proceeded with. 



JOHN L. MASON. 

Extension. 

June 12, 1871. 

In the matter of the application of John L. Mason for an extension of 
patent granted to him June 2, 1857, for an Improvement in Manu- 
facturing Screws of Thin Metal. 

Leggett, Commissioner: 

In his specification Mason describes a process of making sheet metal 
screw caps for jars, &c., which consists of two steps: 1. Confining the 
circular blank between a screw mandrel and the chuck of a lathe, and 
by continued lateral pressure with a blunt tool against tbat portion of 
the surface which projects beyond the mandrel during the revolution 
imparted by the lathe spinning the same down into a general cup fonn. 
2. By applying to the outside of the cylindrical portion of the cup thus 
formed, the revolution of the lathe being still continued, a properly- 
shape tool, and pressing the metal into the grooves between the 
threads of the screw cut upon the mandrel. 

Mason's claim is tQ the described mode of "forming screw threads on 
cups hollow cylinders, or hollow cones of soft, thin metal." This tech- 
nical claim is untenable. 

The same mode of forming threads on metal caps for jars, &c, is 
described in Beltzung's English patent of 1852. This patent speaks of 
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placing tbe caps, previously formed out of a ductile metal by means of 
a punch and die, " upon a screwed mandrel in a lathe and pressing the 
metal into the thread of the screw by the application of a serrated tool 
or burnisher, or a milling tool, to the exterior." This description is 
accompanied by two" figures, showing respectively a side and a section 
view of a cap formed in this manner ; and the claim is for " the manu- 
facture of screw caps or stoppers for bottles and jars by stamping them 
out of sheet metal, by means of a punch and die and a presser die, and 
then pressing the metal into the grooves or thread of a screwed mandrel, 
as hereinbefore described. 

The invalidity of Mason's present claim, in view of Beltzung's patent, 
is virtually conceded by himself, inasmuch as he now proposes to amend 
his own patent by disclaimer, striking out from the claim the words 
"threads on," and making corresponding changes in the body of the 
specification, by which amendment the scope of the patent will be 
materially abridged, being limited to the manufacture of screw caps by 
the combined process of spinning and threading. 

The limited claim which Mason thus proposes could not properly 
have been allowed by the Office originally, and by consequence cannot 
be accepted now. 

Both steps in the combined process which he would claim were old. 
The use of the lathe in spinning disks of ductile metal into caps for jars 
is fully illustrated in Barlow's English patent of May 18, 1854; and the 
threading of the plain cylindrical cap, as above stated, is found fully 
described in Beltzung's patent. 

Merely to use the two processes in conjunction cannot be regarded as 
invention. If originally the combining of the two processes of spinning 
and threading, in the manner shown by Mason, wrought such au improve- 
ment in the manufacture as to entitle him to a patent, that result must 
have arisen from the existing imperfections in the art of drawing and 
striking up metals. The improvements since made in this art have been 
such as to divest Mason's invention, granting, by way of argument, that 
there was aught of invention in what he did, of any value or importance 
to the public which it may ever have possessed. 

The witnesses Scott and White, both practical men in the art, give 
testimony bearing upon this point. Both of them deny Mason's asser- 
tion that it is necessary, in making flanged caps, which constitute a 
large portion of those used upon fruit-jars, to employ the spinning pro- 
cess. Testifying to Exhibit 13, which is a flanged cap, Scott says that 
it can be made by the process of striking up and subsequent threading 
four times quicker than by spinning, and that the wages of the attend- 
ant of the machines would be a great deal less. White says that they 
can be thus made about three times quicker, and that they will be about 
four times cheaper, in consequence of the cheapness of the labor required 
in striking up. 

It is contrary to public policy and to the intent of the statute that an 
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extension, should be granted upon a patent for an invention which at 
the time is of no value or importance to the public. One, and perhaps 
the principal, object in requiring the applicant for an extension to state 
the ascertained value of his invention, is to aid the Commissioner in 
forming his judgment as to whether it be "just and proper" that the 
extension be granted. 

Another question of equal importance with that of novelty is, would 
the extension inure to the benefit of Mason, if granted! To answer this 
question requires a brief history of Mason's transactions in patents. It 
seems that on the 26th day of August, 1859, he was the sole owner of 
this patent and four others. Four of the five patents were granted to 
Mason and one to a man by name of Frampton, but assigned to Mason. 
On said August 26, 1859, Mason conveyed all his interest in all of said 
patents to Mitchell and Bennett (the conveyance in express terms carry- 
ing all reissues and extensions) for the sum of $30,000. Of this amount 
$2,000 was paid to Mason in cash at time of the sale, and the balance, 
$28,000, in Mitchell's notes, coming due at various dates, running 
through twelve years. November 3, 1859, Bennett conveyed his interest 
to Mitchell, and on the same day Mitchell mortgaged the five patents 
to Mason, to secure the payment of the $28,000. July 9, 1862, Mitchell 
conveyed to Sanderson, and July 10, 1862, Sanderson conveyed to 
Mitchell, Boyd & Barclay, who reconveyed, by way of mortgage, on the 
same day, to Sanderson, to secure the payment to him of $8,000. On 
the 24th of July, 1862, Mitchell, Boyd & Barclay conveyed to the Metal 
Screw Company. This conveyance was, of course, subject to the two 
mortgages of $28,000 and $8,000, and to the two equities of redemption 
of Mitchell and of Mitchell and Barclay. 

At this time the Metal Screw Company is supposed to have con- 
sisted of Mitchell, Boyd & Barclay. Mitchell afterward sold his entire 
interest to Boyd for about $100. Boyd, coming in possession of one of 
the Mitchell notes for $530 39, secured by the $28,000 mortgage and 
indorsed by Mason, which, having gone to protest, proceeded to fore- 
close the mortgage, Barclay -being the highest bidder, at $350, the 
unexpired term of the five patents was deeded to him April 15, 1853. 
On the same day Barclay conveyed them to Boyd, and on the 3d of 
June, 1864, Boyd conveyed them to the Metal Screw Company. On the 
1st of October, 1864, Sanderson's mortgage for $8,000 was released. At 
the time of this latter date the title of the Metal Screw Company rested 
upon two conveyances, one from Mitchell, Boyd & Barclay, of Mason's 
original entire interest, including all extensions, subject to Mitchell's 
mortgage, and the other from Boyd, under the foreclosure of the unex- 
pired term of all said patents. 

November 20, 1865, Mason sold $14,199 of the Mitchell notes to one 
Baylis for $1,500, and, at the same time, Mason executed a conveyance 
to Baylis of all his interest in the said patents derived under the mort- 
gage, which included and covered all extensions. Thus the title stands 
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at this time. First, Mason conveyed all his interest in the five patents, 
including all reissnes and extensions for a valuable consideration; he 
afterward obtained an equitable interest, by way of a mortgage, to se- 
cure the payment of Mitchell's notes. This mortgage also included re- 
issues and extensions. Second, he afterward conveyed to Baylis, for 
a valuable consideration, "all his right, title, and interest, legal and 
equitable, in and to said mortgage;" and, also, "all his right, title, in- 
terest, claim, and demand in and to the said patents, and each of them, 
derived under and by virtue of said mortgage.'' 

In the light of these conveyances, I cannot discover any title, legal 
or equitable, existing in Mason, either to the original term of this pat- 
ent, or to the extension, if granted. Applicant's attorney, who has 
very ably presented this case before the Office, claims — 

1st. That, because of frauds and failures of consideration, the con- 
veyances from Mason were void; and, 

2d. If the conveyances are held good, that still Mason has an equit- 
able interest under the mortgage conveyed to Baylis, holding that said 
conveyance was only to secure the $14,199 of the Mitchell notes suld to 
Baylis, and that Baylis became the trustee of the mortgage for Mason, 
to secure the $7,000 of the Mitchell notes still remaining in Mason's 
hands. 

I feel well satisfied from the testimony that much cunning and 
shrewdness has been exercised in manipulating these patents, and that 
Boyd has proven far too sharp for Mason, and that, consequently, Boyd 
has reaped nearly all the value of the patents; but that the testimony 
makes fraud so apparent as to warrant me in pronouncing the transac- 
tions voM, I am far from being convinced. If the applicant relied upon 
such a claim, he ought to have established it in the courts before the 
expiration of the original term of his patent. This is not the proper 
time and place to try such a question. 

The equitable title of Mason in the extension granted under the 
mortgage, in the hands of Baylis, appears exceedingly vague and uncer- 
tain when it is remembered that the mere delivery of the notes carried the 
mortgage security without further formality. The very formal and care- 
fully-written instrument conveying " all right and title, legal and equit- 
able, in the mortgage," and further adding, "all right, title, interest, 
claim, and demand in and to the said patents, and each of Ihem, derived 
under and by virtue of said mortgage," certainly meant more than a 
conveyance of a mere trusteeship after securing the $14,199, and was 
so understood at the time, at least by the purchaser. Baylis was, at 
the time, an employ^ of Boyd, and probably acted in the matter as 
Boyd's agent; and the evidence pretty clearly indicates that Boyd alone 
constitutes the Metal Screw Company ; hence it .may be inferred that 
the $1,500 was paid as a consideration for the title held by Mason 
under the mortgage, more than for the Mitchell notes, and the language 
of the conveyance must so have been understood by both parties, if it 
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was understood at all. It conveys the notes and all interest, legal and 
equitable, in the mortgage, and all title, interest, claim, and demand to 
the patents derived under the mortgage. There certainly is no interest 
left in Mason that I can regard in considering the question of extension. 
The extension is therefore refused. 

In refusing this extension, no wrong or hardship is inflicted upon the 
applicant; he has received several thousand dollars for a patent that 
never should have been granted. His only proper cause of complaint 
is, that he has permitted another to fleece the public instead of doing it 
himself. 



WILLIAM KELLY. 

Extension. 

June 15, 1871. 

In the matter of the application of William Kelly for extension of patent 
for Improvement in the Manufacture of Iron, issued June 23, 
1857, and reissued November 3, 1857. 

Leggett, Commissioner : 

The invention in this case consists in decarbonizing molten crude 
cast iron, by running it into a cupola or vessel, separate from that in 
which it was melted, and blowing through it from the bottom a blast of 
air, so as to burn out the excess of carbon — the blast being strong 
enough to furnish rapid combustion of the carbon, and thereby retain 
the temperature and fluidity of the molten metal until sufficiently 
refined, without the use of other fuel. 

The extension is opposed mainly on two grounds : 

1st. That the invention was not novel when the original patent was 
granted. 

2d. That the extension would be detrimental to the public interest. 

The remonstrant's attorney claims, in support of his argument against 
the novelty of the invention, that it was fully anticipated by the patents 
of Bessemer and of Mushet, and a rejected application of Christian 
Shunk. 

Mushet's patent was for an entirely different process, to accomplish 
an entirely different end, and consisted in the introduction of manga- 
nese or other highly oxidizable metals, during the process of melting 
the crude iron, for the purpose of detaching and removing oxidized sub- 
stances. 

Christian Shunk's application described a process of applying an air 

blast in the hearth of a blast furnace, an entirely different and much 

less effective method of accomplishing what was secured by Kelly's 

invention. 

Kelly's application was put in interference with Bessemer 9 ® patent, 

o 
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while pending in the Office, and on all points where interference existed 
priority was declared in favor of Kelly. Kelly's patent was granted 
June 23, 1857. 

In November of the same year he surrendered his patent, and obtained 
a reissue. At this time the novelty of the invention at the time of the 
original issue was again investigated, and again conceded to Kelly. 
The question of novelty having been twice carefully investigated by the 
Office, and twice conceded to Kelly upon exactly the same evidence 
now before the Office, it would be ridiculous presumption for me to go 
behind those decisions and deny the novelty of the invention. It is the 
settled practice of the Office not to reconsider former decisions on questions 
of fact, except upon the presentation of new testimony. In this case not 
a particle of testimony was adduced touching the question of novelty, and 
hence this subject should not have been considered at all upon the hear- 
ing, and I have noticed it here only because so much stress was given 
it by remonstrant's attorney in his argument. 

The testimony shows the patent to be very valuable ) that Kelly has 
been untiring in his efforts to introduce it into use, but the opposition 
of iron manufacturers, and the amount of capital required, prevented 
him from receiving anything from his patent until within a very few 
years past. He shows an expenditure of $11,500 in behalf of the 
patent, and receipts only io the amount of $2,400, leaving the patent 
indebted to him, at the date of its expiration, to the amount of $9,100. 
Under the statute, he has made a clear case entitling him to an exten- 
sion, leaving me no discretion in the matter, unless in my judgment I 
should regard the extension as prejudicial to public use. On this sub- 
ject no testimony is introduced, and after listening carefully to discus- 
sions of counsel, and attentively reading his printed argument, I fail to 
discover any substantial reason against extension that might not be 
just as properly urged against nearly every application that is made, 
while very few patentees are able to present so strong grounds for 
extension as the applicant in this c&se. 

The patent will be extended. 



ANN M. COOLEY, ADMINISTRATRIX. 
Extension. 
June 16, 1871. 
In the matter of the application of Ann M Cooley, administratrix, for 
the extension of letters patent for a Whiffle-tree Hook, granted 
to Anthony Cooley, June 30, 1857. 
Duncan, Acting Commissioner : 

From the evidence in this case it appears that Cooley, upon procuring 
his patent, sold out his drug business, in which he was at the time 
engaged, in order that he might devote himself to the work of mtro- 
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during his invention. He realized from, the sale of his former business 
about $1,500. This amount and considerably more was spent by him 
in the prosecution of his new enterprise, without yielding him any 
income, and in 1860 he died. His widow and administratrix: was unable 
to procure parties to engage in the invention until the year 1867, when 
she entered into an arrangement with the Messrs. Fitch, of New Haven, 
to whom she sold the balance of the original term for $50, and with 
whom she has since consummated an agreement whereby, if the patent 
is extended, she is to receive a royalty of five c^nts per gross upon the 
harness snaps and snap hooks manufactured by them under the extended 
term. 

Although the original patent is in terms for whiflte-tree hooks, yet 
plainly the present manufacture of the Messrs. Fitch is liable under it, 
and this subordination they fully acknowledge in the agreement made. 
From the statement of the senior member of the firm it appears that 
during the year ending April, 1870, the firm made and sold not less than 
10,950 gross of these hooks. This sufficiently indicates the value of 
the invention, and that the extension sought will materially benefit the 
estate of the deceased patentee. 

The examiner reports the invention to have been new and patentable; 
and no opposition to the present application is made. The extension, 
therefore* will be granted. 



WILLIAM H. FOYE. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

June 17, 1871. 
In the matter of the application of William H. Foye for letters patent 

for the Construction of Submarine and other Walls. 
Duncan, Acting Commissioner : 

Foye obtained a patent June 29, 1869, on an improvement in sub- 
marine foundations and a mode of constructing surface walls to resist 
the action of earthquakes ; and the present application relates to an 
alleged improvement upon the invention then patented. In both the 
application and the patent the blocks of stone of which the wall is con- 
structed are held in position by means of vertical guide rods passed 
through holes drilled in them, the lower end of these rods being locked 
at the proper distance apart by means of a "ground rod," to which they 
are attached in any feasible manner. 

In the patent there is shown a double wall, the one series of blocks 
breaking joints with the other, and each series having its own set 
of guide rods. These two sets of guide rods are tied together by means 
of metal binders, or u spacing plates," which are pierced with the neces- 
sary holes, and sent down along the rods so as to rest transversely upon 
the upper face of each, or any desired layer of the blocks. 
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The application shows a single wall, with a single set of vertical guide 
rods locked together at selected intervals, by means of a metal spacing 
plate placed longitudinally of the structure. The rods are provided also 
with a screw thread and nut upon the upper end, so that when the last 
layer of stones has been put in position, the nut may bo driven down 
into close contact with it, and the rod rendered more fixed and immov- 
able. The claim is for "the longitudinal spacing plate in combination 
with the vertical guide rod provided with screw threads and nut, when 
constructed and arranged with reference to submarine and surface walls, 
substantially as described. 7 ' 

The use of the nut and screw thread may be regarded as an ordinary 
expedient for securing rods of all kinds in position, and therefore to 
present no patentable feature in this connection. It may be seen in the 
patent of Bartlett and Johnson, referred to by the examiner. There 
remains then the simple question whether there is invention in placing 
the binding or spacing plate longitudinally of the wall, when previously 
they had been placed transversely. It is believed not. There does not 
seem to be any new principle of construe tion brought into use by this 
change. In both the patent and the application the metal plates per- 
form the same function, viz., hold the vertical rods in fixed relation to 
each other. The fourth claim for the patent is, for the guiding rods in 
combination with the binders, substantially as and for the purpose 
specified ; and Foye seems now to have done nothing more than to make 
a special application of the invention thus patented. Whether in the 
double wall the blocks be tied transversely, to prevent them from 
spreading laterally, or in the single wall longitudinally, to prevent the 
blocks from moving apart in the direction of their length, would seem 
to be matters that belong exclusively to the domain of the builder, and 
not of the inventor. 

It is not always easy, or possible, in fact, to distinguish between the 
skill of the mechanic and the work of the inventor; yet, nevertheless, 
that there is a radical difference between them is clearly recognized by 
the decisions of the courts, and the one should never be confounded with 
the other. 

In Blandy vs. Griffith, (3 Fish., 609,) Mr. Justice Sway he forcibly 
remarks : 

Mere mechanical skill can never rise to the sphere of invention. The latter involves 
higher thought.auil brings into activity a different faculty. The line which separates 
them is sometimes difficult to trace ; nevertheless, in the eye of the law, it always sub- 
sists. The mechanic may greatly aid the inventor, but he cannot usurp his place. 

In Ransom vs. Mayor of New York, (1 Fish., 252,) Judge Hall charged 
the jury that "before a patent can be issued, the thing patented must 
appear to be of such a character as to involve or require i invention 7 for 
its production — require the exercise of the genius of the inventor as dis- 
tinguished from the ordinary skill of the mechanic in construction/' 
(See also Pdrkhurst vs. Kinsman, 1 Blatch., 488; and Powers vs. Stevens, 
Commissioner's Decisions, 1869, 45.) 
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In the present case there seems to have been called into play nothing 
more than the ordinary skill of the constructor. The thing done is but 
a new application of the invention already patented, and under circum- 
stances so closely analogous to those immediately contemplated in the 
patent as to constitute a mere double use. 

The decision of the examiners-in-chief is affirmed. 



H. H. FURBISH. 

MOTION. 

June 20, 1871. 

In the matter of the application of H. H. Furbish, for the extension of 
letters patent for Improvement in Seeding Machines granted to 
Charles W. Oahoon, September 1, 1857, and reissued May 11, 1858. 

Duncan, Acting Commissioner : 

Under the provision of law which requires an application for the 
extension of a patent to be filed in the Patent Office not less than ninety 
days before the expiration of the original term, the present petition 
should have been presented to the Commissioner not later than 3d day 
of June. Through an oversight on the part of the attorney charged 
with the conduct of the case the papers were not then filed. They are 
now offered on the 20th of the month, and motion is made that they be 
received nunepro tunc, and the case proceeded with in other particulars 
in the usual manner. 

The same question arose in the analogous case of the administrators 
of J. C. Smith, Commissioner^ Decisions, 1870, 114, where it was. alleged 
to be on account of the failure of the mails that the petition, which in 
due course of mail should have been received ninety days before the 
expiration of the patent, did not come to hand until the eighty-ninth 
day. In that case the Commissioner decided that he had no power, 
whatever the circumstances might be, to waive the express provision of 
the statute fixing a limitation of time, and that the party's only relief 
lay in favorable legislative action by Congress. That case must stand 
as a precedent in this. The present motion is accordingly refused, and 
both petition and fee will be returned. It may be added that even if 
the petition could be received, it is doubtful whether the extension could 
be granted. In the case of O. W. Minard, Commissioner's Decisions, 1870, 
36, it appeared that the right to the extension had been assigned, the 
inventor retaining no interest therein. This was held to be a sufficient 
reason for refusing the extension, on the ground that an extension "is 
intended solely for the benefit of the inventor, and when he is not enti- 
tled to receive it, the invention belongs to the public." So likewise an 
insufficiency of interest in the proposed extended term was held to be a 
bar to the grant of an extension in the cases of J. M. Heck, Commis- 
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sioner's Decisions, 1869, 19; J. F. Boynton, ibid., 1870, 125; and Cross 
man & Gleason, ibid., 158. 

In the present case the party signing the petition and making the 
application affirms that he is the sole assignee and owner of the patent for 
the original term and of the right to the extension. This fact alone, under 
the rulings cited, would prove fatal to the grant of an extension as asked. 



JOHN HAW. 

Extension. 
June 21, 1871. 



In the matter of the application of John Haw for the extension of letters 
patent for Improvement in Picker Saw Mills, granted June 23, 
1857. 

Duncan, Acting Commissioner : 

At the time of making this invention Haw was a manufacturer of 
agricultural implements. Since the date of the invention he has been 
burned out twice, once before the late civil war and once since, and dur- 
ing the war his busi ness was entirely suspended by the movements of 
the Union and the rebel armies, which frequently occupied the county 
where he lived, and sometimes took possession of his own place of resi- 
dence, one pitched battle occurring upon his own grounds. Under these 
circumstances he seems to have used due diligence in efforts to introduce 
the invention. His profits, according to the statement rendered, amount 
to $3,200. This seems an inconsiderable amount for an invention which 
the sales show to be quite largely appreciated in the section of country 
where applicant lives. 

The novelty of the invention and its utility are unquestioned. The 
extension will be granted. 



SYLVESTER BENNETT, EXECUTOR. 

Extension. 

June 22, 1871. 

In the matter of the application of Sylvester Bennett for the extension 
of letters patent for Machine for Riveting Boilers, granted 
June 30, 1857. 

Duncan, Acting Commissioner : 

The character of the patented invention is fully set forth in the speci- 
fication, in the following language : 

In riveting operations it is common to nse what is known as a " set," consisting of a 
tool with a hole in it, or, in other words, a hollow die, which, after the rivet is put in 
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the holes in the plates and placed with its head on the anvil, or has the riveting stake 
held against it, is pnt over the protruding point of the rivet and driven with a hammer 
to close the plates around the rivet before upsetting the point of the latter to form the 
second head. This " set " has always (so far as known to me) been used as a separate 
tool and held in the hand, and had to be removed before the hammer, punch, or plunger, 
by which the point of the rivet is upset and hammered over the sides of the holes, can 
be applied. My invention consists in fitting the " set " in the form of a tube to the ex- 
terior of a punch- or plunger, which is employed to upset the point of and close the 
rivet, so that it may be employed not only to close tl*e plates together and around 
the rivet before the riveting commences, but to hold them closed during the riveting 
operation. The invention is applicable whether the riveting be performed by steam 
or other power. 

The claim is in these words : 

The employment, in combination with a riveting punch or plunger, of a hollow " set," 
fitted to slide upon the exterior of the same, and operated to close or set the metal 
around the rivet before the operation of the punch or plunger commences, and hold the 
same closed during such operation, substantially as described. 

An inspection of the French patent of M. Lemaitre, granted Septem- 
ber 23, 1844, to which the examiner has referred in his report, shows 
that this claim should never have been allowed, the ground covered by 
it being fully occupied by the invention patented to Lemaitre. 

The invention as patented to Bennett being found lacking in novelty, 
it is unnecessary to consider the other questions involved in the appli- 
cation. The extension is refused. 



F. C. LOWTHORP. 

Extension. 

June 24, 1871. 

In the matter of the application of Francis C. Lowthorp for the exten- 
sion of letters patent, bearing date June 30, 1857j for an_lMPROVE- 
ment in Iron Truss Frames for Bridges. 

Duncan, Acting Commissioner : 

Prior to applicant's Invention, which relates to a mode of securing 
the ends of the lower chord rods, the verticals, and the diagonals and 
counter-diagonals of an iron truss bridge, it appears that these parts 
were generally connected by means of eyebolts and links. Great accu- 
racy of construction and fitting was requisite, resort to the expensive 
process of forging eyes upon the ends jof the rods became necessary, 
and the parts being secured at a common center by means of a common 
bolt, it was difficult to detach a given part for needed repairs without 
endangering the integrity of the whole structure, or at least imparting 
a dangerous strain to the neighboring parts, and thus necessitating the 
expense of temporary support. 

It is claimed that the merit of overcoming these difficulties, inherent 



Digitized by 



Google 



DECISIONS OF THE COMMISSIONER OF PATENTS. 193 

in the systems in vogue prior to 1856, belonged to Lowthorp, who in 
that year devised the straining plate and mode of attaching the rods 
thereto which forms the subject of the patent granted him in 1857, and 
which is now offered for extension. This straining plate forms a com- 
mon snpport for the chord rods, the verticals, and the diagonals ; but 
these have independent attachments to the plate, so that any section of 
one of the lower chords may be detached without disturbing either 
the verticals or the diagonals, and vice versa. The invention certainly 
has the merit of simplicity; and the inventor claims that by means of 
it he unites the requisite Strength and durability with a lightness and 
economy of material and cost of labor and facility of repair not attain- 
able by other modes of construction ; and to this fact alone, apart from 
such service as he may have derived from his personal and professional 
reputation, he attributes it that he has been enabled, although a man of 
very limited means, and operating for many years under the embarrass- 
ment of pecuniary obligations incurred in the construction of his first 
bridge on the new plan, to compete successfully in securing the patron- 
age of the public with contractors of large capital, and having shops of 
their own. 

Upon the basis adopted for estimating the public importance of the 
invention, which does not seem to be an unreasonable one, its value 
upon the bridges where it has already been applied is found to be not 
less than from $50,000 to $70,000. The statement of account shows 
Lowthorp to have realized as profit about $20,000, or at the rate of 
$1,500 per annum during the lifetime of the patent; and this without 
making any charge for his time and professional skill, although he has 
devoted the greater part of the fourteen years last past to work under 
the patent. 

Considering the disadvantages under which, by reason of his limited 
means, Lowthorp has labored, he has exhibited a most commendable 
diligence in introducing his invention. He has made it the basis of his 
business as a bridge constructor, and has applied it himself to thirty- 
eight bridges, and to a limited extent, too, it has been applied by others 
under a license. 

There is no opposition made to the extension, and the examiner 
reports the invention to have been new with Lowthorp. In view of these 
facts, and considering also the proved value of the invention, and the 
praiseworthy assiduity displayed by the inventor in its introduction, I 
canuot believe that the amount of profits above named, from which some- 
thing certainly may reasonably be deducted for time and professional 
skill, can, consistently with the spirit of the patent law, militate against 
the allowance of the extension. The prayer of the petitioner will there- 
fore be granted. 
13 d 
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G. HALL AND G. H. AVERILL. 

APPEAL, FROM EXAMINERS-IN-CHIEF. 

June 26, 1871. 

In the matter of the application of G. Hall and G. H. Averill for letters- 
patent for a Method of Labeling Thread Spools. 
Duncan, Acting Commissioner: 

The invention on which this patent is asked relates to a mode of 
marking thread spools, ribbon blocks, and similar articles. Hereto- 
fore the marks indicative of quality, size, quantity, manufacture, &c, 
and the device constituting the trade-mark, have been printed upon a 
paper label which has been pasted upon the end of the spool or block. 
The defects in this mode of marking are, that the labels are liable to 
become detached by the handling of the goods, and that they are 
easily counterfeited after the goods are put upon the market, a false 
label, containing fraudulent allegations as to quantity, quality, maker, 
&c, and intended to deceive the purchaser, being pasted over or sub- 
stituted for the genuine, truthful one. It i lso assumed that the work 
can be done in the proposed method far more economically than hereto- 
fore ; though upon this point no proofs are offered, and, as no mode of 
doing it other than by hand is suggested, no presumption even is created 
in favor of the assumption. 

The examiner rejects the application upon the grounds that " the 
labeling of articles by either pasted labels or direct printing is a mere 
matter of choice and does not involve patentable invention f that "there 
is no more invention manifested in printing directly upon the spool than 
in piinting directly upon the packing box inclosing such spools f and he 
refers to the alleged analogous practice of stamping names and devices 
upon articles of cutlery, and of printing directly upon merchandise 
boxes and upon bottles, citing as a mode of doing the latter the machine 
patented to J. L. Miles, July 24, 1866. These views of the examiner 
are fully indorsed by the board of appeals. 

So far as relates to wooden packing-boxes, no doubt the primary 
object in employing direct printing instead of printed labels was, not so 
so much to prevent a fraudulent substitution of marks, since there would 
be comparatively little inducement or opportunity to do this, as to give 
permanency to the marks employed, and thus prevent the unintentional 
defacing or entire destruction of the marks incident to the ordinary 
exposure of the packages in handling and transportation. 

This application of the art of printing seems hardly analogous to that 
upon which a patent is now asked. In the one case the purpose sub- 
served is of a temporary character only, viz., to provide for the delivery 
of the goods at their destination, and has no relation to the public at 
large ; in the other, the aim is to attach to the goods a. permanent 
mark which shall always remain to give to the public correct informa- 
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tion upon the various points to which it relates. The latter, which is the 
object that applicants have in view, is so remote from the other that it is 
hardly reasonable to assume that it* would naturally have been sug- 
gested by it. 

But it is otherwise when we come to the stamping of names and 
designs upon cutlery and various articles of hardware, and the branding 
or printing of them, as is very frequently done, upon agricultural 
implements and machines. In these it is often of prime* importance, 
both to manufacturers and to the consumer, that the quality and the 
origin of the goods be correctly and permanently indicated. It is im- 
portant to manufacturers, to save their reputation from injury at the 
hands of unscrupulous speculators ; it is important to the public, at any 
rate until the goods have passed through the hands of the various 
classes of dealers and at last reached the hands of the consumer, to 
prevent the practice of imposition and fraud. Now these are precisely 
the objects that applicants propose to accomplish by precisely the same 
means as have hitherto been employed. The only difference is that 
they propose to apply these familiar instrumentalities to an old article 
which is still subject to the evil which it is well known these instru- 
mentalities are specially adapted to correct. 

In the case of Osborne and Drayton, ex parte. Commissioner's Decis- 
ions, 1870, 149, it was shown that the process of nickel-plating metallic 
surfaces was old ; also that the chief advantage in a plating of nickel 
was the prevention of rust or corrosion. The application alleged that 
it was specially desirable that the materials^ of which bird cages are 
constructed should be non-corrosive, and it did not appear that the pro- 
cess of nickel-plating had ever before been applied to this article ; yet 
the Commissioner refused to grant a patent, on the ground that the 
alleged invention was a mere double use. 

The pending application is closely analogous to the one cited. The 
reasoning adopted by the Commissioner in that case seems applicable 
in the present one ; and the decision of the board of appeals, rejecting 
the application, is accordingly affirmed. 



WILLCOX vs. DUNCAN. 
Interference. 

APPEAL FROM THE EXAMINERS-IN- CHIEF. 

June 27, 1871. 

In the matter of the interference between A. O. Willcox and William 
Duncan upon their pending applications for letters patent for Im- 
provements in Protecting Safes. 

Duncan, Acting Commissioner: 

The invention in controversy relates to an alarm apparatus for the 
protection of safes against burglars. Both parties make use of an alarm 
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in combination with a magnet and an electric circuit, consisting of a bat- 
tery, a conducting wire, and a magnetic coil ; the alarm being operated 
by the movement of the armature of the magnet, and this movement 
again, in accordance with the well-known laws of electro magnetism, 
being caused by the breaking of the circuit. The magnet and the alarm 
may be placed within the safe itself, or located at any distant point, as 
a police station, the house of a bank official, or the post of a private 
watchman. 

So far as the instrumentalities already named are concerned, they are 
not now for the first time employed in combination ; their use antedates 
the electric telegraph, and lies at the very foundation of that wonderful 
invention. This being the state of the art, the problem which the par- 
ties to this interference had presented to them was how to make these 
old instrumentalities available for the protection of safes ; and the un- 
known element in the problem was a device effectual for breaking the 
circuit whenever the safe should be subjected to any unauthorized vio- 
lent manipulation. This element determined, the problem was solved. 

The parties have found this in an air chamber entirely enveloping the 
treasure space of the safe or vault, or disposed in front of such parts of 
it as are in any degree vulnerable. Over a suitable opening on the 
inner wall of this air chamber there is fitted a flexible metallic dia- 
phragm, which is bulged inwardly or outwardly accordingly as a por- 
tion of the air is withdrawn from or a new supply forced into the cham- 
ber, and which immediately restores itself to its normal position, when 
an equilibrium is established between the surrounding atmosphere and 
the air contained within the chamber. The motion thus imparted to 
the diaphragm may be utilized by means of any suitable appliance for 
opening or closing the circuit. In practice a sufficient quantity of air 
is exhausted from or compressed into the chamber to curve the dia- 
phragm to the desired extent; and then when any perforation is made 
through the walls of the chamber, the equilibrium is at once reestab- 
lished by the inflow or outrush of the air, the diaphragm is moved cor- 
respondingly, the circuit is broken, and the alarm sounded. 

In the minor details of the mechanism there are wide and obvious 
differences; but as regards the fundamental principle there is a direct 
conflict. That principle may be stated to consist in the employment, in 
connection with a safe, of an air chamber and a flexible diaphragm capa- 
ble, whenever the walls of the safe are perforated, of operation in the 
manner above described, as a means of interrupting the current of an 
electric circuit. 

The testimony shows that Duncan conceived the idea of the inven- 
tion, and described it to the witness Russell as early as July 15, 1869. 
In the latter part of August also, or before September 10, he described 
it to the witness Ela. The recollection of one of these gentlemen is that 
Duncan spoke of the invention as consisting of u an air chamber sur- 
rounding the safe, in connection with electricity and wires to connect 
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with an alarm placed in the cashier's room or at any other place;" and 
that he said that "by opening the door of the case or air chamber, or 
by making a hole through the plates of the case, the alarm would be 
given." The other says that he described his plan of protecting bank 
safes to be " to encase the safe in an air-tight chest and connect that to 
the cashier's room, or any other place thought best, by an electric wire, 
which, upon opening the door, or picking a hole in the outside, would 
cause the alarm to be given." 

These descriptions do not embrace details ; nor indeed is there any 
reason to suppose that at this time Duncan "had determined in his own 
mind, if in fact he had the requisite practical and scientific knowledge 
to enable him to determine, what specific construction and arrangement 
of electrical mechanism might be necessary ; yet there can be no doubt 
but that at the date named, viz., July 15, he had already so far devel- 
oped the invention in his own mind that he would be entitled, in accord- 
ance with the doctrine laid down in Reed vs. Cutler, 1 Story, 590, and 
various other later decisions which follow the authority of Judge Story in 
that case, to go back to that as the date of his invention, provided he 
used due diligence to perfect the invention and reduce it to practice. 
He did nothing toward embodying it until the following November, 
during the intervening time being absent from home and engaged in the 
erection of a steam mill. On or about the 20th of November he secured 
the services of one Kowell, a watch-maker, who had some practical 
acquaintance with electricity and electrical apparatus, to aid him in 
making a model. A working model was completed in the latter part of 
December, and was placed on free public exhibition. 

The months of January and February were spent by Duncan and 
Rowell in inventing a cable which could not be tampered with without 
giving a signal, to connect the safe with the alarm ; and the Patent Office 
model was completed about the last of February. The application was 
filed June 1, 1870, Eowell, through a misapprehension of the legal rela- 
tions of the parties, being joined with Duncan in the application as a 
co-inventor 5 though this mistake has since been rectified. 

From this recital of facts there seems to have been no unreasonable 
delay on the part of Duncan in making his application ; nothing cer- 
tainly of which either the public or Willcox, who is the later applicant, can 
rightly complain. He is therefore entitTed to date his invention back to 
the time of its inception, and to claim July 15 as the correct date. This 
right, in fact, is accorded to him by Willcox's counsel ,• only it is insisted 
on in behalf of Willcox, by parity of reasoning, he shall be permitted to 
date back to December, 1868, the time when, as is alleged, he conceived 
the idea of the invention. 

What are the facts ? It appears that as early as December, 1868, 
Willcox conceived of a plan for effecting the greater security of articles 
deposited in safes, and that he purposed to employ the electric circuit 
in connection with an alarm apparatus for accomplishing this object. 
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His original plan, however, as explained to his brother William prior to 
the 1st of March, 1869, and subsequently repeated to him on several 
successive visits at his house, in the latter part of August following, 
was to cover the inner walls of the safe with an insulated circuit of fine, 
closely-wound wire, so that any perforation of the walls would break 
the circuit either by rupturing the wire itself or by destroying its 
insulation. 

There was nothing in common between that invention and the one 
which it is now sought to patent, except the old and well-known elec- 
trical appliances which, because they were well known, could not be 
exclusively appropriated by any individual for the general purpose of 
protecting safes. The means then proposed for breaking the circuit con- 
tained not the remotest suggestion of that which forms the principal 
feature of the pending application, and upon which the interference has 
arisen. 

It was not until the 24th of August, 1869, that the idea of employing 
a flexible disk in connection with an air chamber filled with condensed 
air, as a means of breaking the circuit, occurred to Willcox. His brother 
fixes the time when he first had the matter described tQ him at only a 
few days later than that named, while Willcox's own testimony does not 
carry it further back than September 15th. The following questions 
and answers occur in his direct examination : 

Question. When did you invent the subject-matter of this interference, so far as the 
same involves the combination with the safe of an electric circuit and an alarm appa- 
ratus, the safe (or an inclosing case) being so constructed and connected with the cir- 
cuit, and the circuit with the alarm, that a break or perforation through the plate or 
plates of the safe or case, or the opening of the door of such safe or case, breaks the 
circuit and operates the alarm f 

Answer. As near as I can tell, on or before the 20th of December, 1868. 

Question. When did you invent the subject-matter of this interference, so far as the 
same involves the combination of a safe, an electric current, an alarm apparatus, and 
air chambers, air exliaust pipes, and expanding and collapsing disks, or their equivalents f 

Answer. As near as I can tell, on. or near September 15, 1869. 

This must be conclusive of the question at issue. Willcox's first plan 
was abandoned — for what reason, does not appear; the second was not 
conceived of by him until the last of August or the first of September. 
When conceived of, to be sure, he used diligence in reducing it to prac- 
tical form, and presenting his application to the Office ; but Duncan 
carries his invention back to July, and he, as well as W T illcox, has been 
reasonably diligent in reducing it to practice and prosecuting a claim 
for a patent. He must therefore be regarded as the prior inventor, and, 
accordingly, the decision of the board of examiners-in- chief is affirmed. 
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HERMANN A. GUNTHER. 

APPEAL FROM THE EXAMINERS-IN- CHIEF. 

June 29, 1871. 
In the matter of tbe application of Hermann A. Guntber for letters 

patent for an alleged Improvement in Concrete Pavement. 
Duncan, Acting Commissioner : 

Applicant makes bis paving blocks of any suitable concrete, and 
molds tbe same upon the exact spot which they are to occupy in the 
completed pavement. When the composition has set, he fills the inter- 
stices formed by the withdrawal of the molds with melted pitch, tar, 
rubber, or other suitable substance, which will be water-proof, and at 
the same time \vill be capable of being remelted by the application of 
heat, so as to permit of the easy removal of the blocks whenever this 
may be necessary. 

The original claim was for " the concrete pavement made of composite 
blocks, the spaces between which are filled with water-proof cast matter, 
substantially," &c. This claim was rejected upon reference to the Eng- 
lish patent of Robert Hendley, No. 7753, A. D. 1838, which is for a 
u metallic concrete for paving and other purposes." After giving the 
ingredients of the composition, and the mode of mixing them, the speci- 
fication says : 

In applying the said metallic concrete to the various purposes to which iron, lead 
zinc, copper, and other substances have been, hitherto used, it may be cast while hot 
into molds of various sizes and dimensions, and remain until cold, when it will assume 
the form and shape of the respective molds. These castings may be cemented together 
with the hot concrete poured between the interstices to make one solid mass or body, 
or, if necessary, to cover a large surface. To represent paving, it may be cast on a common 
surface, first made smooth by plaster or cement, and the several joints being filled with the said 
metallic concrete. 

From this it appears that Hendley designed to mold his concrete 
blocks in the exact position which they were to occupy, and that the 
interstices were to be filled with " cast matter." The reference is a com 
plete anticipation of applicant's original claim, and he was properly 
rejected. He has since erased that claim, and presented the following : 

The method of laying concrete pavements, by first casting each block of artificial 
-stone independently, and on the spot where it is destined to remain; secondly, with- 
drawing the mold therefrom, after the stone attains sufficient consistency to preserve 
its form ; and, thirdly, filling in the open spaces with hot liquid gum, to make it imper- 
meable to water, and yet removable by the application of heat to the filling, as 
described. 

This introduces a material modification of claim, which is not met by 
the English reference, viz : That the filling be of such material, several 
kinds being mentioned, that it can be remelted whenever it is deemed 
desirable. This, however, is the only element of novelty, and the speci- 
fication should be drawn with reference to this alone. This mode of 
filling the interstices, and its expected advantage, is applicable to other 
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kinds of paving blocks, whether of wood or of natural stone, equally 
as to stone formed of concrete ; and manifestly it is equally applicable 
to the concrete blocks, whether they are molded on the ground where 
they are to lie, or elsewhere. 

The claim, therefore, should be confined to the one feature of filling 
the interstices between the blocks with a molten substance, which, after 
hardening, may be remelted by the application of heat, to permit of the 
easy removal of any of the blocks. This, if new — and it is not found 
in the English reference — would seem to be patentable. 

The present claim, however, is inadmissible, since it seems to indicate 
that the casting of the block upon the spot where it is to remain is an 
essential part of applicant's invention. On the contrary, it is not new 
with applicant, and it has no necessary relation to his real invention. 

So far, then, as regards the existing claim, the decision of the board 
of appeals is affirmed; but if applicant should modify his claim and 
specification in the manner suggested, the case will be remanded to the 
primary examiner for a reexamination as to the novelty of the matter 
embraced by such new claim. 



E. F. WH1TON. 

Extension. 

June 29, 1871. 

In the matter of the application of E. F. Whiton for the extension of 
letters patent, bearing date July 14, 1857, for a Centering Machine. 

Duncan, Acting Commissioner : 

The following is the substance of the examiner's report : 

The machine or device described in the patent is intended mainly for centering and 
marking the centers of shafting. 

On examination the invention is found to have been new at the time the patent was 
granted, and it is found also to be useful and important. 

In proof of the fact last stated, a number of affidavits have been presented, all of 
which certify to the superior utility of the invention, but these affidavits, as well as 
applicant's statement, are entirely silent as to the value of the invention to the public. 
Perhaps, however, this omission was unavoidable, considering the fact that the thing 
invented is not a machine for creating or producing, but rather a convenient tool or 
adjunct, the purpose of which is, and can be, only simply directive. 

It would seem from the statement in the case and otherwise, that at the time of 
making the invention the patentee was a laboring mechanic, and possessed of but 
little means ; that by the assistance of a brother he was enabled to commence the- 
manufacture of his improved device, but that for several years his business was char- 
acterized by losses instead of gains, these losses resulting from inadequate machinery 
for the manufacture of his device, and the want of means to procure better ; and also 
from the imperfect construction of the device itself, which rendered those first made 
unsalable. 

Applicant expresses the opinion that had he possessed the necessary means, he might 
have made and sold at least five hundred of his centering devices annually; as it is 
however, he has made and sold but seven hundred and fifty-one. 
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The statement of receipts and expenditures is as follows : 

Patent, Dr. 
To cash received for 751 centering machines $35,888 

Patent, Cr. 

By cost of manufacturing 751 centering machines $32, 702 

Procurement of patent 175 

32,877 

Excess of receipts over expenditures 3, Oil 



It is not deemed essential, under the provision of the statute which 
requires the applicant for an extension to make statement of the ascer- 
tained value of his invention, that this statement should be given in 
dollars and cents. Doubtless it was only contemplated, by the provision 
referred to, that the applicant should famish the necessary data to 
enable the Commissioner to form an intelligent judgment as to the 
merits of the invention. (See case of Peter Cook, Commissioner's 
Decisions, 1870, 24.) 

In the present case it appears that seven hundred and fifty machines 
have been sold, and the testimony is emphatic as to the satisfactory 
character of tbteir operation. 

The patentee's diligence in the introduction of his invention is of the 
most commendable character ; and the small profit realized appears to 
be an entirely inadequate remuneration for the time, ingenuity, and 
expense bestowed upon it. The patent will be extended. 



B. J. LAMOTHE. 

Extension. 

June 30, 1871. 

In the matter of the application of B. J. LaMothe for the extension of 
letjers patent, bearing date July 14, 1857, for Improvements in 
Cab Seats. 

Duncan, Acting Commissioner : 

This patent covers alleged improvements in seats for railway cars. 
It is claimed by £he inventor that the patented seat costs no more than 
those previously in use ; that they are lighter, stronger, more durable, 
and more comfortable to the occupant; and that they lessen the danger 
of injury to the passengers from fire or splinters in caseof collision. The 
seat was devised with special reference to use upon the metallic car pat- 
ented to the same party in 1854. 

No question need be made as to the inventor's diligence in his efforts 
to introduce the improvement, nor as to the novelty of the invention ; 
neither has he realized anything from it. The record upon these points- 
is sufficiently clear. The only question that arises for serious consider- 
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ation is whether the invention is of sufficient value and importance 
to the public to warrant an extension of the patent. 

It is not necessarily conclusive against the justice and propriety of 
an extension that the invention has never gone into public use. Many 
circumstances may be opposed to successful effort in behalf of really 
meritorious inventions. But in the present case, the very men who have 
been associated in business with the patentee seem practically to have 
declared against the value of his alleged improvement. In 1858 La- 
Mothe was in partnership with one Sargent, and one of the metallic 
cars was built and put in use, and is still running, but Sargent refused 
to allow the patented seat to be put into it. In 1862, this partnership 
having terminated, the LaMothe Life Preserving Company was organ- 
ized, for the sole purpose, as applicant tells us, of manufacturing his 
patented cars and seats. This company built one car, and partially 
completed another, which, however, was burned. The patented seat was 
not introduced into either, notwithstanding the earnest requests of the 
inventor. In 1868, one Emmons entered into an agreement with La- 
Mothe respecting the building of a car, and money was put at his dis- 
posal for this purpose. The seats were to be on the new .plan, and were 
actually constructed; but, owing to the failure of Emmons to carry out 
his agreement in full, the car was never completed. 

This recital of facts connected with the history of the invention seems 
inclusive against the supposition that it is of any considerable practi- 
cal value ; at any rate the adverse presumption thus created cannot 
be overcome by the declaration on the part of the patentee and his 
friends of their opinions merely as to its theoretical value. The exten- 
sion is refused. 



DANIEL PEATT. 

Extension. 

June 29, 1871. 

In the matter of the application of Daniel Pratt for the extension of 
letters patent, bearing date July 14, 1857, for Improvement in Cot- 
ton-Gins. 
Duncan, Acting Commissioner : 

The invention covered by this patent is a simple device by means of 
which a spiral movement is communicated to the cotton within the hop- 
per of the gin, the result of which is, that fresh masses of the cotton are 
successively presented to the action of the saws, and all portions are 
equally ginned ; and, it is alleged, with less injury to the fiber than in 
the old machine. 

The patentee entered upon the manufacture of the improved gin even 
before the grant of the patent, investing a large capital in the business 
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Notwithstanding the interruption of his business occasioned by the late 
civil war, he has built and put upon the market about seven thousand 
gins. This fact aloue demonstrates the value of the invention to the 
public, and the numerous affidavits placed upon file in relation to its 
importance are simply cumulative evidence. Patentee's business was 
in Alabama, and, as was to be expected, he has suffered severely by 
reason of its utter prostration caused by the war, losing thereby, not 
only the profits that would otherwise have accrued upon the manufacture 
and sale of machines, but also the interest upon the large amount of idle 
capital invested in his factory and stock, and the interest during the 
war upon some $400,000 of outstanding credits. These credits he sold 
in 1866, at an enormous discount, receiving therefor only $50,000. 

Applicant describes himself as a peaceable, quiet citizen, who re- 
mained at home during the hostilities, taking no part in the war ; but 
whether this be so or not, the interruption of his business consequent 
upon the war was a matter entirely beyond his control. He cannot be 
charged with any lack of diligence. On the contrary,' he has exhibited 
unusual energy and capacity in the introduction of his invention. Spe- 
cial favor should be shown to the inventor who, having devised a use- 
ful improvement, devotes his time and energy and capital to its manu- 
facture and sale. This often has afar more important bearing upon the 
industrial prosperity of the community at large than does the mere 
m aking of the invention. 

The examiner reports the improvement to have been new at the time 
the patent was granted ; and, as the balance sheet shows the patentee 
to be largely in arrears by reason of the invention, in the introduction 
of which he has shown such a large measure of diligence, it is deemed 
both just and proper that the extention asked for be granted. 



L. F. MUNGER. 

Extension. 

June 30, 1871. 

In the matter of the application of L. F. Munger, for the extension of 
letters patent bearing date July 14, 1857, and reissued April 2, 1861, 
for Improvements in Locks. 
Duncan, Acting Commissioner : 

Since 1863 this patent has been in the hands of the Yale Manufactur- 
ing Company, one of the largest manufacturers of locks and safes in 
the country. The improvement appears to have been extensively applied 
by this company and to have effected an entire change in the character 
of the bank-locks which latterly they have placed upon the market. 
This fact alone is sufficient evidence of the value of the invention to 
the public. 
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Manger has shown commeudable diligence in his efforts to introduce 
the invention, and to obtain a reasonable remuneration from it. His 
earlier agreement with Duryea & Forsythe proved comparatively unre- 
munerative, through no fault of his ; and it seems to have been no lack 
of prudence on his part that induced him in 1863 to sell the balance of 
the original term of the patent for $1,000. 

The total amount received from the patent, viz., $1,800, cannot be 
regarded as an adequate compensation for so important an invention, 
and one from which the public has already derived so much advantage. 

The second claim, however, seems to be anticipated in substance by 
the patent granted to Jacob Weimar, December 12, 1854. If a dis- 
claimer to the matter covered by this claim should be made, no further 
objection to the grant of the extension would exist. 



W. HOLMES AND THOMAS GILMOEE. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

July 5, 1871. 

In the matter of the application of W. Holmes and Thomas Gilmore for 

letters-patent for an alleged Improvement in Gates. 
Duncan, Acting Commissioner : 

The alleged invention relates to that class of gates that are made to 
slide back and forth by means of an extended upper bar which rests 
upon pulleys. To prevent the warping of this extended guide-bar, ap- 
plicant extends the end bar of the gate vertically, and passes over its 
upper end a tension rod that is secured to the two ends of the horizon- 
tal guide-bar. It is for this that a patent is asked. 

The examiner refers to the ordinary strut and tension rod which is 
seen in bridges and other familiar constructions, and reasons that this 
is but a new application of an old device, for the purpose of producing 
an old result. 

The position seems well taken, and the decision of the examiners in- 
chief, refusing a patent, is affirmed. 



A. S. LESNER. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

July 5, 1871. 
In the matter of the application of A. S. Lesner for letters-patent for an 

alleged Improvement in Blind-Fastenings. 
Duncan, Acting Commissioner : 

Applicant's invention has certain points in common with Holman's 
sash-fastening, referred to by the 'examiner as an anticipation, yet in 
important particulars it differs from that; and it is hardly supposable 
that either its construction or its use is so analogous to Holman's inven- 
tion as to have been suggested by it. 
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The next most important reference is the withdrawn application of 
Charles Phelps for a blind-fastener. This, however, presents wider dif- 
ferences than does Holman's invention. 

Neither of these references, separately considered, can be regarded as 
fully anticipating the invention on which a patent is now asked. It is 
not seen that the two together can. The other references are less perti- 
nent than those already named. 

The decision of the examiners-in-chief is reversed. 



JOHN P. MANNY. 

Extension. 
July 6, 1871. 
In the matter of the application of John P. Manny for the extension of 
letters-patent No. 17779, for harvesters, granted July 14, 1857, and 
reissuetl in three divisions June 29, 18G9. Also No. 17798, granted 
July 14, 1857, and reissued in two divisions August 3, 1869. 

Duncan, Acting Commissioner: 

Several of the claims contained in these patents cover combinations 
not found in any of the machines which Manny has thus far manufac- 
tured. It does not appear, however, that any of these claims are defect- 
ive because of lack of novelty in the subject-matter ; while the value 
and importance of the improvements as a whole is placed beyond all 
controversy by the simple fact that the inventor has built and put upou 
the market twenty-two thousand machines in which they have been 
embodied. 

The inventor has shown great perseverance and business enterprise 
in the management of his patents, and has succeeded in constructing 
a machine which, to use his own language, "has always held its ground, 
without excessive advertising or effort, against all of the most approved 
machines of the present day." 

The statement of receipts and expenditures is based to some extent 
upon estimates. This has been rendered necessary by the fact that the 
patents now under consideration have been worked in connection with 
some twenty-five others, owned by the same party and covering other 
improvements upon the same machine ; so that it is impossible to state 
with accuracy what proportion of the profits belongs to each patent. 

Applicant, however, estimates that fifteen per cent, of the amount 
realized from the manufacture is to be credited to the patents upon 
which an extension is now asked, and upon this basis his remuneration 
is set down at $46,819. This estimate appears to be a fair one, and may 
be accepted as approximately correct. 

In view of the widely acknowledged merits of the machine, the energy 
displayed in introducing it, and the amount of capital expended in its 
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manufacture, it is believed that the profits above stated are not so large 
as to present any argument against the extension. 

No opposition has been entered, although many of the claims are 
broad enough to control other rival Machines. The prayer of the peti- 
tioner will be granted. 



EAMES & SEELEY vs. A. McDOUGALL. 
Interference. 

MOTION. 

July 24, 1871. 

In the matter of the interference between the application for reissue of 
letters-patent No. 65186, issued to Eames & Seeley May 28, 1867, 
and the patent of A. McDougall, issued July 1, 1867. 

Leggett, Commissioner : 

On the 10th of March, 1871, Eames & Seeley surrendered their patent 
and applied for a reissue. An interference was sought by McDougall, 
and, after much doubt, was granted. Preliminary statements were 
filed, and a copy of an old English patent was put in as evidence by 
McDougall. No other or further testimony was taken or filed. 

On the 19th of June, Eames & Seeley were permitted to withdraw 
their application for reissue and their patent. June 26, the attorney 
for McDougall filed the following notice, which he had served upon the 
counsel of Eames & Seeley : 

Please take notice that to-morrow, at three in the afternoon, I shaU move the Com- 
missioner of Patents to dissolve the interference between the patent of Alexander 
McDougall and the application for reissue of Eames & Seeley. 

Upon hearing, this motion was granted in the following language: 
No opposition being made to the grant of this motion, and the application upon 

which the interference arose having been withdrawn, the motion is granted and the 

interference will be dissolved. 

This decision, though granted in the very terms of the motion, was 
not satisfactory to McDougalFs attorney, and on the 8th of July he 
filed £. paper in which he asked that the order for dissolution be set 
aside, and that an order of dissolution with judgment of priority, under 
Eule 59, be granted, or that the interference proceed to final hearing. 
In this paper it was claimed that the Office violated Rule 59 in dissolv- 
ing the interference without judgment of priority. On the 13th of July 
the Office revoked the order of dissolution and ordered that the case 
should proceed to final hearing on the day previously set. 

The case now comes before the Commissioner in person, on motion of 
Eames & Seeley's counsel, to revoke this last action of the Office. 

The complicated condition of the case, and the contradictory actions 
in it, are the result of different interpretations given to Bule 59, and 
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different opinions as to tbe effect of the withdrawal of Barnes & Seeley's 
application. 

Bule 59 reads as follows : 

Cases of interference will, when the issue is made up, and the testimony taken, be 
tried before the examiner in charge of interferences. If an interference has been prop- 
erly declared, it will not be dissolved without judgment of priority, founded upon the 
testimony or the written concession of one of the parties, unless the invention is found 
not to be patentable, or to have been abandoned, or that it has been in public use for 
more than two years prior to the application of either party, or that no interference in 
fact exists. 

To permit McDougall to move for a dissolution of the interference for 
the express purpose of obtaining a judgment of priority in hid own 
favor, is a forced construction of this rule that should not be indulged 
by the Office. On the contrary, such a motion should be regarded as a 
waiver of such judgment. The most that the party making the motion 
could ask, would be a dissolution without prejudice. 

This case, however, was disposed of by the withdrawal of Eaines & 
Seeley's application for reissue. Interference ceased when there ceased 
to be but one party in the office, and no further action was left for the 
examiner of interferences. All the proceedings since then have been 
irregular and void. 

The withdrawal of Eaines & Seeley's application was ipso facto a dis- 
solution of the interference. 



LEVI BISSELL. 

Extension. 
August 1, 1871. 
In the matter of the application of Levi Bissell for extension of his 
patent for Improvement in Trucks for Locomotives, issued August 
4, 1857, and reissued October 18, 1864. 

Leggett, Commissioner: 

The original patent in this case was granted with a very limited claim, 
after going to the Commissioner in person on appeal. The original 
application claimed broadly much that the applicant was required upon 
proper references to eliminate before a patent was issued. In 1864 the 
assignees of Bissell surrendered the patent and obtained a reissue, in 
which much that was originally required to be stricken out was again 
reinstated. 

On a very careful examination of the proceedings had on the original 
application, and also on the application for reissue, I am fully satisfied 
that the reissued patent now sought to be extended includes much that 
was properly excluded from the original, and ought not to have been 
reinstated in the reissue. 

It is true, the reissue was obtained by the assignees of Bissell, but 
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the assignees also will have a two-thirds interest in the extension, and 
having enjoyed since 1864 a monopoly of what did not justly belong to 
them, I deem it but fair to other patentees and to the public that they 
should now surrender even that to which they might otherwise have 
been entitled. 

A patent for this invention was issued to the applicant in this case 
in England, May 4, 1857, three months before the issue of his patent in 
the United States, which patent expired May 4, 1871 ; and it is at least 
doubtful whether the Commissioner should in any such case grant such 
extension, since the passage of the law of July 8, 1870. 

The extension is refused. 



ARNTON SMITH. 

Extension. 
August 1, 1871. 
In the matter of the application of the administrators of Arnton Smith 
for the extension of letters-patent for Improvement in Cultivating- 
Plows, granted to said Smith June 16, 1855. 

Leggett, Commissioner : 

Arnton Smith, the patentee in this case, applied for an extension of 
this patent in due time before its expiration, and after careful hearing 
by the Office was refused, on the ground that he had not shown due 
diligence during the lifetime of the patent in efforts to introduce it and 
get for it its full value. 

January 3, 1871, Smith died, and on the 31st of January, 1871, his 
administrators procured the passage of an act of Congress authorizing 
a new application to be made, and a new hearing to be given to the 
case by the Commissioner of Patents, with authority to extend in the 
same manner as if the patent was still alive. 

The invention consists in so attaching two cultivator plows together 
that they may be used by one man, and be adjusted at the will of the 
operator to a greater or less distance from each other. 

This invention was new when patented, and was of very considerable 
value, yet it was one of those obvious things that, in the progress of 
improvements in agricultural implements, would suggest itself to any 
ordinary mechanic engaged in manufacturing cultivators, or to almost 
any farmer while using them, and really has been thus suggested and 
gone into general use. 

The testimony on the part of the estate of Smith is as lame now as 
heretofore in its efforts to show anything like a diligent effort upon the 
part of Smith, either to manufacture under the patent, or to sell licenses 
to do so, or to prosecute infringers. On the other hand, it seems quite 
evident that he made but little effort to obtain from it its true value. 

The main feature of the patent has now gone into very general use, 
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and the extension of the patent would only have the effect of either cur- 
tailing the use, or compelling contributions from many who have inno- 
cently made investments with a view to manufacturing cultivators hav- 
ing the improvement. 

The estate has failed to show proper grounds for extension, and it is 
evident that an extension would be prejudicial to public interest. 

The extension is therefore refused. 



ABEL COMBS. 

APPEAL FROM PRIMARY EXAMINER. 

August 2, 1871. 

In the matter of the application of Abel Combs for letters-patent for 

alleged Improvements in Watches, filed November 29, 1870. 

Duncan, Acting Commissioner : 

This appeal is taken from the decision of the primary examiner, who 
holds that the application embraces several distinct and separate im- 
provements in watches, which, for that reason, can be considered only 
when embodied in as many separate applications. 

From the specification it appears that the various improvements 
described may be arranged under the following heads : 

1. A safety-attachment, in connection with the mainspring and barrel, 
to prevent damage to the train from the breaking of the mainspring or 
the failure of the rachet. 

2. The central arrangement of the second-hand. 

3. The change in the escapement devices, by which, it is alleged, the 
number of escapements in a given time is reduced to one-half the former 
number. 

4. The construction and eccentric location upon the dial, of a calen- 
dar and the connected mechanism, to mark the day of the month. 

5. The mounting of the second-hand staff and the calendar-hand staff 
upon springs, for producing the requisite friction between the staff- wheels 
and the surfaces over which they move. 

This is substantially the classification made by the examiner; and 
after a careful consideration of the argument presented by the appli- 
cant's attorney, as well as in applicant's own letter, I fail to see that 
there is any such connection between the improvements specified as to 
make any particular one of them necessary to the presence and success- 
ful operation of any or all of the others. 

The safety-attachment would be equally serviceable in a watch pro- 
vided with the old escapement, and neither the safety-attachment nor 
the improved escapement has anything to do with the calendar mechan- 
ism ; and a similar remark is applicable to the second-hand mechanism, 
and to the friction springs. 
14 D 
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It may perhaps be admitted, as urged by applicant, that the new 
arrangement of the second-hand has necessitated an eccentric system 
for setting the hands, and likewise a modification in the construction of 
the canon-pinion; and rightly enough, therefore, these devices may be 
regarded as properly embraced in the same application. But as regards 
the devices previously named, there seems to be no other necessary con- 
nection between them than that they are embraced in the same article 
of manufacture. 

Is this sufficient reason for permitting them to be patented in a single 
application? 

In Bennett vs. Fowler, 8 Wall., 445, the Supreme Court recognizes the 
difficulty of defining by general rules the conditions under which two or 
more inventions or improvements may be joined in one application. 
The language used in the decision is as follows: 

It is difficult, perhaps impossible, to lay down any general rule by which to determine 
when a given invention or improvements shall be embraced in one, two, or more pat- 
ents. Some discretion must necessarily be left on this subject to the head of the Patent 
Office. It is often a nice and perplexing question. 

In Linus Hale, jr., ex parte, Commissioner's Decisions, 18G9, 110, the 
Commissioner of Patents, while admitting by implication that under 
some circumstances two or more inventions may be covered by one 
application, still demands that this shall not be done whenever it would 
disturb that established classification of inventions which has been found 
necessary to facilitate the work of examination and insure its correct- 
ness. 

The reasons assigned for applying this rule to cases that would oth- 
erwise call for double examination by different examiners, seem equally 
strong in relation to the established sub-classes under the same exam- 
iner. This subdivision of the subjects of invention is not made arbitrarily 
by the Office. It follows the course marked out by inventors themselves. 
A man who, being the first to invent a watch, should ask a single patent 
upon the several distinctive elements of its mechanism, would undoubt- 
edly be entitled thereto; but when, in the progress of the art, the efforts 
of inventors have been directed to the separate parts of the watch, and, 
at their request, patents have been issued upon such separate parts, a 
corresponding classification of subjects necessarily arises in the Office, 
and must be observed in considering any subsequent applications relating 
to the general class. Otherwise the work of examination would be ren- 
dered far more difficult, and at best would become uncertain and mis- 
leading. It is not alone the convenience of the Office that is consulted 
in the classification which is adopted. Inventors themselves are deeply 
interested in having a prompt and thorough examination upon their 
applications, which can only be secured through this very means. 

As the several improvements in the present case fall into subdivisions 
already established by the course of invention and by the previous prac- 
tice of the Office, and as these several improvements have no necessary 
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community of operation, it is held that they form the subject-matter for 
separate applications, and therefore that the present application cannot 
properly be proceeded with until the applicant shall have made such 
amendment as to confine it to that one of the improvements which he 
may elect to prosecute therein. Upon this point, the examiner's views 
are affirmed. 



BENAIAH FITTS. 

Extension. 
August 7, 1871. 
In the matter of the application of Benaiah Fitts for the extension of 
letters-patent for Improvements in the Arrangement of Feed- 
Rolls for Wood-Planing Machines, granted him August 11, 
1857. 

Leggett, Commissioner : 

In this case the examiner reports that u this invention belongs to a class 
in which much had been done toward perfecting the operation of the 
machines before the application for this patent was made. It consists 
in an arrangement of vibrating arms connecting an external with an 
internal gear, each carrying a feed-roll in such a manner that the dis- 
tance between the rolls may be varied without disarranging the gear 
and interfering with its perfect action. There is no reason to doubt its 
novelty as claimed, or its utility." 

It appears that the applicant has failed to receive a reasonable remu- 
neration for the time, ingenuity, and expense bestowed upon it. This 
was not for lack of diligence on his part, but through the failure of 
other parties to whom he had assigned his patent. 

The invention seems to be one of considerable value, and no opposition 
is made to its extension. 

The extension asked for is accordingly granted. 



BAXTER D. WHITNEY. 

Extension. 
August 7, 1871. 
In the matter of the application of Baxter D. Whitney for an extension 
of letters-patent for Improvement in Machines for Smoothing 
Surfaces of Wood, granted August 11, 1857. 

Leggett, Commissioner : 

The invention in this patent is embraced in the following claim, viz : 
The scraper ft, pivoted, and operating in the manner substantially as described, in 
combination with a mechanism for the purpose of carrying the wood forward in con- 
tact with the scraper. 
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The claim is not set forth as clearly as desirable, yet the examiner 
says : 

However, the combination of the scraper and its adjuncts with the reciprocating 
carriage is believed to have been a new arrangement, and the inventor- entitled to a 
patent therefor, as its utility is without doubt. 

Ill this case it appears that the applicant has not been sufficiently 
remunerated for his invention, although his account is not as clearly 
stated as desirable in such eases. 

There is no opposition to the extension. The patent is extended. 



HENRY HEATH. 

APPEAL FROM EXAMINEES-IN-CHIEF. 
August 7, 1871. 
In the •matter of the application of Henry Heath for a patent for Im- 
proved Suspender-Trimmings. 

Leggett, Commissioner : 

The applicant claims to have made an invention of a new and useful 
manufacture denominated "Safe-edged Suspender-Trimmings.' 7 The 
applicant admits that previous to his invention, suspender-trimmings, 
such as the ends and back-pieces, had been made of woven cloth, either 
alone or in combination with another material, but as the cloth is liable 
to ravel at the cut edges, it has been customary to turn in the edges, 
thereby doubling the thickness of each piece of cloth used, giving them 
a clumsy appearance. He further says : 

The object of the invention which is the subject-matter of this patent is to obviate 
this clumsy appearance, and the invention consists of suspender-trimmings composed 
of at least two thicknesses of material, having one or both faces of woven cloth, cut 
to the desired form and whip-stitched over the edges ; so that the edges, although not 
turned in, are rendered safe from raveling. 

It should be the policy of the Patent Office to encourage invention, 
and thereby promote and improve the useful arts. The •' whip-stitch n 
is well known to every person who knows how to sew, and is in constant 
use everywhere, and has been for ages past. 

Suspender- trimmings, similar to those described by the applicant, are 
as old as suspenders. To permit a monopoly of the whip-stitch to sus- 
pender-trimmings would be simply ridiculous, and would justly bring 
the Office into disrepute. Such patents are damaging to the useful arts 
and disgusting to real inventors, and should only be granted when so 
clearly within the law as to make the issue obligatory upon the Office. 
They should never be regarded with favor. If there is any invention in 
the device in question it is too microscopic for my perception. It is a 
mere mechanical expedient of doubtful utility, and certainly does not 
rise to the dignity of invention. Even if there be invention and utility 
in the device, I think the reference cited by the examiner and sustained 
by the board of appeals is well taken, and fully answers the case. 

The decision of the board is affirmed. 
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GIDEON B. MASSEY, 

Extension. 

August 11, 1871. 

In the matter of the application of Gideon B. Massey, for the extension 
of his patent of August 11, 1857, for Improvement in Bilge- Water 
Gauge and Alarm for Ships. 

The exciniiner's report in this case was as follows : 

I have the honor to report that this invention consists in a particular arrangement 
of alarm-bell and trip, operated by a spring-barrel, upon which is wound a cord sus- 
pending a heavy float on the water in the hold of a vessel, so as to indicate on a dial 
the depth of leakage water, and also to give audible notice when it reaches certain 
heights. The patent of Nelson Edwards, March 5, 1850, seven years earlier than that 
of Mr. Massey, for the same combination of parts for the same purpose, was .cited on 
the examination of the original application of Mr. Massey, as a ground for rejecting the 
same. The amended claim then submitted, and subsequently allowed, was to the most 
specific and limited " arrangement of the parts," comprising mainly the location of the 
mechanism within the bell. Considering how perfectly familiar such arrangement was 
in similar cases, (as jahown, for example, in the rejected and withdrawn application of 
\V. H. Horton, filed December 15, 1851, drawing in portfolio of "Alarms," Build. Hard- 
ware,) this modification of the Edwards' patented bilge- water gauge and alarm, must 
be regarded as but a colorable variation, not justly entitling the applicant to a separate 
protection. The English provisional patent of R. Richards, October 27, 1853, No. 2484, 
describes a similar combination of float, cord, pulley, wheels, and index, with alarm- 
bell. The English patent of H. Hart, December 7, 1855, No. 2760, shows the same 
arrangement, without alarm-bell. 

1. In the examiner's opinion, the subject of this patent was not new when allowed 
by this Office, and the application should not have been patented. 

2. The want of value and importance of the alleged invention to the public is, of 
course, necessarily implied in the opinion above expressed. The applicant, in his 
" statement" says : " I estimate the value of the invention to the country at one million 
dollars, at least, annually." This estimate must, of course, refer to the value of the 
pre-existing leakage gauges and alarms, and cannot possibly be supposed to attach to 
the trivial modification or arrangement proposed by the patentee. 

Even if admitted to present a patentable improvement over the equally efficient 
gauges in previous use, it would appear to be too slight and unimportant to deserve 
the extra reward, of gratuitous prolongation of monopoly provided for real and valu- 
able inventions. 

3. As might well be supposed, this patent has not proved to be very remunerative. 
Applicant's sworn "statement" estimates his expenditures at $3,515, and his receipts at 
$730, showing a loss of $2,785. No evidence of diligence is presented ; but, on the con- 
trary, for the space of eight years, or from 1858 to 1866, nothing whatever appears to 
have been done. Nor is any attempt indicated to introduce the alleged invention into 
the Navy during the rebellion. 

4. Inasmuch as the public have the unquestioned right to use tile leakage gauges of 
Richards, of Edwards, and of Hart, on all vessels, it is not seen that the public inter- 
ests would be otherwise affected by the extension than by the remote probability of 
superfluons litigation. 

DECISION. 
Leggett, Commissioner : 
The examiner's report is approved, and the extension is refused. 
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E. S. BENWICK. 

APPEAL FROM EXAMINERS IN-CHIEF. 

August 8, 1871. 

In the matter of tbe application of E. S. Ben wick for letters-patent for 

Improved Suspender-Ends. 

Leggett, Commissioner : 

The applicant claims that he has invented a new article of manufac- 
ture, named by him " Veneered Leather Suspender-Trimmings." His 
process of manufacture consists in pasting shammy leather upon the sur- 
face of roan leather, and from sheets thus prepared cutting the trim- 
mings out with the dies in common use for such purposes, and then 
stitching with a sewing-machine. 

This process of " veneering leather" is not new, and could hardly be 
called an invention if it was. The process of pasting different pieces or 
kinds of leather together, and then stitching, has long been common 
among manufacturers of all kinds of leather articles. Suspender-trim- 
mings, manufactured by this old and well-known process, certainly can- 
not become a new article of manufacture in such sense as to be patent- 
able. But, waiving this point, it seems to me that the references made 
by the primary examiner were complete answers to the application. 

The decision of the board of appeals is affirmed. 



JOHN TOULMItf. 

Extension. 

August 12, 1871. 

In the matter of the application of John Toulniin for the extension of 

letters-patent for Vibrating Shears, granted August 25, 1857. 

Leggett, Commissioner: 

The invention in this case consists in an adjustable hinge-joint for 
hanging the knife of a book-binder's shears, so as readily to admit of 
the edge of the knife being adjusted in any direction, in order to meet 
properly its counterpart in the shears. Also the position of said blade 
can be adjusted with the greatest accuracy, whereby the shears can be 
kept in good cutting order. The invention was new and useful when 
patented. It further appears that there is a great saving by the inven- 
tion. 

The remuneration to the inventor has been small, while his diligence 
is fully proven. It is not believed the public will be harmed by the 
extension. No opposition has been made. 

An extension, as prayed for, is granted. 
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MILLIGAN AND HIGGINS. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

Augnst 12, 1871. 
In the matter of the application of Milligan & Higgins for letters- patent 

for Calcimine Powders. 
Leggett, Commissioner: 

Calcimine, as generally used, is a compound of water, glue and a 
white pigment, such as whiting, Paris white, or zinc white, (oxide of 
zinc,) and has heretofore been prepared by painters by soaking the glue, 
dissolving it in water, and adding the white pigment, with or without 
some coloring material. As, however, different lots of glue vary in 
strength, and the strength is unknown to the user without experiment, 
a loss of time, and perhaps material, in its preparation occurs. 

The applicants say : 

Another difficulty in the preparation of calcimine arises from the fact that different 
proportionate quantities of glue for the same quantity of other material are required, 
according to the nature of the work for which the calcimine is to be used. Thus, for 
txample, if the calcimine is to be used upon a wall that has never been calcimined nor 
4ized, a larger quantity of glue is required than in the preparation of calcimine for a 
wall that has been calcimined. 

Applicants further say : 

The object of our invention is to enable calcimine to be prepared for use with rapid- 
ity, without experimental trials on the part of the user, and with certainty as to the 
quality of the prepared article, whether it is to be fixed for an old waU or a new one. 
To this end our invention consists of & package containing the requisite quantity of the 
materials required for preparing a certain quantity of calcimine for use, with the glue 
in a separate paper, (placed by preference inside of the package,) in quantity sufficient 
to render the calcimine suitable for a new wall, and in such a condition that it is 
readily soluble in water. 

Applicants further claim : 

The prepared calcimine powder having the glue separated from the coloring mate- 
rial, substantially as heretofore set forth, the same being a new article of manufacture. 

I have thus quoted from the applicants' specification and claim from 
the fact that the attorney for applicants has ably and persistently in- 
sisted that their invention is new and worthy of patents. I am of the 
opinion that the reference to Johnson's patent is well taken, and the ap- 
plicants are fully anticipated. The board of examiners-in-chief upon 
this case say : 

The object of applicants' invention is to provide the material for calcimine painting, 
<lry, pulverized, and put up in convenient packages for the trade. All that is necessary 
to be done to prepare the powder for use is simply to add the proper quantity of water. 
Johnson does the same thing, the only difference being that in his packages the glue and 
pigments are mixed, and in those of applicants the glue is put in a separate paper, but 
inclosed in the same package. This does not appear to be a material difference, and 
we must therefore affirm the decision of the principal examiner. 

Applicants 1 mode of putting up their preparation has a single advan- 
tage over that of Johnson. It will admit of being compounded in vari- 
ous proportions to suit different ca*ses. But Johnson does not limit 
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himself to any exact proportion. As between the two there certainly is 
not a patentable difference. 
The decision of the board of appeals is affirmed. 



JOHN E. ATWOOD. 

APPEAL FROM EXAMINEES IN CHIEF. 

August 14, 1871. 
In the matter of the application of John E. At wood for letters- patent 

for Wood Screws. 
Leggett*, Commissioner : 

In this case there are two reports from the board. A majority of the 
eraminers-in-chief report against granting a patent ; the minority in 
favor. The majority's report is short, concise, and, I think, covers the 
whole ground. They say : 

Whatever ingenuity "was exercised in cnttiug the grooves up to the head of tlie serew 
•was shown long ago in Arnold's patent. The only other distinction betweeu the appli- 
cant and Davies's patent is that the core of the one is a trne taper ; the other is swelled 
a trifle. This does not constitute a patentable improvement, any more than uniting it 
with the feature in Arnold's. 

The majority's report of the board of appeals is affirmed. 



HERMANCE vs. BUSSEY. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

August 14, 1871. 
In the matter of the interference between Richard M. Hermance and 
Esek Bussey in their respective claims to certain alleged Improve- 
ments in Cooking Stoves. 

Duncan, Acting Commissioner : 

The inventions involved in this interference relate to water reservoirs 
attached to, or set into the rear of, the ordinary cooking-stove ; and, in 
common with certain inventions previously patented, have for their 
object the utilizing of the caloric contained in the escaping products of 
combustion. 

One of the parties, Bussey, has three patents with which the pending 
application of Hermance is supposed to conflict. His first patent was 
obtained on the 5th day of December, 1865, upon an application filed 
October 7, and was reissued July 24, 1866. 

This patent shows a part of the back plate of an ordinary three-flue 
cooking-stove removed, and its place supplied with the front wall of the 
reservoir, which sets against and .slightly into the exposed portion of 
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the flues. By this construction the products of combustion in their 
passage through the flues are brought into direct contact with the metal 
of the reservoir, and thus the water is more quickly and effectually 
heated than when the reservoir is simply hung or set against the back 
plate and the heat is compelled to traverse two thicknesses of metal. 
No change is made in the exit pipe, which retains its position immedi- 
ately above the vertical ascending flue ; and the reservoir is shown as 
held in place by means of an extension of the top plate of the stove,, 
which is made to project beyond the flues and the exit pipe. The reser- 
voir is set through an aperture in this extended top, and a flange upon 
its upper edge rests upon the rim formed by the extension, and the bot- 
tom rests upon the upper edge of that portion of the back plate which 
is not cut aw&y. 

Bussey's second patent was granted on the 24th day of July, 1866, 
upon an application made on the 2d day of May of the same year r 
although the model was deposited in the Patent Office on the 21st day 
of the preceding February. 

In this model, as in the other, the back plate of the stove is cut away ^ 
but the exit pipe is placed in rear of the reservoir, instead of in front, 
and is connected with the body of the stove by extending the central 
flue rearward underneath the reservoir, and up along its rear vertical 
wall, the bottom and back plate of the reservoir forming one side of this 
extended flue. By this construction the direct contact of the heated 
gases with the metal of the reservoir is secured, not only on the front 
wall of the same, but also on the bottom and the rear wall ; and this toa 
with a direct draught as well as when the damper of the direct or cen- 
tral flue is closed. This patent has been twice reissued, the last time 
on the 1st day of February, 1870. 

From the testimony it appears that prior to the filing of the original 
application, Bnssey had become aware that Hermance had invented an 
alleged improvement in stoves, in which the exit pipe had been placed 
behind the reservoir and the flue leading thereto had been expanded 
into a chamber inclosing the reservoir underneath and on all its sides* 
Accordingly it is found that both in the original patent and in the reis- 
sue, Bussey draws the line sharply between a mere extension of the flue 
which permits the products of combustion to come in contact with only 
the bottom and the rear wall of the reservoir, and an expansion of the 
same into a chamber which permits them to rise around the reservoir 
on all sides; and the specification contains a distinct recital of the 
alleged advantages of the one construction over the other. The reissue 
contains the following explicit disclaimer : 

I am aware that cooking-stoves have been in use in which the reservoir has been in 
cased or inclosed on all sides, except the top, by a kind of expanded flue through, which 
the gases of combustion are made to pass. The advantages of my plan over this device 
are twofold : First, it is much more economical, requiring far less material and labor 
to construct it ; and, second, by confining the heat and gases of combustion to a small 
space at the bottom and rear of the reservoir, the contents thereof will be much mora 
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-effectually heated than where the products of combustion are admitted to an extensive 
flue-space and permitted to rise and expend their heat at or near the top of the reser- 
voir. 

The claims are correspondingly limited. 

Hermance filed his application in the Office on the 12th day of April, 
1866, but the three models used in the prosecution of the case, he had 
deposited in the office, accompanied with the oath of invention, in Jan- 
uary of the preceding year. The first of these models, received January 
6, 1865, shows a reservoir set into an inclosing chamber which is built 
up from the top plate of the stove. Into this chamber the heated gases 
«nter directly from the ascending vertical flue, and escape therefrom 
through an exit pipe which is placed behind the reservoir, on a level 
with its upper edge. One of the two other models, received on the 12th 
of the same month, shows the reservoir and its inclosing chamber as 
placed below the top plate, while apertures are cut through the back 
plate to permit the products of combustion to pass from the ordinary 
flue space into the inclosing chamber, the exit pipe being again placed 
behind the reservoir. By this construction, as well as by that upon 
which Bussey obtained his second patent, it is caused that the heated 
gases will be brought into direct contact with the reservoir not only 
when the damper of the central flue is closed, but also when a direct 
•draught is being used. The marked point of difference between the 
two inventions is, that in the one case the gases are permitted to flow 
around the reservoir on all sides, while in the other they are restricted 
to a limited portion of the bottom and back wall. 

As regards this branch of the controversy, Bussey's counsel admits 
that Hermance completed his invention before Bussey had made his; 
but it is urged that the two inventions are distinct and independent, and 
that Hermance has already fully covered his real invention by a patent 
granted him on the 26th day of April, 1870. The claims of this patent 
were originally embodied in the present application, but, under practice 
rule 61, they were withdrawn and made the subject of a separate appli- 
cation. This was done upon the theory that the claims so withdrawn 
all related to an " inclosing chamber," a device which Bussey had spe- 
cially disclaimed, and- that therefore to that extent there was no inter- 
ference. 

In behalf of Hermance, on the other hand, it is claimed that the two 
inventions involve substantially the same principle, and that Her- 
mance therefore is entitled to claims more specific than any yet allowed 
Mm, and such as will in terms describe the exact invention covered by 
the claims of Bussey's patent. 

I cannot fully agree with either of these views. On tbe one hand I 
am convinced, after a laborious investigation of the matter, that the two 
inventions are not independent; but that when the escape pipe is 
removed from in front of the reservoir and placed behind it, in order to 
permit the products of combustion to be carried underneath and up 
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along the rear wall of the reservoir, substantially the same principle is 
involved whether the extension of the flue is expanded so as to inclose 
the reservoir on all sides or not. It is true, the construction which 
limits the gases to contact with the bottom and the rear wall may be 
regarded as an improvement upon the u expanded flue, 77 or inclosing 
chamber, and so entitle the first inventor of it to a patent therefor ; but 
such patent will necessarily be subordinate to one granted for the 
broader idea. It was doubtless upon this view of the correct relation of 
the two inventions that the Office acted in granting Bussey's second 
patent with its limited claims, while Hermance's application was still 
pending; and I see no reason now that would justify a different judg- 
ment in this particular. 

The question then comes, Who was the first to conceive this general 
idea and reduce it to practical form f On this point there is no room for 
doubt. Hermance's models, filed in January, I860, show it fully, while 
Bussey does not attempt to go farther back than February, 1866. Her- 
mance, therefore, is entitled to the generic claim. But he is not, for that 
reason, entitled to set up a specific claim for the particular improvement 
made by Bussey. This he can only do by presenting proof that he also 
is an original and the first inventor of this improvement. The only in- 
timation that he deems himself to be even an original inventor of it, is 
found in the fact that, by an amendment of his specification and draw- 
ing in December, 1869, he made it a part of his application. There is 
not a particle of evidence, however, to show when he invented it. A 
correct practice would have refused to receive this amendment, on the 
ground that the original papers and models contained no evidence that 
that particular improvement had ever been made by Hermance. But, 
not to raise any question now as to action of the Office in admitting the 
amendment in question, or as to whether in fact Hermance be an actual 
inventor of this alleged improvement upon the generic invention, it is 
enough to say that, in the absence of proof of a different character, it 
cannot be assumed that he made it at any earlier date than the time 
when he introduced it into his application. But Bussey had patented 
it in 1866, and must therefore be adjudged the first inventor. 

Accordingly the sixth claim, which is for the specific improvement, 
must be rejected. In the third claim the expression " chamber formed 
on one or more sides by a water reservoir and casing," if it has any in- 
telligible meaning, uiust refer to some other construction than where the 
casing extends all around the reservoir 5 it must, in short, have been de- 
signed to meet the specific construction shown by Bussey. This claim, 
also, must be rejected. The tenth claim is sufficiently generic to cover 
the real principle of the invention, and is allowed. 

The first, second, and seventh claims relate to the so-called " extended 
top," and are in the following language : 

First. The employment of the top H, extending over a reservoir placed in the rear 
or at the hack of a cooking-stove, in the manner and for the purpose substantially as 
hereinbefore described and set forth. 
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Second. The employment of the extended top H, with the opening M, and with a 
reservoir E setting in or through the same, and in the rear or at the back of a cooking- 
stove, substantially as hereinbefore described and set forth. 

Seventh. I claim the employment of a water reservoir, set in and supported by a 
suitable flange, or rim, in combination with the outer edge or surface of a correspond- 
ing opening in the extended top plate, substantially as hereinbefore described and set 
forth. 

These have hitherto been regarded by the parties and the Office as 
in interference with Bussey's first invention, the first claim of his patent 
being in these words : 

First. The outward continuation or extension of the top plate E of a cooking-stove, 
over and upon or near to the upper part or top of the boiler or reservoir A, and con- 
taining there iu an opening or reservoir-aperture E, for receiving into [it] said boiler 
A, in the manner substantially as herein described and set forth. 

It should be borne in mind, however, that Bussey carries the top 
plate out beyond the flues and the exit pipe, and that the sole function 
of the extension is to support the reservoir. In Hermance's stove, on 
the contrary, the top plate does not extend beyond the outer rear wall 
of the flue. This flue is indeed expanded into a chamber, and the cor- 
responding enlargement of the covering plate becomes necessary in 
order to prevent the escape of the smoke and heated gases into the 
room ) but still the fact remains that this plate is not carried beyond the 
rear wall of the flue, and that its function is the same as that of any 
ordinary stove plate, viz, to confine the smoke and gases in their 
proper channels. 

The term " extended top," therefore, though having a significance in 
Bussey ? s stove, is a misnomer when applied to that of Hermance ; and 
he cannot be allowed to build up claims upon the false assumption that 
the plate which he uses has any peculiar function. He may, of course, 
at his pleasure, use that portion of it which is over the hot-air chamber 
for supporting a boiler or any other vessel that may be set down into 
it, and he can do it 3 too, without interruption from Bussey ; but this use 
of the top plate is so analogous to that made of almost every cooking- 
stove that it certainly presents nothing patentable. In fact, in the 
patent of Davis & Lord, granted in 1829, there is a special enlargement 
of the flue, and a boiler or reservoir sets through the top plate into this 
enlarged space or chamber. 

So far as relates to this particular improvement, Hermauce's invention 
consists, not in any extension of the top plate, which is carried out far 
enough only to cover the flue space below, nor in the use of that plate 
for supporting any vessel that may be set into it ; but it consists, rather, 
in the expansion of the flue into a hot-air chamber, or, if this be antici- 
pated by Davis & Lord, in the placing of the exit pipe in this expansion 
of the flue so as at all times to carry the main current of the heated 
gases into and through the chamber thus formed. But these things are 
fully secured to him by the patent which he has already received. So 
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far, then, as the first, second, and seventh claims are concerned, the 
interference is dissolved. 

A different question is raised in the consideration of the fourth and 
fifth claims. These claims make no mention of the inclosing chamber, 
but they claim broadly the cutting out, first, of any portion of the back 
plate, and, second, any portion above the bottom flue strips, in combi- 
nation or connection with a water reservoir. They have reference to 
certain supplemental figures introduced into the drawing by the amend- 
ment of December, 1869. and in which the exit pipe is placed in front of 
the reservoir, and the entire back plate between the flue space and the 
reservoir is removed. By this arrangement the products of combustion 
will strike mainly against the front of the reservoir, and thus the action 
will be very similar to that in Bussey's flrst patent. 

Is Hermance entitled to claims that will control such a construction? 
In answering this question it will be assumed that heating the reservoir 
by cutting away the back plate, so as to let the products of combustion 
strike against the front side of the reservoir as they pass through the 
usual vertical flues, is an entirely different invention from the heating 
of it by carrying the gasses through an opening in such back plate 
and under and around or behind the reservoir. Hermance's counsel 
defends with great ability the opposite view ) but after an attentive con- 
sideration of his argument, and a very careful study of the whole subject, 
I am led to the conclusion that there is a radical difference between 
these two inventions, which makes the one independent of the other. 
Hermance ought not, therefore, to have been permitted to introduce into 
his application, by way of amendment, new figures which were in no 
wise suggested by his original model and specification. It is doubtful 
whether the Commissioner's order, indorsed upon the amendment papers, 
and authorizing their admission, contemplated at all the particular 
character of the proposed amendment. It is altogether probable that 
it was designed simply to relieve the applicant from any embarrass- 
ment by reason of the long delay previously interposed in the prosecu- 
tion of the case, the reasons for this delay being made the subject of 
the lengthy affidavit which accompanied the petition for leave to amend. 
But since the amendment has been made, and Hermance has incurred 
the expense of taking testimony in relation to the subject involved in it, 
it might seem unjust to dismiss the matter without considering the tes- 
timony offered. 

When, then, did Hermance invent the improvement in question, viz, 
cutting away the back plate of the stove, so as to admit the products of 
combustion to contact simply with the front side of the reservoir ? He 
appears to have conceived the idea of such an improvement as early as 
the year 1858, and to have made it the theme of various conversations 
thereafter prior to 1865. 

In 1860, also, he made a pencil sketch, which is produced and alleged 
to be a representation of the same invention. The witness Davenport 
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also swears that in 1863, aa be believes, though be will not swear posi- 
tively that it was not in 18C2, or in 1864, or in 1865, Hermance showed 
him a model embodying the same idea. This sketch and this model con- 
stitute the only evidence that he reduced the idea to practical form 
previous to the filing of the amended drawing in 1869. But the sketch, 
as has previously been remarked by the examiner of interferences and 
by the board of appeals, is so rude and indefinite as to be utterly valu- 
less as testimony upon any disputed point; and the model is neither 
produced nor its absence accounted for. This model, moreover, as 
Davenport says, was a temporary affair, used by way of illustration 
only, it being Hermance's declared intention, " to make a better model; " 
and the witness is unable to swear positively that he saw it at any time 
earlier than the date, viz, January 3, 1865, when it is proved that 
Bussey had placed in the hands of his attorney a model of the same 
thing, which was afterward sent to the Patent Office in support of 
Bussey's first application. 

But if it be believed that Hermance actually showed Davenport a 
model of the improvement in the year alleged, viz, in 1863, it must be held 
that he has abandoned the invention ; for he failed to lay any claim to 
it in January, 1865, when he learned in Parks's office at Troy that 
Bussey claimed to be the invtentor, and was about to apply for a patent 
upon it ; afterward, when he himself came before the Patent Office as 
an applicant, he presented a different invention, and in his original 
specification specially disclaimed the improvement in question ; and he 
only asserted a claim to it m December, 1869, after it had been patented 
to Bussey for more than four years, he, Hermance, having knowledge of 
this fact all the time. Such conduct would work a forfeiture of a party's 
right to a patent even upon a completed invention. But in this case 
the better view doubtless is, that the improvement was never reduced 
to practice by Hermance so as to satisfy the requirements of the patent 
law, unless when he incorporated it in the pending application by the 
amendment of 1869. Bussey must, therefore, be adjudged the prior 
inventor of it. 

The ninth claim relates to a series of apertures near the upper edge 
of the boiler for discharging the steam into the flue. Contrary to the 
opinion expressed by the board of appeals, there is a direct inter- 
ference between the parties upon this point. The apertures are dis- 
tinctly shown in a patent granted to Bussey on the 24th of July, 1866, 
not previously referred to in this decision, and manifestly overlooked by 
the board. 

The application for this patent was filed on the 10th of July, and 
there is no evidence establishing an earlier date of invention by Bussey 
than the date of filing. But the apertures are found in one of the 
models deposited by Hermance in January, 1865. Hermance, therefore, 
is adjudged the prior inventor of this feature. 

As regards the eighth claim, 1 agree with the board of appeals that 
the interference should be dissolved. 
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Question is made as to whether the long delay of Hermance to prose- 
cute his application, after the rejection of it in 1866 — a delay of more 
than three years — is hot to be accounted as an abandonment of the in- 
vention. This question was raised before the Commissioner in 1869 t 
when Hermance petitioned, in substance, for leave to restore his appli- 
cation to the docket of pending -cases. It was then decided negatively t 
and will not now be reopened. 

To recapitulate : As to the first, second, seventh, and eighth claims, 
the interference is dissolved, the first three claims being rejected, and 
the last one allowed. As to the subject-matter of the third, fourth, fifth, 
and sixth, priority is awarded to Bussey, and on the ninth and tenth to 
Hermance. 

In the further prosecution of the case Hermance will be required not 
only to limit his claims in conformity with the foregoing decision, but to 
amend his drawings and description so as to exclude from them every- 
thing not warranted by the models and the drawings first filed in the 
case. 

It may be added that in the previous action of the Office, permitting 
Hermance to withdraw certain claims from his application and take a 
patent upon them during the pendency of the interference, there has 
been a misapprehension of the real intent of rule 61. That rule per- 
mits claims to be withdrawn from an application during the pendency 
of an interference and embodied in a new application ; but only when 
the claims so witlidrawn cover inventions which do not involve the devices in 
interference. By this it was not intended merely that the claims so with- 
drawn shall be technically different from those of the opposing party to 
the interference, but that they must be for an entirely distinct and sep- 
arate part of the invention, so that a patent granted therefor shall in no 
way prejudice the interests of such other party. 

In the present case, the relation between the claims remaining in 
Hermance's application and those withdrawn and embodied in a separate 
patent, is too close to justify any such division as was made; at any 
rate, so long as there was any dispute as to main features, to which, in 
some degree, all the claims relate. 



PHILIP W. MoKENSIE. 
Extension. 
August 17, 1871. 
In the matter of the application of Philip W. McKensie for the exten- 
sion of the patent for Improvement in Cupola and other Fur- 
naces, issued August 25, 1857, and reissued December 27, 1864. 

Leggett, Commissioner : 
This invention relates especially to cupola furnaces, used for melting 
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iron for iron-founderies. The claims in the patent folly set forth the 
features of the invention. 

The examiner reports that this invention was new at the date of the 
original application, and that the patent was properly reissued. 

The testimony shows the invention to be useful and important to the 
public. It also shows that the inventor used due diligence in intro- 
ducing the invention, and has failed to obtain a reasonable remuneration 
therefor. 

The applicant appears to have complied with all the requirements of 
the law in matters of extension. The testimony presents a meritorious 
•case, and there is no opposition. 

The patent will be extended. 



CHARLES. H. SAYER. 

Extension. 

August 17, 1871. 

In the matter of the application of Charles H. Sayer for an extension 

of letters-patent for an Improvement in Cultivators, granted to 

him August 25, 1857. 

Leggett, Commissioner : 

From the testimony it appears that this cultivator is of great value, 
and has taken the first premium at many agricultural fairs. It is 
formed of a longitudinal central beam, to the forward end of which are 
hinged two side beams ; and to the rear end of which are pivoted two 
slotted, overlapping braces, clamped together, for the purpose of fixing 
the side beams at any angle with the central one. All the beams have, 
extending along a great portion of their length, one central slot, into 
which are clamped, at any point and at any angle with the beams, the 
shanks of the cultivating-teeth. Different kinds of teeth may be used. 

Applicant having made a case under the statute, and no opposition 
appearing to its extension, it is accordingly granted. 



T. F. TAFT. 

Extension. 

August 17, 1871. 

In the matter of the application of Timothy F. Taft for the extension of 

letters-patent No. 18,025, for Shears for Cutting Metal, granted 

him August 18, 1857. 

The decision first prepared in this case was as follows : 
The invention sought to be extended consists of shears for catting metal, so con- 
structed that the upper edge of the movable blade constitutes the inclined plane on 
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which the wheel travels, while the wheel itself is compelled in its movement of trans- 
lation to follow a horizontal direction by means of a horizontal plane in the opposite 
side of its circumference, and a supplementary wheel interposed between them. The 
bearing surfaces of the two wheels and two planes are plain, and, to avoid slipping 
from want of proper traction, the wheels and planes have severally cogged plates at- 
tached to them which mutually interlock. 

Affidavits have been filed of three intelligent and apparently disinterested persons, 
as well as the affidavit and statement of the patentee, and they all agree in represent- 
ing the machine in question as enabling a man to accomplish one-third more work in 
a given time, and as doing the work better and with more ease than any other machine 
with which they are acquainted. 

The examiner in this case reports : 

"After a careful examination of the application, it is believed that the invention was 
new at the time the patent was granted ; that it is valuable, and important to the 
public ; that the patentee has not been reasonably remunerated, and that his failure to 
be so remunerated has arisen from no fault or neglect on his part." 

From the examination of this case, I am satisfied all the requirements of the law 
have been complied with, as relates to extension, and accordingly the prayer of the 
petitioner is hereby granted. 

Subsequently this decision was recalled, for reasons which appear 
below, and a new one rendered, as follows : 

Leggett, Commissioner : 

Upon the hearing of this case, it appeared upon the records of the 
Office that the patentee, Timothy F. Taft, had assigned all his interest 
in and to said patent, including tlie extension, if granted, to one Lucius W. 
Bond, by assignment, dated November 22, 1867. 

I called the attention of the attorney to this matter, and informed him 
that the Office would not extend patents for the sole benefit of assignees, 
and could not under the law. He then said that said assignment was 
given to Bond in the nature of a mortgage, to secure borrowed money, 
and that on June 13 last Taft had settled the matter, and on that day 
the patent was reconveyed to Taft; but that he had neglected to have 
the re-assignment recorded. The attorney then took the re-assignment 
from among his papers, and had it put upon record, and assured me that 
it was a bona fide document, and that the whole title was then in Taft, 
and upon this assurance and belief the decision extending the patent 
was made. 

As soon as the decision was made, the attorney took from his pocket 
another assignment from Taft to Bond, also bearing date June 13, 1871, 
and filed the same for record, thereby falsifying the statement that the 
title in the extension was in Taft, and further showing the reconvey- 
ance to Taft was a mere fiction to deceive the Commissioner of Patents. 

The records of the Office further show, that on the 22d June, 1871, Taft 
also assigned all his right, title, and interest in the extension to one 
Elizabeth H. Taft. He comes to the Office for an extension, and assures 
the Commissioner that he has, in his own right, the entire interest in the 
extension, while, in fact, the records of the Office show that, in June last, 
15 D 
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lie sold for a merely nominal price to two distinct persons, by two sepa- 
rate assignments, all his interest in the extension, if granted. 

In view of these facts, the former action of the Office granting exten- 
sion in this case is revoked, and the extension is refused. 



G. W. X. YOST vs.. WM. HESTON. 
Interference. 

APPEAL FROM EXAMINERS -IN- CHIEF. 

August 19, 1871. 
In the matter'of the interference between the letters-patent of G. W. N. 
Yost and the application of William Heston, for letters-patent for an 
Improvement in Mowing-Machines. 

Duncan, Acting Commissioner: 

The elaborate written argument in behalf of Yost, and the voluminous 
testimony filed in the case, have all received careful attention. Leaving 
out of sight all question as to the credibility of Heston's witnesses, I 
agree fully with the opinion expressed by the examiner of interferences 
and the board of appeals to the effect that Yost's own evidence is suf- 
ficient to establish that, as between him and Heston, priority is with the 
latter. The able discussion which the question has received from those 
two tribunals leaves but little to be said. 

The "Climax" mower was invented mainly by Yost, and in 1868 was 
being manufactured by the Corry Machine Company. The machine was 
a new one, and was far from perfect. One serious defect in it was the 
lack of suitable means for elevating or depressing the outer end of the 
finger-bar, above or below the level of the point at which the finger-bar 
was attached to the coupling-frame. To remedy this evil was considered 
by Yost and the other officers of the company to be an important matter. 
The device now in controversy was intended for this purpose, and the 
first suggestion of anything approximating to it, according to Yost's own 
statement, came from Heston, who, in the month of November, 1868, 
showed him a small wooden model, in which the elevation and depres- 
sion of the finger-bar could be effected by means of a lever placed at 
right angles thereto. Yost says that he was well pleased with the idea, 
and told Heston to go on and apply it at once to one of the full-sized 
machines ; that Heston objected, as he wished first to experiment upon 
it, and perfect it ; that he then put one of the workmen about the estab- 
lishment under Heston's orders, to aid him in making a more perfect 
model of metal ; that Heston found difficulty in getting his invention to 
work well in this model, and was so long completing it, that he, Yost, 
grew impatient, and seeing the practical objections in the arrangement 
proposed by Heston, himself made certain changes, which he at once 
embodied in practical form by applying them upon one of the large 
machines. 
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It appears further from Yost's statement that Heston was not giving 
all his time to the making of the model, being mainly employed during 
business hours upon regular shop-work, and that the time elapsed while 
Heston was thus at work at odd hours upon the model, cannot have 
much, if at all, exceeded two weeks. 

Accepting Yost's own statement as to the history of the invention, 
the changes made by him do not «eem to affect in any material point the 
principle of the invention, but relate solely to certain mechanical details, 
which it is not improbable Heston himself would have adopted, had 
reasonable time been allowed him for conducting his experiments. It 
should be remembered, however, that Heston claims to have made the 
invention originally in the very form which Yost at last adopted 5 and I 
am inclined to think that this view is supported by the weight of testi- 
mony. But even if it were not so, it is true, as the board of appeals 
assert, that Heston was exercising reasonable diligence in adopting an 
perfecting his invention. The principle of his invention was to make 
the short arm of a lever operate upon the inner end of the finger-bar, 
this lever being suitably pivoted upon the coupling-frame and operated 
by the lifting-lever upon the main axle. This was the leading idea in 
the invention, and this was new to Yost. Whether the supplemental 
lever should be pivoted at one particular point or at another, and 
whether it should operate directly upon the inner end of the finger-bar 
or upon a projection of the same extending rearward, were matters 
upon which most assuredly the inventor was entitled to reasonable time 
to experiment ; and while he was using reasonable diligence to perfect 
the invention in these matters of mere detail, no man could be allowed 
to step in and appropriate the main and essential feature of it, upon the 
ground of being the first to suggest certain improvements upon it of a 
minor character. The changes which Yost claims to have made in 
Heston's plan are, after all, only such as any diligent inventor would 
have a right to avail himself of, even though it were clearly proved that 
they were in the first instance suggested to him by another. 

Neither can Yost's claim derive any support from the fact that Heston 
was an employ^ under him. It does not appear that Heston was em- 
ployed for the purpose of aiding Yost in developing any improvement 
which the latter had conceived. The original conception was Heston's, 
and Yost's instructions, given as an officer of the company, were for 
Heston to develop and make a practical application of the improvement 
which he, Heston, had invented. Under these circumstances, the rela- 
tion of employer and employ^, which existed between the parties, is 
immaterial as affecting the rights now in controversy. 

Yost's claim, again, can derive no strength from the fact that he re- 
munerated Heston for his extra work in perfecting the invention and 
making the first practical applications of it. The testimony is by no 
means clear whether the amount paid, (100, was simply for extra work 
upon models and levers, or for the right to the invention. 
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But even if Heston, regarding himself as the inventor, actually in- 
tended to sell the improvement to Yost for the sum paid, this would not 
make the latter the proper party to apply for a patent, nor even to re- 
ceive it when granted, except upon an assignment duly entered of record 
in the Patent Office. 

As to the allegation that Heston took a principal part in making and 
forwarding to Washington the model upon which Yost's patent was 
granted, the board have correctly remarked that it is not clear that this 
was done with the knowledge that the patent was to be taken out in 
Yost's name and not in his own. 

The decision of the examiners-in-chief awarding priority to Heston is 
affirmed. 

The foregoing decision proceeds upon the supposition that the inven- 
tion in interference is patentable. This question was formerly passed 
upon by the board, when the application of Heston was before them, as 
an ex parte appeal, and was decided affirmatively. 

It appears, however, that at that time the only reference in the case 
was the rejected application of John Hoskins. Since then the attention 
of the Office has been called to various patents, among them that of 
McCormick & Erpelding, 1868, which are alleged by Yost's counsel to 
anticipate the invention as shown in Heston's model and application ; 
and upon this ground a dissolution of the interference has been asked for. 

An examination of the reference shows that it anticipates all that the 
board in their decision upon the interference pronounce to be the only 
element of novelty in the combination claimed. I have deemed it the 
better course, however, not to dissolve the interference as requested, 
but to decide the question of priority between the parties, and to re- 
mand the application of Heston to the primary examiner for further 
inquiry upon the question of patentability. That officer will accordingly 
take charge of the case and re-examine it. 



GEOEGE E. WAERING, Jr. 

Reissue. 

APPEAL, FROM PRIMARY EXAMINER. 
August 22, 1871.. 
In the matter of the application for a reissue in two divisions of letters- 
patent granted June 1, 1869, to George E. Warring, jr., for Improve- 
ment in Earth-Closets. 

Leggett, Commissioner : 

This case comes upon appeal from the primary examiner. The appli- 
cant, in his original application, described a form of earth-closet that 
might be adopted, which he did not represent in his drawing or model. 
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In liis reissue application he introduces a drawing to correspond with 
said description. The examiner refuses to proceed with the examination 
until the new drawing is stricken out. From this decision the applicant 
appeals, and asks that the examiner be ordered to proceed with the ex- 
amination, notwithstanding the new matter introduced in the drawings. 
Section 53 of the patent law, in speaking of reissues, says: 
No new matter shall be introduced into the specification, nor, in case of a machine 
patent, shall the model or drawings be amended, except each by the other. 

Language can hardly be made plainer than this. There certainly is 
no ambiguity — nothing left for construction. Applicant's attorney, how- 
ever, makes a labored and ingenious argument to show that such mean- 
ing as the words of the law naturally convey was never intended by Con- 
gress, and is not in harmony with the general spirit of the patent laws. 
On the contrary, it is quite evident that Congress knew exactly what 
it was doing when it enacted the provision quoted. In June, 1869, one 
year before the passage of the law containing the provision in question, 
Rule 53 of the rules of practice then in force was amended to read as 
follows: 

The drawings or models may be amended each by the other, but the amendment of 
the drawings or models founded solely upon the written description will not be per- 
mitted. 

This rule was in force at the time the present law was enacted, and it 
is clear that whoever drafted the law intended to make the rule a salu- 
tary provision, and as such it is binding upon the Office, whether it- be in 
harmony with the general spirit of the patent law or not. But I fail to 
see any want of such harmony. Language is capable of being used very 
indefinitely, and may be made to cover much with few words or little 
with many words, as the writer may desire. 

The object of the law in demanding drawings or models in machine 
patents was to make the meaning of the language used by the inventors 
in describing their inventions definite and certain. When a man de- 
scribes in words his invention, and then limits the meaning and applica- 
tion of his language by a drawing representing his invention, and then 
produces a miniature specimen of his invention in form of a model, his 
language becomes exact and certain. 

The drawing is sufficient to make the language of the specification cer- 
tain and intelligible in most cases to examiners and to others accustomed 
to reading drawings; but to persons not accustomed to the careful exami- 
nation of drawings, models become necessary ; hence the law demands both. 
The drawings and models are used to interpret and make certain the lan- 
guage of the specification, and as both are definite and unequivocal, and 
used for identically the same purpose, they may properly be amended, each 
by the other. But to permit an amen d ment of either upon an application 
for reissue by the specification, would be to ignore the chief use of draw- 
ings and models in applications. 

The drawings and models are not, properly speaking, any part of the 
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specifications, and it is not mistakes in drawings or models that reissues 
are designed to remedy. The law says: 

That whenever any patent is inoperative or invalid hy reason of a defective or in- 
sufficient specification, or by reason of the patentee claiming as his own invention or 
discovery more than he had a right to claim as new, if the error has arisen by inadver- 
tence, accident, or mistake, and without any fraudulent or deceptive iutention, the 
Commissioner shall, &c. 

Langnage is susceptible of ambiguity, and mistakes are liable to occur, 
and reissue is a proper remedy. Models and drawings are not subject 
to such ambiguity, and for them no such remedy is provided. 

There is no section of the patent law so often sought to be misused 
and abused as that in reference to reissues. 

A patentee, finding that some person has made an improvement upon 
his invention, rushes to the Patent Office, and by reissue seeks to cover 
his neighbor's improvement. Another comes to the Office and seeks a 
broad, sweeping claim, but is required to limit his specification and claim 
to exactly what he has invented, and gets a patent with a claim much 
narrower than he sought, but fully covering all he has invented. He 
then watches to find the examiner sick or away on leave of absence, and 
a less skillful mau occupying his place, when he comes back and seeks by 
reissue to obtain all that was refused him at first. This sharp practice 
has become so common and so prolific a source of swindling, that the 
Office has been compelled to adhere to the very letter of the law — to con- 
strue it as literally as a court would a criminal statute. Such construc- 
tion will, sometimes work hardship, as possibly it may in this case, but 
I am satisfied that such construction is necessary for the protection of 
both the public and real inventors. 

The decision of the examiner is affirmed, and the new matter in the 
drawings must be expunged before further examination of the case. 



CRANE & ROGERS. 
Interference. 

MOTION. 

August 23, 1871. 

In the matter of the interference between the reissue application of 
Crane & Rogers, assignors to Gamewell & Co., and the reissued 
letters-patent of Alexander Allen for Improvement in Automatic 
Signal-Boxes for Fire-Alarm Telegraphs. 

Leggett, Commissioner: 

The invention in question between these two parties is the adaptation 
of a vibrating gear-sectOr as a circuit-breaker in an automatic fire- 
alarm signal-box. Bqth parties have patents. Crane & Rogers' issued 
July 6, 1869; Allen's, June 1, 1869. Allen obtained a reissue of his 
patent June 7, 1870. Crane & Rogers filed their application for reissue 
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August 3, 1870. Between this application and the reissued patent of 
Allen, both including the device named, an interference was declared. 

Testimony was taken under the rules, and a full hearing was had 
before the examiner of interferences. The proof was very clear and 
decisive that Allen was not the first inventor, and whatever else was 
done in the decision, the declaration of priority was positively against 
Allen. 

But the testimony as taken by Crane & Rogers showed Crane to be 
the first and perhaps the only inventor. The examiner declared in his 
decision that the proof showed Crane to be the prior inventor ; but as 
the parties known in the case were Allen on one side and Crane & 
Rogers on the other, Crane alone not being a party in the case, he dis- 
solved the interference, and gave thirty days for either party to appeal 
if they chose so to do. Neither party took an appeal, but after the 
expiration of the thirty days Crane & Rogers introduced additional 
proof, before the primary examiner, on the subject of joint inventorship, 
which satisfied the examiner that Crane & Rogers jointly invented the 
device in controversy, and, as priority had been given to Crane in the 
interference, he passed their case for issue. Allen, getting notice of 
this action of the examiner, files the motion now under consideration, 
asking an enforcement of the judgment of the examiner of interferences, 
by suspending and forbidding the issue of a patent to Crane & Rogers 
on their reissue application. 

The object of an interference is, by the law and by the Office rules of 
practice, solely for the purpose of determining priority of invention be- 
tween contending parties. There is no law for declaring or continuing 
an interference on any other question. 

The examiner of interferences has no jurisdiction of other matters, and 
therefore can give no final judgment except upon questions of priority of 
invention and such preliminary and interlocutory questions as may be 
necessary in determining priority. 

The board of examiners-in-chief and the Commissioner, while acting in 
his judicial capacity, are subject to the same limitations when trying in- 
terference cases. 

The question of sole or joint invention is not a question at issue 
between the parties to an interference, and cannot become one, and 
should not be discussed by the parties at the hearing. 

Whether Crane & Rogers are or are not joint inventors, is, during the 
pendency of their application, a question solely between them and the 
Office, with which Allen has nothing to do, aud has no business to inter- 
meddle. 

The question of several or joint invention upon the part of Crane & 
Rogers was not a legitimate issue between the parties before the 
examiner of interferences, and was not, therefor^, a matter upon which 
he could give a decision ; and when viewed in the light of the law and 
the rules, this question was not decided by him. He decided positively 
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that Allen was not the prior inventor, and if Allen was not satisfied 
with this decision, he should have taken his appeal. Allen being out of 
the question, the examiner then proceeded to ascertain whether he could 
give priority to Crane & Rogers. 

Judging from the testimony taken on the question of priority, and 
with no reference to that of joint or several invention, he was of the 
opinion that Crane alone invented the device in question, and, there- 
fore, he could not give priority to Crane & Rogers; and as the judg- 
ment in interference must be either priority or dissolution, his judgment 
was dissolution. 

So far as the examiner considered the matter of joint invention, he 
considered it as an ex parte question — a question solely between him and 
Crane & Rogers, with which Allen had nothing to do. Had priority 
been given to Allen, the question of joint invention would not have been 
discussed. As it was, this question did not arise in the mind of the 
examiner until after he had decided the whole controversy, between 
Allen on the one side and Crane & Rogers on the other, by deciding 
priority against Allen. 

Allen was not a party in any opinion or decision the examiner may 
have given as to whether Crane alone, or Crane & Rogers jointly, were 
the inventors, and has no right to make any motion nor in any other 
way interfere in any matter pertaining to such opinion or decision. 

If Allen was dissatisfied with the examiner's decision on the question 
of priority, he had his remedy in appeal. As to the judgment of priority, 
Crane & Rogers were satisfied. 

An appeal from the examiner's opinion or dicta on the matter of joint 
invention, would have been irregular, and could have furnished no relief. 

After the expiration of the thirty days granted for appeal, the inter- 
ference stood dissolved, and of course Allen went out of the Office with 
his patent, and Crane & Rogers' application went back to the examiner, 
where it was prior to the declaration of interference, with the question 
of priority decided against Allen, in which decision Allen acquiesced, 
and a strong presumption raised that Crane & Rogers were not joint 
inventors. 

Allen's attorneys refer with great assurance to the Commissioner's 
decisions in the cases of Weston vs. Hunt & Turner, May 14, 1871, and 
Pugh vs. Hamilton et oL, May 19, 1871. 

But a more careful examination of those decisions would have dis- 
closed to them the fact that the action of the Office in the matter of 
Crane & Rogers' application has been in exact accordance with those 
decisions. 

In the case of Weston vs. Hunt & Turner, both parties were appli- 
cants for patents. The Commissioner decided priority against Weston, 
but the testimony in the case clearly showed that Hunt was the first 
and only inventor; hence the Commissioner declined to give priority to 
Hunt & Turner, and dissolved the interference, and closed the decision 
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with these words: "The examiner, in his farther examination of the 
applications, will take cognizance of the testimony in this case." 

The closing of the decision in the case of Pagh vs. Hamilton et al. was 
substantially the same, both decisions clearly indicating that the ques- 
tion of joint invention should be the subject of further examination 
by the primary examiner. Any other course would be grossly unjust. 
When Hunt & Turner were taking their testimony, their attention was 
alone called to the question of priority of invention, that being the only 
question at issue, and on all other questions they were careless and in- 
different; and when the Commissioner raised the question as to whether 
they were joint inventors, they had a right to be heard on that question, 
and to present additional testimony, if necessary. This being an ex$arU 
matter, Weston had no interest or concern in it. The same is true in 
the case of Allen vs. Crane & Rogers. 

In the case of Weston vs. Hunt & Turner, the words "decision and" 
ought to have been inserted before the word "testimony" in that part 
of the decision quoted above. These words are in the Pugh vs. Hamilton 
decision. 

Against Weston in the first case, and Pugh in the other, the decisions 
were final; but the questions of joint invention were referred to the 
primary examiner, and his attention called to the testimony on that sub- 
ject in the interference cases. 

I regard the course pursued in the matter of Crane & Rogers' appli- 
cation as regular and proper, and in perfect harmony with the prior 
decisions of the Office, and hence overrule the motion. 



THOMAS J. CHUBB. 

Extension. 

August 24, 1871. 

In the matter of the application of Thomas J. Chubb for the extension 
of his patent for Separating Ore. 

Upon the order of the Commissioner, as provided in section 10 of the 
patent law, this case was heard by the examinersin-chief, who reported 
upon the application as follows : 

The patent Bought to be extended is one of several obtained by Mr. Chubb, all re- 
lating to the same subject. This is the foundation patent, however, and is the only 
one for whieh an extension is asked. Its purpose was undoubtedly to cover the pro- 
cess of separation by forcing puffs of air up through a thin layer of crushed ore, spread 
upon plates suitably perforated. 

The extension of the patent is opposed mainly upon two grounds : First, Chubb is 
not entitled to a broad claim for the process. Secondly, his machine, to which alone 
he is entitled, is worthless for the purpose intended. 

In support of the first proposition, the patent of E. L. Seymour, September 19, 1854, 
is cited as anticipating any claim to the process. Upon examination it is found that 
Seymour docs not set forth the Chubb process with such distinctness as to be recog- 
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nized, and if he did, he is precluded from setting up any claim thereto by reason of an 
agreement between himself and Chubb, dated September 10, 1853, in which he acknowl- 
edges the latter to be the inventor of the process in question. A copy of this instru- 
ment was filed by Chubb before he obtained his patent ; but it is now claimed that the 
paper is a forgcrj T , Mr. Seymour swearing that he never signed such a document. 

The original has been laid before us, together with a letter bearing the accredited 
signature of Seymour, and upon comparing the two signatures there appears to be no 
good reason for doubting the genuineness of the former. Chubb has enjoyed the pos- 
session of his patent fourteen years, and it is probable that Seymour has been aware of 
its scope and contents during this entire period. It is too late for Seymour to destroy 
the force of his written acknowledgment by parol evidence. 

On the second point the testimony is conflicting. There is very little, however, 
directly to the effect that Chubb never produced a successful machine. The most of 
it is presumptive in nature. The opposition attempt to prove that, although many 
have made the attempt, a machine for separating ore by the dry process, as it is called, 
performing satisfactory work, has never yet been produced ; and that if such a ma- 
chine had been brought out at any time during the last fourteen years, it would have 
been taken up with alacrity by operators of mines in various localities. The argument 
is this : 

1st. 'A successful machine for separating ore by the dry process is not known in the* 
market. 

2d. Chubb did not succeed in introducing his machine into general public use, 
although such a machine was a desideratum. 

3d. Therefore Chubb's machine was impractical and a failure. 

Now, on the other hand, to say nothiug of operations in other places, Chubb proves 
conclusively that he did, practically and successfully, operate his machine for some 
time in Jersey City and Brooklyn, for the purpose of separating plumbago. He pur- 
chased the tailings of mines, run the same through his separator, and sold the product. 
In this business he swears he made $15,000 in 1863-'64, when he was interrupted by 
loss of all by fire. Here is a practical result, which cannot be gainsaid. It stands a 
sufficient answer to all the presumptions of the opposition. It may be that Chubb has 
not produced a machine adapted to all kinds of ores, but that he has constructed one 
suitable for some, we think is satisfactorily proved. 

The objection urged that the invention is not clearly described in the specification, 
is not worthy of a moment's notice. The invention is undoubtedly there. Machines 
were made like Fig. 4 of the drawings. If the description is defective, it may be reme- 
died by reissue, and the defect can form no bar to the grant of an extension, if a com- 
plete invention is shown T>y model and drawings. 

From the nature of the case, it is impossible for the patentee to fix the estimated 
value of his invention. There are no reliable data from which a conclusion, at all sat- 
isfactory, may be reached. That it is of considerable value at present, and will prove 
to be of much greater importance in the future, we have little doubt. 

Without entering into a critical examination of the statement of account, which is 
faulty in some respects, it is sufficient to state that the patentee has received little or 
nothing above his expenditures in connection with his invention ; he shows an abso- 
lute loss of two or three thousand dollars. 

His efforts to introduce his invention into public use seem to have been remarkable* 
Difficulties, which would have disheartened almost any man, have arisen repeatedly 
in his way. Two or three times he has lost by the failure of persons to whom he has 
sold machines, twice fire has consumed his all, and the late war put a stop to operations 
in North Carolina, where he had just commenced operations which promised to be 
remunerative. 

The case seems to be one of more than ordinary merit, and we heartily recommend 
the grant of the extension sought. 
Respectfully submitted. 
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DECISION. 

Leggett, Commissioner: 

The report of the board of examiners-in-chief is approved, and the 
extension will be granted. 



AMOS RANK. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

August 31,1871. 
In the matter of the application of Amos Bank for Improvement in 

Harvesters. 
Leggett, Commissioner : 

The applicant's claim, as it now stands, relates to the second and 
third clauses of claim as set forth in his amended specifications filed 
August 15, 1870, the examiner in charge having passed the first clause 
of original claim, and the board of examiners-in-chief the first of 
amended claim. 

The second claim of amended specifications consists in the combination 
of the main frame, the drag-bar hinged to said frame, the shoe hinged 
to the drag-bar, the finger-beam secured to the shoe, the extended pivot- 
pin connecting the drag-bar and shoe, and constituting the fulcrum on 
which the cutting apparatus rocks, the coupling-arm pivoted to the shoe 
in front of the pivot-pin, and the lifting apparatus connected with the 
drag-bar; all these parts being constructed and arranged for joint 
operation, as set forth. 

Third. The combination of the main frame, the drag-bar hinged to said 
frame, the shoe hinged to the drag-bar, the finger-beam secured to the shoe, 
the extended pivot-pin connecting the drag-bar and shoe, the coupling- 
arm pivoted to the shoe in front of the pivot-pin, the lifting apparatus 
connected with the coupling-arm, the rake-support mounted on the shoe 
in front of the pivot, and the platform secured to the finger-beam ; all 
these parts being constructed and arranged for joint operation as herein- 
before set forth. 

The applicant has withdrawn the claim allowed by the examiner from 
his application, and upon another application has received a patent 
upon it. 

The board of examiners-in-chief allow the first clause of the amended 
specification, rejecting the second and third clauses of the amended 
specifications, which were originally the third and fourth claims. 

Applicant insists that the board of appeals having allowed the first 
clause of amended claim, the third and fourth must be allowed also, as 
they set forth only combinations of what is already allowed. 

If the board of appeals lias made any mistake, it was in allowing the 
first clause of amended claim, and I must decline to give wider scope to 
this mistake. 

The decision of the board of examiners-in-chief must be affirmed. 
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TINGLEY AND CAKPENTER. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 1, 1871. 

In the matter of the interference between the applications for letters- 
patent of Cyrus B. F. Tingley and James M. Carpenter for making 

GlMLET-POINTED SCREWS. 

Leggett, Commissioner : 

There seems to be but little, if any, controversy in relation to the 
facts in this case, as established by the evidence. 

Tingley claims " the combination of the former C, the tool-port D, 
having a stem as described, and the roughing and threading tools /, g, 
with the head B, of a screw-cutting machine, in the manner and for the 
purpose specified." 

Carpenter claims " the combination of one or more cutters for forming 
a tapering thread on the point of the screw, substantially as described." 

The invention in controversy consists in the combination of one or 
more cutters for forming the thread on the tapering point of a chased 
screw, with the dies for forming the thread on the body of the screw. 

In the spring of 1869, Carpenter entered the employ of W. H. Has- 
kell, a manufacturer of bolts, nuts, and screws, in Providence, Rhode 
Island, where he worked building machinery for cutting bolts and taps, 
and while thus engaged invented and commenced the construction of a 
machine for making taps, and while ^working upon said tap-machine he 
conceived the idea that he could combine with the screw-making ma- 
chine, then in use by Haskell, cutters which would make the gimlet - 
point while the body of the screw was being threaded or cut; the 
suggestion arose from the manner in which his tap-machine operated. 
At this time, which was in the spring or summer of 1869, he made 
drawings of the parts which hold the cutters, and by which, in con- 
junction with well-known devices, they are operated ; and from these 
drawings were made the patterns, (Exhibits B, C, and D.) Previous to 
this time Carpenter explained the invention to his employer, Haskell. 
Carpenter also explained the invention to A. J. Kelly in June, 1869, and 
showed him the drawings and patterns (Exhibits B, C, and D.) Kelly 
fixes the time on or about June 17, 1869, it being his birthday and it 
being the occasion of his being at home. The testimony of G. H. 
Webb clearly shows that Carpenter had fully matured his invention as 
early as the summer of 1869. He had made working drawings, pat- 
terns, and procured the castings, and had fully described to sundry 
persons how the invention would work when combined with ordinary 
screw-making machines, such as were in use in Haskell's shop. Car- 
penter was employed as a day-laborer in the machine-shop of Haskell, 
and had not the time or the opportunity afforded him to complete and 
put his machine in practical use. 

On the third of June, 1870, Carpenter filed in the Patent Office a 
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caveat, in which his invention is fully and clearly described ; as clearly 
described as in his or in Tingley's application. 

The question arises, what benefits, if any, does the filing of a caveat 
secure to inventors I Section 40 of the patent law now in force is as 
follows : 

That any citizen of tbe Uuited States who shall have made any new invention or 
discovery, and shall desire farther time to mature the same, may, on payment of the 
duty required by law, file in the Patent Office a caveat setting forth the design thereof, 
and of its distinguishing characteristics, and praying protection of his right until he 
shall have matured his invention, and such caveat shall be filed in the confidential 
archives of the office and preserved in secrecy, and shall be operative for the term of 
one year from the filing thereof; and if application shall be made within the year by 
any other person for a patent, with which such caveat wo aid in any manner interfere, 
the Commissioner shall deposit the description, specification, drawings, and model of 
such application in like manner in the confidential archives of the office, and give notice 
thereof by mail, to the person filing the caveat, who, if he would avail himself of his 
caveat, shall file his description, specification and drawings and model within three 
months from the time of placing said notice in the post office in Washington, with 
the usual time required for transmitting it to the caveator added thereto, which time 
shall be indorsed on the notice. 

The language of the law is clear and cannot easily be misunderstood. 
It clearly gives the inventor the benefit of one year to " mature his 
invention," and if any other person shall within that time make an 
application that may seem to the Office to conflict with the rights of 
the caveator, the Office is bound by the law in like manner to deposit 
such application, &c, in the confidential archives of the office and " give 
notice thereof," thus clearly protecting the rights of the caveator and 
allowing him three months to file his application, which being done, an 
interference is declared. 

What are the facts in this case 1 Carpenter made the invention in 
the summer of 1869. 

The Board say that " as Tingley was the first and only one to con- 
struct a machine and put it in actual use, he is prima facie entitled to 
a patent for it." They further claim that Carpenter cannot be consid- 
ered " as having been using reasonable diligence in adapting and perfect- 
ing his invention." He clearly has used all the diligence the law requires 
him to use, and as to abandoning his claim and his invention, his action 
in the Office is a sufficient answer thereto. He explained his invention 
to Haskell, Kelly, and Webb, clearly and distinctly, in the summer of 
1869, but from the evidence it would seem he spent as much time as 
his other duties, in justice to his employer, would permit, in perfecting 
his invention. 

Carpenter's caveat, filed June 3, 1870, sets forth his invention as 
clearly as his application filed August 15, 1870, a little over two months 
from the time he filed his caveat. True, Tingley filed hi$ application 
four days before Carpenter, but when did he make his invention ? Ting- 
ley swears he commenced his drawings May 2, 1870, and he also swears 
he conceived the idea about six weeks prior to the time he commenced 
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his drawings. Then, from his own testimony he did not conceive the 
idea of his invention until the latter part of March, 1870, and Carpen- 
ter had his castings for his machine long before that time ; and from the 
testimony on file, there can scarcely be a reasonable doubt but Carpen- 
ter completed his invention and explained it fully and clearly to others 
in the spring or summer of 1869. 

But a majority of the board say, " as Tingley was the first and only 
one to construct a machine, and put it in actual use, he is prima facie 
entitled to a patent for it." It is not necessary to put a machine in 
actual use before obtaining a patent. 

In case of a machine the law provides that the inventor shall explain 
the principle thereof and the best mode in which he has contemplated 
applying those principles, and give a description of the same, and the 
manner of making, constructing, and applying it; but all of this, it is 
admitted, had been done by Carpenter. Had he made his application 
for a patent at the time he filed his caveat, and used precisely the same 
description, according to the reasoning of the majority of the board he 
would have been entitled to a patent ; for Tingley did not complete his 
machine until July, 1870. 

The question as to who is the first inventor, is not who constructed the first machine, 
but who conceived and gave practical form and effect to the arrangement which con- 
stitutes the improvement. (Pitts vs. Hall, 2 Blatch., Nelson, J., New York, 1851.) 

He is the first inventor who has first perfected and adapted the invention to use ; 
but this position is subject to the qualification, that he who invents first shall have the 
prior right, if he is using reasonable diligence in perfecting and adapting the same, 
although the second inventor has in fact first perfected the same and reduced it to prac- 
tice in a positive form. (Marshall vs. Mee, Appeal Cases, Dnnlop, J., D. C, 1853.) 

The first inventor is not he who made or perfected the first machine or instrument, 
but he who first conceived the idea and so described it by words or drawings as to 
enable a skillful workman to bring it into useful practical operation. Such a person 
wiU be protected against the claim of a subsequent inventor, who may have first made 
a machine or instrument, provided such first discoverer has been using due diligence 
in effecting the same end, and although he may have been unsuccessful in some of his 
experiments, if by foUowing them up he at length succeeds. — (Davidson vs. Lewis, 
MS. Appeal Cases, MorseU, J., D. C, 1858.) 

The first inventor is and should be entitled, under the law, to a rea- 
sonable time, to be judged of according to the circumstances of the 
particular case, in which to perfect his invention, without impairing his 
claim to priority. If he is using reasonable diligence he will not lose 
his right. If an inventor has fully worked out the idea and demon- 
strated it in some fixed form, and shows by his conduct that he intends 
to pursue it to a patent and practical use, the law favors his having 
ample time to improve, adapt, perfect, and test his invention before 
obliging him to come to the Patent Office. For two years he may push 
its introduption before the public, and manufacture, sell and use it, 
without fear of forfeiture or abandonment; but probably not one inven- 
tor in a hundred puts his invention into actual use before applying for 
a patent. 
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Carpenter was the first to conceive, the first to disclose, the first to 
describe, the first to make drawings, the first to reduce to a positive 
fixed form in pattern and castings, and the first to come to the Patent 
Office and fully describe what he had invented and file a caveat. 

Tingley was the first to put the device into actual use and thus de- 
monstrate what Carpenter had previously invented and caveated to be 
practical and useful. 

It is absurd to raise the question of " due diligence w between two 
inventors, presenting the history and facts developed in this case. Car- 
penter's caveat, fully describing the invention, is filed nearly two months 
before Tingley came to the Office ; his application four days later than 
Tingley's. 

The majority of the board award to Tingley priority on the ground 
of his having " first reduced it to practice.*' 

The decision of a majority of the board of examiners-in-chief must 
be reversed, and priority of invention awarded to James M. Carpenter. 



DAVID EYNON. 

APPEAL FROM PRIMARY EXAMINER. 

September 2, 1871. 
In the matter of the application of David Eynon for letters-patent for 
Improvement in Machinery for the Manufacture of Spikes. 

Leggett, Commissioner : 

The invention in this case consists in such a combination or arrange- 
ment of the reducing-rolls of a rolling-mill, a machine for making spikes 
or bolts, and an intermediate furnace, as will admit of a bar of iron being 
so manipulated as to retain the heat it has when leaving the reducing- 
rolls until made into spikes or bolts. The object of this arrangement is 
to save time and material, and to produce a better spike than can be 
made by permitting the bars of iron to cool after leaving the rolling- 
mill, and then reheating them before going to the spike-machine ; it 
being a well-known fact that iron deteriorates in quality by cooling and 
reheating. 

The applicant does not claim that the spike-machine, the furnace, and 
the roll of the rolling-mill have any connecting mechanism, nor that there 
is any automatic arrangement for transfering the bars of iron from the 
rolls, by way of the furnace, to the spike-machine. He only claims that 
they be in such juxtaposition, such relation to each other, and the fur- 
nace so constructed as will admit of the bar of iron being taken from 
the reducing-rolls directly to the spike-machine while still at a proper 
heat for working, and the rear end of the bar being so swung over the 
furnace as to retain its proper temperature while the other end is being 
worked into spikes or bolts; thereby saving the time and waste of cut- 
ting into lengths and the time and deteriorating effect of reheating. 
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The applicant makes two claims : First. The arrangement, substan- 
tially as described, of a furnace in respect to reducing-rolls and a spike 
or bolt machine. Second. The combination of the furnace with its mov- 
able roof. 

The examiner objects to the first claim, for the reasons that the dis- 
tance of the reducing-rolls from the spike-machine is not stated, and that 
no mechanism is shown for conducting the nail-rod to the spike-machine 
or to the furnace ; and refuses to examine the case upon its merits until 
applicant strikes out the first claim and all that relates to it. From this 
decision of the examiner the applicant appeals to the Commissioner in 
person, under Rule 44. 

The substance of the examiner's objection seems to be that the differ- 
ent machines that enter into the combination or arrangement claimed 
in the first clause and described in the body of the specification, have 
no connecting mechanism and no automatic arrangement for conduct- 
ing the bar of iron from the reducing-rolls through the furnace to the 
spike-machine. 

If there had been shown some machinery for doing this, and also such 
connection of the reducing-rolls, spike-machine, and furnace, as to show 
that they all worked together by the same power in producing the im- 
proved result, I judge the examiner's decision would have been different 
and the patent granted. 

The question presented, then, is, whether such an arrangement or com- 
bination as the applicant describes, even if new, and producing a new 
and useful effect in a manufacture, is a patentable combination. 

The object of the patent law is to stimulate the inventive genius of 
men, and induce the discovery of new and improved articles of manufac- 
ture, and new and improved modes of producing such articles ; so that 
better articles may be made at the same expense, or the same article at 
less expense. 

In the case in hand, it is claimed that the applicant makes better 
spikes at less expense than could be produced by any means known be- 
fore his invention ; hence, if this is true, he is one of the men that the 
patent laws were designed to reward. It is not, however, of infrequent 
occurrence that the law falls short of doing all that the law-makers in- 
tended. In this case theiexaminer was evidently of the opinion that the 
law was not sufficiently comprehensive to. include the invention de- 
scribed. 

Section 24 of the patent law provides — 

That any person who has invented or discovered any new and useful art, machine, 
manufacture, or composition of matter, or any new and useful improvement thereof, 
* * * may obtain a patent therefor. 

If the alleged invention is all that the applicant claims for it, it is cer- 
tainly an improvement in the art of manufacturing spikes, and as such 
would be entitled to a patent. But the question raised between the ex- 
aminer and the applicant in this case is, as to whether the invention is 
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of such character as to be entitled to a patent, as either combination or 
arrangement. 

I must confess that I am not entirely satisfied with the practice of 
granting patents on the arrangement of machinery. A patent may be 
granted for an improvement in a useful art, an improvement in a ma- 
chine, or an improvement in a manufactured article ; but I find no law 
for granting a patent on the arrangement of different machines in refer- 
ence to each other, unless it be done incidentally under a claim for an 
improvement in the art of manufacturing some article. 

Tiie courts have construed the word "machine," as used in the stat- 
ute, to embrace not only single organizations of mechanical powers, but 
all such combinations of single machines as are essential to the produc- 
tion of certain and unitary results ; but I know of no case where they 
have construed the statute to cover u arrangements," except in cases 
where they have held the word "arrangement" to be synonymous with 
"combination ;" hence I regard "combination" as the better word, and 
think the use of "arrangement" in its stead, in patent claims, should 
be discouraged. 

Does the applicant's arrangement of the reducing-rolls, the furnace, and 
the feed-rolls of the spike-machine, in reference to each other, amount 
to a legitimate combination, so as to bring it under the term " machine," 
as used in the statute 1 

A patent may be for a new combination of machine* to produce certain effects, and 
this whether the machines constituting the combination be new or old. Bat in such 
case, the patent being for the combination only, it is no infringement of the patent to 
use any of the machines separately, if the whole combination be not used, for in such 
case the thing patented is not the separate machine, but the combination of machines. — 
(Barrett vs. Hall, 1 Robb., 235.) 

Where a patent is for a new combination of existing machinery or machines, and does 
not specify any improvement or invention except the combination, unless that combi- 
nation is substantially violated, the patentee is not entitled to any remedy, although 
parts of the machinery are used by another ; because the patent, by its terms, .stands 
upon the combination only. In such case, proof that the machines, or any part of their 
structure, existed before, forms no objection to the patent unless the combination has 
existed before, for the reason that the invention is limited to the combination. — Moody 
vs. Fiske, ibid., 318. 

The preceding extracts from decisions rendered by Judge Story clearly 
show that he recognized the validity of combinations made of existing 
machines, Such combinations when formed are, in view of the result 
attained, themselves machines, and thus come under the statutes. 

The term " machine" includes every mechanical device, or combination of mechanical 
powers or devices, to perform some function, and produce a certain effect or result. 
(Corning vs. Burden, 15 Howard.) The word "machine," in the statute, includes new com- 
binations as well as new organizations of mechanism, and hence there may be a patent 
for new combinations of machinery to produce certain effects, whether the machines 
constituting the combination be new or old. — (Wintermute vs. Redington, Law's Digest, 
472,8.25.) 

All the parts or devices of the combination claimed must co-act to produce a given 
result, in order to form a legitimate combination. — (Swift vs. Whiseu, 3 Fish, 357.) 
16 D 
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When a certain particular combination of known mechanical powers or principles 
produces a new and useful effect in a manufacture, that combination becomes the law- 
ful subject of a patent. — (Warner vs. Goodyear, Appeal Cases, Cranch, Ch. J., D. C, 
1846.) 

Any new combination, which is of substantial advantage in the arts, comes within 
the policy and protection of the patent law. — (Tyler vs. Deval, 1 Code Rep., 31 La., 
1848.) 

A combination, to be patentable, must effect a new result, or an old result by a new 
mode of action ; there must be novelty, either of product or process. — (Botten t?#. Clay- 
ton, 2 Whart. Dig., 408.) 

A new, or improved, or more economical effect, attributable to the change made in the 
mode of operation of existing machinery, proves the change has introduced a new mode 
of operation, which is the subject-matter of a patent. — (Forbnsb vs. Cook, 2 Fish, €72.) 

To make a valid claim for a combination it is not necessary that the several element- 
ary parts of the combination should act simultaneously. If those elementary parts are 
so arranged that the successive action of each contributes to produce some one practi- 
cal result, which result, when attained, is the product of the simultaneous or successive 
action of all the elementary parts, viewed as one entire whole, a valid claim for thus 
combining these elementary parts may be made. — (I hid., ($69.) 

These quotations give correctly, I believe', the current doctrine of the 
courts on the subject of patentable combinations. A careful reading of 
them will show the only true method of determining whether or not a 
given arrangement of different mechanical devices constitutes a valid 
combination under the patent law. 

These learned jurists inquire — 

First. Is the effect or product of the alleged combination a new effect, 
or a materially better effect, or as good an effect more economically 
attained ? 

Second. Do all the separate devices claimed in the combination take 
part in producing said effect ? 

If the first question is answered affirmatively, then it is evident that 
there is in the alleged combination a patentable invention. If both ques- 
tions can be answered in the affirmative, then the combination is patent- 
able. 

If the first question is answered in the negative, then it is a non- 
patentable arrangement. 

If the first question is answered in the affirmative, and the latter in the 
negative, then the application contains a patentable invention, but not 
in the manner and form claimed. 

Whoever attempts to determine whether or not a machine is patent- 
able by first examining the machine itself, is very liable to arrive at false 
conclusions. 

The true method of examination is to first ascertain what is the effect, 
and second, what produces the effect. Apply this test to the case in 
question. The applicant alleges that he has invented an arrangement 
of machinery that will produce better spikes and bolts at less expense 
than could be done by any machinery before known. If this be true, 
then he has a patentable invention, for the test of invention is the result 
attained. If he can retain the bar of iron at or near the temperature it 
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has when leaving the reducing-rolls, until it is worked into spikes, and 
if this has not been done before, then he can make better spikes. If he 
can do this without first cutting the bar into "lengths* and reheating 
them, then he can make better spikes, at less expense. It being deter- 
mined that he produces a better effect at less expense, it must be the 
result of new machinery, or a new combination of old machinery. We 
now turn to his device, and we find the same old spike-machine as here- 
tofore. We also find the ordinary reducing-rolls of a rolling-mill. But 
he has placed his spike-machine near the reducing-rolls ; and right be- 
tween the spike-maching and reducing-rolls he has placed a peculiarly 
constructed furnace, so adjusted as to admit of one end of the bar being 
conducted from the reducing-rolls to the spike-machine while hot, and 
the other end of the bar being swung over the furnace to retain its heat 
until the whole bar is worked into spikes. In this adjustment of these 
three machines we find the cause of the effect produced. The specified 
arrangement of these machines in reference to each other is essential to 
the effect, and every device or machine in the arrangement acts an im- 
portant part in producing this effect. In view of the end to be attained, 
these three devices, the reducing-rolls, the furnace, and the spike- 
machine, become, by the decisions of the courts already quoted, a single 
machine, and as such is embraced in the statute defining the subject 
matter for patents. 

The fact that the applicant was obliged to .construct a new form of 
furnace for this machine, having a peculiarly shaped and adjustable roof, 
for which he makes a separate claim, obviates the charge that his com- 
bination is a mere mechanical expedient and without invention. 

It is further claimed by the examiner that the reducing-rolls, the fur- 
nace, and the spike-machine, do not co-act in producing the result. It is 
true they do not all act upon the same spike at the same moment, but 
the term co-act, as used by the courts, does not mean that all the devices 
in the combination shall > absolutely act upon the result at the same 
instant of time. It only means that each device shall fill a necessary 
office, and act a necessary part in producing the result. They may act 
simultaneously or successively, and in either case it would be co-action. 

Neither is it necessary that the parts of the combination shall be con- 
nected together by operating mechanism. Without such mechanism the 
effect is complete. Hence, it is doubtful whether, if such mechanism 
existed, it could properly be regarded as any part of the combination. 

Neither is it necessary that there should be any automatic arrange- 
ment for conveying the bar of iron from the reducing-rolls through the 
furnace to the spike-machine. 

The improved effect is complete without such arrangement It is 
barely possible that some automatic process migUt be devised for this 
part of the work, that would still further lessen the expense. If so, it 
is a legitimate field for further invention hereafter. 

The doctrine that all the parts of a valid combination must necessa- 
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rily be connected by operating mechanism, and that the product must 
be transferred from one device to another in the combination by auto- 
matic process, is illogical and pernicious. It is true that such connect- 
ing mechanism and automatic arrangement will generally exist, but to 
say that it is absolutely essential is, I think, fallacious. 

I am clear in the opinion that the application presents a legitimate 
combination, and if the same is novel the applicant is entitled to a 
patent. 

I should prefer, however, to see a combination claim substituted for 
the " arrangement " claim. With this change, I see no such defect in 
the specification or claims as should excuse the examiner from proceed- 
ing to the examination of the case upon its merits. 



PHILIP WEINBERG. 

APPEAL, FROM PRIMARY EXAMINER. 

September 6, 1871. 
In the matter of the application of Philip Weinberg for design patent 

on Muffs. 
Leggett, Commissioner : 

This case comes from the primary examiner on the following question : 

Can color, parti-colors, (indefinable,) their indefinite shades and contrasts or measure- 
ments form the proper subject for a design patent, and how far, if at aU f 

It is clear that the law never was intended to give a man a design 
patent to serve merely the purpose of a trade-mark. 

A prerequisite for a patent of any kind is an exercise of inventive 
genius. This is no less true of design than of functional patents. It is 
true the section of the law relating to design patents says, "that if any 
person by his own industry, genius, efforts, and expense, has invented 
or produced any new and original design," &c; and many seem to sup- 
pose that by the introduction of the word " produced," it was intended to 
grant design patents without evidence of the exercise of inventive 
genius, and hence patents are continually sought, and sometimes 
granted, for the most trivial changes in form or color. The word "pro- 
duced" was never intended to give any such latitude, nor was it intended 
in any way to let down the standard for grant of patents. The word 
"invent" had become so intimately associated with improvements in 
functional constructions and combinations that the word "produced"" 
was used in connection with the word " invention," merely to relieve it 
of this functional signification. When read in connection with the 
words "genius" and "original," as found in the statute quoted, the 
word " produced" is evidently used with a much higher signification than 
merely made or constructed; it means created. " Invented or produced," 
as used in this section of the law, means the exercise of a higher faculty 
than would have been indicated by "invented" alone. 
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In mechanism an exercise of constructive genius may, perhaps, be 
sufficient to obtain a patent, but a design patent presupposes an exer- 
cise of creative genius. Original thought is demanded, a new idea must 
be begotten and embodied. 

A mere substitution of one color for another possesses no element of 
originality, and indicates no exercise of genius, and cannot, therefore, 
become the subject of a patent; neither can any blending or arrange- 
ment of colors, unless a new esthetical effect is produced — an original 
idea indicated. 

I am not prepared to say that no design patent could be based on 
colors, but, with the foregoing explanation, ray views are, I think, suffi- 
ciently indicated for the case under consideration and other similar 
cases. 



TORREY AND T1LTON. 

Extension. 

September 7, 1871. 

In the matter of the application of Edward P. Torrey in behalf of him- 
self and William B. Til ton, for extension of patent granted to them 
September 8, 1857, and reissued February 10, 1863, for Improvement 
in Door-Springs. 
IjEGGETT, Commissioner: 

The invention in this case consisted in an improvement upon the 
tortive rod door-spring, by means of which the tortive power of the 
spring may be increased or decreased at pleasure. This the inventors 
accomplished by a combination of a protruding end of the rod, squared 
to fit a key, with a ratchet-wheel firmly attached to the rod, and a pawl 
so attached to a bracket as to act as a stop to the ratchet-wheel. This 
contrivance differed inform and construction from anything existing at 
the time the patent was granted, yet the evidence introduced by the 
remonstrant leaves much doubt as to whether its mechanical equivalent 
did not exist at the time; and if the same evidence had been before the 
examiner while considering the original application, it is probable that 
the patent would never have been granted. 

I need not, however, examine this part of the subject with much 
thoroughness, for there is another obstacle that proves fatal to the 
application for extension. 

The law provides that the " patentee" may apply for extension, and 
there is no legal provision for the extension of a patent being granted 
upon the application of any other person or persons. The office has 
construed this law, in accordance with the decisions of courts upon 
analogous laws, to mean the patentee or his executors or administrators. 
l$o other applicants can legally be recognized by the office. 
In the patent sought to be extended, E. P. Torrey, and W. B. Tilton 
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are joint inventors and joint patentees; E. P. Torrey is the applicant 
for extension— but E. P. Torrey is no more the patentee than John 
Smith or John Jones. It is true he purports to act for himself and for 
Tilton, but also acknowledges that he does not know the whereabouts 
of Tilton, and supposes him to be dead, thereby confessing that he does 
not appear by authority of Tilton, nor as his administrator or executor. 
This is a defect in the application that cannot now be mended. 

Torrey states in his application that he holds by assignment the entire 
interest of Tilton in both the original term and extension of the patent, 
and refers to the records of the Office for the assignment, but the records 
do not sustain the statement. It is very doubtful whether the assign- 
ment referred to conveys any interest in this patent; it certainly does 
not convey Tilton's interest in the extension if granted. 

The applicant's attorney also claims that Torrey was really the sole 
inventor of the device ; that Tilton obtained his interest in the patent 
by reason of having done the mechanical work in developing the inven- 
tion. If this be true, then the joint patent should never have been 
granted, and, of course, cannot be extended. Any cause which, if 
known at the time, would properly have defeated the original applica- 
tion, would certainly, with greater propriety, prove fatal to an applica- 
tion for extension. 

The extension is refused. 



Mccormick and baker. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

September 21, 1871. 

In the matter of the application of McCormick and Baker for patent for 

Improvement in Harvesters. 

Leggett, Commissioner: 

The application in this case, as finally amended, sets forth four claims. 
The first, third, and fourth were allowed by the primary examiner. The 
second was rejected. The board of examiners-in-chief sustained the ac- 
tion of the primary examiner. 

The second claim, the only one now in controversy, reads as follows: 

The combination of the main frame, the driving-wheel, the flanged bracket arranged 
opposite the driving-wheel, the finger beam secured to said bracket and inclined for- 
ward at an acute angle to the face of the driving-wheel, and the grain-wheel mounted 
on an axis inclined at an obtuse angle to the axis of the driving-wheel, all these parts 
being constructed and arranged as hereinbefore set forth for joint operation. 

The references cited by the primary examiner show that no one of the 
elements in this combination is new, and that no one of them performs 
any new function by being introduced into it, and no new effect is 
produced. 

In a patentable combination we look for a new effect, or a better effect, 
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or an equally good effect more economically produced 5 but in the claim 
in question we look in vain for any of these results. The mere aggrega- 
tion of simple elements does not necessarily make a valid combination, 
not even if all the parts co-operate to produce a given result. Usefulness 
resulting from the special combination in question, is a necessary ele- 
ment in establishing its validity. In this case the same effect has long 
been produced by substantially the same means. The mere variation of 
the degrees of an angle will not form the basis of a patent, especially if 
no visible effect is produced by such variation. The fact that the parts 
have never before been brought together in exactly the same relation, is 
not of itself sufficient. Mere novelty of arrangement is not patentable. 
The applicant, to refute the requirement of usefulness, quotes from 
the United States Supreme Court decision in the case of Seymour vs. 
Osborne, as follows : 

Improvements for which a patent may be granted ninst he new and useful, within 
the meaning of the patent law, or the patent will be void ; but the requirement of the 
patent act in that respect is satisfied if the combination is new and the machine is ca- 
pable of being beneficially used for the purpose for which it was designed, as the law 
does not require that it shonld be of such general utility as to supersede all other in- 
ventions in practice to accomplish the same object. — (Lowell vs. Lewis, 1 Mass., 182 ; 
Bedford vs. Hunt, 1 Mass., 302; Many ra. Jagger, 1 Blatch., 372; Barrett vs. Hall, 1 Mass., 
447.) 

"The requirements of the patent act in>that respect is satisfied if the 
combination is new and the machine is capable of being beneficially 
used," is the part upon which, I suppose, the applicant more particu- 
larly relies. But in that decision the court had no thought of dispens- 
ing with the statutory requisition of utility ; aud when this part of the 
decision is read with its connections, and with the references cited, I 
cannot discover that it in any way lessens the requirement of useful 
results, as before held by the courts and by the practice of the Patent 
Office. 

Courts in their decisions will go to the utmost verge to sustain patents 
when granted, but this fact should not be used as an argument in favor 
of granting patents that would push to the very extreme the indulgence 
of the courts. 

The better practice for the Office is to keep clearly within the law as 
expressed by legislative acts and the uniform decisions of the courts. 
Because in a single case a court will go to the extreme limit of interpre- 
tation to sustain a patent, is no reason for issuing another patent that 
would require a like action. 

The decision of the examiners-in-chief is affirmed. 
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DUTCHER TEMPLE COMPANY. 

APPEAL FROM PRIMARY EXAMINER. 

September 21, 1871. 
In the matter of the application of the Dutcher Temple Company for 

Registry of Trade-Mark. 
Leggett, Commissioner : 

The applicant seeks to have registered as a trade-mark the "letter D, 
encompassed by the figure of a lozenge." This device is placed upon 
" Loom Temples," manufactured by the applicants. 

The examiner rejects the application on the ground that the proposed 
trade-mark has no feature that indicates " origin or ownership*" 

The examiner's doctrine on the subject seems to be that every trade- 
mark must include either the name of its proprietor or his place of busi- 
ness, or both. 

The object of a trademark is to distinguish the goods of one manu- 
facturer or merchant from those of another, in the market. The only 
benefit the proprietor of a trade-mark can hope to derive from it is that 
such mark may point out the goods upon which it is found as coming 
from him, and thereby bring customers back to him when desiring to 
make additional purchases. This being the only object a dealer can 
have in adopting a trade-mark, he may generally be trusted to see that 
it be known where the goods came from on which the trade-mark is 
placed. 

The origin of goods may be determined in many ways, provided they 
have upon them some mark by which they may be distinguished in the 
market from other similar goods. The name of the manufacturer or the 
name of his place of business are evidently not the only means of deter- 
mining the origin of marked goods. 

In the case of Filley vs. Fassell, (reported in vol. 8, American Law 
Register, p. 402,) tried in the superior court of Missouri, the judge says : 

The books are fall of authority establishing the proposition that any device, name, 
symbol, or other thing may be employed as a trade-mark which is adapted to accom- 
plish the object proposed by it, that is, to point out the true source and origin of the 
goods to which said mark is applied. 

On the strength of such authority, decision was given in favor of the 
plaintiff, sustaining the words "Charter Oak," accompanied by a 
figure of an oak tree, cast upon the plates of stoves, as a legal trade- 
mark. In these words ami device the court, it seems, found enough to 
indicate " origin or ownership." With such a mark permanently attached 
to the stoves they were readily identified in the market, and, of course, 
could easily be traced to their origin. The fact of the mark opened and 
pointed the way to the factory where the article was made. It was the 
owner's " ear-mark," which he placed upon all his goods of the kind, and 
by which the public came to know the stoves were made by him. 

There are many other decisions recognizing the fact that mere sym- 
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bols, or devices, or unmeaning words, may, by continued use, indicate 
origin, and thereby become legal trade-marks. 

A careful readiug of the decisions will show that the courts have held 
with very great unanimity that thft person's name or place are neither 
absolutely essential to the validity of a trade-mark. If it possesses the 
evidence upon its face that it is put forth or given out as a distinguish- 
ing mark of the goods to which it is attached, that is, distinguishing as 
to origin, and not as to kind or quality, it may have all the requisites of 
a valid trade-mark without naming the person or place whence it came. 
The very fact that it bears evidence of being the manufacturer's or 
dealer's private mark, by means of which his goods are distinguished in 
the market, is sufficient indication of origin to warn against copying by 
competing dealers, and this answers the public demand. At common 
law, the trade-mark, to become legal and to vest an exclusive right in the 
persons adopting it, must have been so long in use as to be known and 
recognized in the market. That is, a person could not adopt a trade- 
mark to-day and successfully sue for infringement of it to-morrow. 
Whether the office should demand that a trade-mark should have such 
use before admitting it to registry has been a question with the exam- 
iner; but I am of the opinion that one objeot of the registry law was 
to settle this very question. Begistry is notice to the world, and sup- 
plies the place of long use at common law. 

The applicant's device is not a genuine name ; it is not indication of 
quality. It does not consist of words or devices that others in the same 
trade would be likely to select for a similar purpose, and I see no valid 
reason against admitting it to registry. 

The decision of the examiner is reversed. 



CHARLES A. MOORE. 

APPEAL FROM EXAMTNEBS-1N-CHIEF. 

September 23, 1871. 
In the matter of the application of Charles A. Moore for letters-patent for 
Improvement in Clock-Cases. 

Leggett, Commissioner: 

The applicant seeks a patent on what he claims to be a new article 
of manufacture, consisting of a pressed glass clock-case, constructed 
with the entire front, sides, top, and bottom in one piece, the front being 
adapted for the face and hands of the clock, and the whole ornamental 
in design and cheaply manufactured. 

He is met by references to glass-boxes, vessels, preserve-dishes, porce- 
lain ware, pressed clock-fronts, clock-covers, &c, &c, and also to clock 
cases made of porcelain and earthen-ware. 

The only question now to be decided is the pertinency of these 
references. 
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It is very difficult to establish any rule as to references that shall be 
plain and of universal application ; consequently, there are almost as 
many different rules of practice in finding references and making rejec- 
tions as there are different examiners in the Office. 

Some examiners are very quick to detect resemblances, and will reject 
almost everything. Others are equally quick at finding differences, and 
will grant patents on mere shades of variation. Hence, a picket-fence 
is rejected on reference to a comb ; a urinal, on reference to a black- 
smith's furnace ; surgical instruments for injecting spray into the throat 
or nasal organs, on reference to a fireman's hose ; a rubber packing for 
fruit jars, on reference to a pump ; a device for lacing ladies shoes with- 
out the use of holes or eyelets, on reference to an old mode of cording 
bedsteads ; an ore-crusher, on reference to a nut-cracker. 

In each of these cases there will be found a remote resemblance 
between the device in the application and the reference. In some of 
them, however, the examiners have displayed more inventive genius in 
finding the references than the applicants would dare claim for their 
devices. 

As before stated, the impossibility of prescribing definite rules of 
general application as to the pertinency of references, has given rise to 
a great want of uniformity in the Office practice. 

It is proper, however, to say that references should be limited to 
things of a kindred nature ; to things so nearly related in adaptation 
and use, as that seeing one would naturally suggest the other. There 
should be some analogy between the use and result of the device in 
question and the reference upon which it is rejected. The analogy 
should be so close that the device would likely be suggested to a person 
skilled in the art to which the device relates by seeing the thing used 
as a reference. Unless there be such analogy, the reference could hardly 
be regarded as pertinent, even in applications for machine patents. 

But, in regard to applications for patents on manufactured articles, 
the field of references is still further limited. The only questions to be 
settled are — 

1. Is the device of itself an article of trade 1 

2. Is it useful* 

3. Is it so different, in essential points, from other articles of the class 
to which it belongs, as to be easily distinguished in the market ! 

These being answered in the affirmative, a patent should be allowed. 
Try the case in hand by this rule : 

1. The device is intended as an article of trade, not as a clock, but as 
a clock-case ; intended to be put upon the market simply as a clock- 
case, and sold to clock-makers. 

2. It is more cheaply made than any other transparent clock-case, 
equally ornamental; hence, it is useful. "The beauty of an ornament 
is one great test of its utility," says the learned judge in the celebrated 
Magic Euflfle case, 2 Fish., 336. 
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3. There certainly would be no difficulty in distinguishing the clock- 
case in question in the market from any of the references. As an article 
of manufacture, it is essentially different from preserve-dishes, tumblers, 
ordinary glass-boxes, pressed glass clock-fronts, or glass clock-covers. 
It belongs entirely to another family of articles. Neither could it ever 
be mistaken for porcelain or earthen-ware clock-cases of the same family. 
The results sought in this clock-case are cheapness, ornamental form*, 
and the special quality of displaying the internal machinery of the clock 
without exposure to dust or the use of a cumbersome cover. 

This latter quality is not possessed by either porcelain or earthen- 
ware. I do not recognize any pertinency in any of the references. 

The decision of the board of examiners-in-chief is therefore reversed. 



PETER C. PARKINSON. 

APPEAL FROM PRIMARY EXAMINER. 

September 25, 1871. 
In the matter of the application of Peter C. Parkinson for a design 

patent for a Claw-Hammer. 
Leggett, Commissioner : 

The applicant seeks to obtain a design patent upon what he calls a 
" claw hammer." This hammer is nothing more or less than an iron 
bar fitted in substantially the ordinary manner and form for drawing 
spikes. The foot of this hammer or spike-bar has the ordinary slot for 
catching the head of the spike, and the foot is of a goose-neck shape, 
and of sufficient length to draw the spike entirely from its fastening. 
The same is substantially true of a large majority of the tack-hammers 
and nail-hammers in common use. The applicant's device may differ 
somewhat in form from ordinary claw-hammers, but not essentially or 
materially. 

The examiner refuses to consider the application under the head of 
designs, and says, " Function can form no part of a design patent." 
From this decision the applicant appeals under Rule 44. 

The law has provided for granting patents to the inventors or dis- 
coverers of new and useful arts, machines, manufactures, and composi- 
tions of matter, and also of any improvements thereof. 

This class of inventions has to do with functional qualities of matter 
and things. The term " useful," in connection with machine patents, 
relates to the office the thing patented fills in producing a desired effect; 
or, if the thing patented is the result or effect, that is, the article 
produced, then " useful " relates to its adaptation to serve some practi- 
cal purpose in supplying some physical or tangible want. 

But the law authorizing design patents was intended to provide for 
an entirely different class of inventions, inventions in the field of {es- 
thetics, taste, beauty, ornament. 
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The question an examiner asks himself while investigating a device 
for a design patent is not il What will it do 1 w but " How does it look t n 
" What new effect does it produce upon the eye t w The term " useful" 
in relation to designs means adaptation to producing pleasant emotions. 

The section of the law which enumerates the subjects of design 
patents reads as follows : 

Any person who,' by his own industry, genius, efforts, and expense, has invented or 
produced any new and original design for a manufacture, bust, statue, alto-relievo, or 
bas-relief; any new and original design for the printing of woolen, silk, cotton, or 
other fabrics ; any new and original impression, ornament, pattern, print, or picture, 
to be printed, painted, cast, or otherwise placed on or worked into any article of man- 
ufacture ; or any new, useful, and original shape or configuration of any article of 
manufacture, &c. 

The legislature never intended by this section to let down the stand- 
ard for patents. It was never contemplated to grant a design patent 
for every possible change of form that might be given to a machine or 
article of manufacture. By " article of manufacture," as used in this 
section, the legislature evidently meant only ornamental articles, articles 
used simply for decoration. 

The inventor in this line must not merely change the form or the 
color, but he must produce a new (esthetic effect. He must, by the 
exercise of industry and genius, invent or produce, not only a new, but 
an original design. He must do a little more than invent — he must pro- 
duce, that is, create. Creative genius is demanded in giving existence 
to a new and original design. 

The idea of stretching the section in question to cover slight changes 
in the form of crow-bars, spades, plows, scrapers, &c, is simply ridicu- 
lous, and tends to bring the whole patent system into disrepute. 

If a man wants a trade-mark let him adopt one and have it regis- 
tered 5 but before he can have the monopoly of a patent, he must have 
produced something substantially new. 

The practice of the Office in granting desigu patents has been not 
only liberal but lax. To real inventors the Office should be liberal and 
generous, and all doubts should be solved in their favor. But the man 
who comes to the Office with a machine or article of manufacture and 
seeks a design patent simply for some slight and unimportant change 
of form or color, requiring neither inventive nor creative genius, and 
producing no new. or (esthetic effect, deserves but little favor or consid- 
eration. In general, such men are impostors, and desire a design patent 
merely to obtain the right to put the word " patented " upon their man- 
ufacture, and thereby deceive the public and wrong real inventors, for 
they well know that not one person in ten thousand will ever learn the 
fact that the patent only covers the design. 

The interests of real inventors, and a proper regard for the public 
good, demand that desigu patents be limited exclusively to the field 
herein suggested, and it is clear to my mind that a proper construction 
of the law fully warrants such limitation. 
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My learned predecessor's administration was an epoch in the history 
of the Patent Office. He established many boundaries and landmarks 
that before had been very uncertain and indefinite, and instituted many 
reforms in the Office practice that have rendered it far more simple and 
certain. It is after much hesitation that I differ from any of his re- 
corded opinions, yet in the celebrated Bartholomew case, decided Decem- 
ber 2, 1869, it is clear to my mind that he opened the door to design 
patents far too widely. 

The action of the primary examiner is fully sustained. 



BATES vs. MARSH. 
Interference. 

APPEAL FROM EXAMINEE S-1N-CHTEF. 

September 26, 1871. 
In the matter of the interference between the application (B) of S. D. 
Bates and the patent of James S. Marsh for Improvement in Har- 
vesters. 

Leggett, Commissioner : 

The application of Marsh was filed April 6, 1867. A patent was 
issued to him January 21, 1868. The application of Bates was filed 
April 1, 1868. 

In the declaration of interference the issue was restricted to the first 
and third claims of the application, and the first and fourth claims of 
the patent. 

The improvement or invention consists in the application of a com- 
bined rake and reel, revolving on a vertical axis, to a front-cut, two- 
wheeled, hinged-bar harvester, more especially the machine known to 
the public as the "Buckeye." This rake and reel have been put upon a 
two- wheeled, hinged-bar machine, but rear-cut, that is, with the cutting 
apparatus arranged in a line, which, being projected, would pass in the 
rear of the drive-wheels. They have also been put in the same place 
upon the platform of such a machine, that is, upon the inner front cor- 
ner thereof. At first it would seem that no invention was required to 
make the arrangement claimed by Bates, and patented by Marsh. It 
required no more than ordinary mechanical skill to attach a rake to the 
grain platform of a front-cut machine in precisely the same location 
which it had held on the same platform of a rear-cut machine. But the 
problem has been, how to drive the rake, after it was there. Just here 
invention of a somewhat higher order was required, for the obstacles in 
the way of success were so great that for some time it was stoutly 
asserted by reaper men generally that the problem could not be solved; 
that this kind of rake and reel could not be successfully applied to a 
front-cut machine like the "Buckeye." The rake is brought so close to 
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the drive-wheels and main frame of the machine, while the platform on 
which it stands is momentarily changing its position relative to the 
main frame, that it is difficult to impart certain motion to the rake from 
the main driving mechanism, and control the movements of the rake- 
arms so that they shall not interfere with the rest of the machine or 
the driver seated thereon. 

It will be seen, then, that the gist of the invention is in the driving 
mechanism, which makes the application of the rake practical and use- 
ful. It is necessary to keep this fact distinctly in mind as we proceed 
to examine the testimony. 

James S. Marsh swears that he invented a revolving reel and rake in 
1860 and 1861 ; that in the winter of 1863 arid 1864 he went to see Alt- 
man & Co., reaper manufacturers at Canton, Ohio, for the purpose of 
getting them to put his rake on their machine ; spent several days in 
showing them how it could be attached and used ; afterward sent them 
a machine with a rake on it, for them to use the following harvest. 
The first time he actually put the rake and reel on the * Buckeye " was 
in the winter of 1865 and 1866, in Mansfield, Ohio. In the latter part 
of February, 1866, he made arrangements to place the Marsh rake on 
the Buckeye machine, at Lewisburg, Pennsylvania ; about the 5th or 
6th of the following March he took the castings aud necessary irons 
to the shop of Slifer, Walls, Schriner & Company, and gave directions 
how to put the said rake on their Buckeye machine, and superintended 
every part of the work to make and complete the attachment. Mr. 
Samuel D. Bates was superintendent at the shop of Slifer, Walls, 
Schriner & Co. at the time. Mr. Marsh says he described accurately 
to Mr. Bates a mode of attaching the rake by means of a slip joint and 
two universal joints connected directly to the end of the main axle of 
the carriage, and with the pinion that drives the rake. 

Ralph Carkhuff made a pattern like Exhibit A, for James S. Marsh & 
Co. in 1858, for their machines, and they have been used on some of the 
old machines ever since ; he also made a model like the pattern in the 
year 1858. 

James Montgomery was employed in the shop of Slifer, Wells, 
Schriner & Co., of Lewisburg, Pennsylvania, as reaper builder, in Feb- 
ruary and March, 1866, working at the Buckeye reaper. They attached 
at that time the Marsh rake to that reaper j the platform was built 
according to Mr. Marsh's order. Mr. Bates ordered witness to build 
the platform and all other work as Mr. Marsh directed. The irons and 
castings were made for the first rake that was attached to the Buckeye 
machiue at the foundery of James S. Marsh & Co. 

It further appears from the testimony that Marsh attached his rake 
and reel at the close of the trial of reapers in Auburn, New York, about 
the 20th of July, 1866. Bates, who was in attendance at said trial, 
returned home and, after some change in the cam, attached his rake 
and reel. Bates certainly had the benefit of Marsh's castings and irons 
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that had been in the shop where he was superintendent, and from the 
testimony it would seem that Bates had done no more in inventing the 
rake and reel than any practical mechanic would have done having 
the benefit of the irons and casting of Marsh. 

I am clearly of the opinion that Marsh was the first and original 
inventor, and I cannot agree with the board of examiners-in-chief, "that 
Bates was the first, or only one to put the invention into actual use in 
a successful florin. 1 ' 

The board say: "It is probable that the experiment of Marsh at 
Auburn was a few days anterior to the trial of the Bates machine in 
July, 1866." 

The invention of Marsh was completed some time before the Auburn 
trial in July, 1866, and within a few months he applied for and obtained 
a patent for his invention. 

The decision of the board of examiners-in-chief is reversed, and pri- 
ority of invention awarded to James S. Marsh. 



GEO. W. HA WES. 

APPEAL FROM EXAMINER S-IN- CHIEF. 

September 30, 1871. 

In the matter of the application of George W. Hawes for letters-patent 

lor Pictorial Card Advertiser. 

Duncan, Acting Commissioner: 

The invention of applicant has relation to an illustrated advertising 
book, and presents, it is claimed, such a construction of the leaves that 
the actual cards of advertisers may be inserted therein without either 
increasing the thickness of the volume or injuring the pictures upon the 
opposite pages by bringing them in contact with the sharp edges of the 
cards. 

To effect this result the leaf is made of three layers or plies of ma- 
terial, preferably a soft un glazed paper, and when a card is to be 
inserted a portion of one of the outside layers, of the same size and 
shape as the card, is removed, and the card inserted in its place and 
pasted to the inside layer. If, however, the advertiser's card be of 
very thin paper, applicant proposes to paste it directly upon the face 
of the outside layer, first creasing the surface of the leaf in such direc- 
tions that the edges of the paper card may be pressed down into the 
indentations thus formed, and lie below the general surface of the leaf. 
In this way the edges are prevented from coming in contact with the 
pictures opposite, and it is also alleged that the soft paper composing 
the leaf will contract somewhat upon the application of the paste or 
glue, so that there will be no material increase in the thickness of the 
volume even when the paper card is thus applied directly upon the sur- 
face of the sheet. Applicant proposes to use in the. construction of his 
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advertising books either one or both of these modes, according to the 
thickness of the paper or board composing the card to be inserted. 

The only reference given by the examiner is Breton's Dictionary of 
Universal Knowledge, Art. Inlaying. This article gives a brief descrip- 
tion of the decorative art known by this name, and applied chiefly in 
the manufacture of desks, work-boxes, ornamental furniture, &c. ; and 
while wood seems to be chiefly employed in the practice of the art, other 
materials, metals, ivory, horn, mother-of-pearl, &c, are by no means 
unused. The board of appeals, affirming the decision of the examiner, 
say that u there can be nothing patentable in selecting paper instead of 
wood or some other material for the process of inlaying," and that " the 
application appears to embrace nothing more than the application of an 
old process to a new subject, 7 ' which they deny to be patentable. 

This is the objection of double use. Is it well taken f I think not. The 
rule laid down by Curtis in his treatise on patents, after an elaborate 
discussion of the subject, is, "that, in order to escape the objection of a 
double use, it is necessary that the new occasion or purpose to which 
the known thing is applied should not be merely analogous to the for- 
mer occasions or purposes to which the same thing has been applied ;" 
and from an examination of various of the adjudicated cases in which 
the question of a double use had been involved, he deduces the further 
rule " that when the new use of a thing produces an important effect 
never before produced, (or develops or makes practical some new prop- 
erty of matter not previously known,) the new use is not analogous to 
the former uses, and therefore the novelty of the mere agent is imma- 
terial." — (Curtis on Patents, sections 66, 68.) 

Applying these rules 'to the case in hand, it is found that the effect 
produced by the proposed new application of the art of inlaying is out 
of all analogy with that produced by all previous applications of the 
art. The object sought is no longer ornamentation ; it is so to attach 
business cards to the leaves of an advertising book that the leaves may 
lie in close contact with each other, and this, too, without being defaced. 
This is the sole object of the invention. It stands at the widest possi- 
ble remove from mere ornamentation, which, so far as the record shows, 
has been the sole object in all previous applications of the art to which 
reference has been made. 

Tried by the above rules, as well as by that laid down in the ex parte 
appeal of Charles A. Moore, Commissioner's Decisions, September 23, 
1871, viz : " That references should be limited to things of a kindred 
nature, * * * * and that there should be some analogy between 
the use and result of the device in question and the reference upon 
which it is rejected," it must be held that the new application, now pre- 
sented, of an old art, is not so akin to previous applications as to divest 
it of all the essential qualities of originality and invention. 

The decision of the board is accordingly reversed, and the applicant 
adjudged entitled tQ a patent. 
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JAMES AEKELL. 

APPEAL FROM EX AMINERS-IN- CHIEF. 

October 3, 1871. 

In the matter of the application of James Arkell for letters patent for 

alleged Improvement in Bags. 

Duncan, Acting Commissioner : 

Applicant presents an alleged improvement in bags or sacks for hold- 
ing flour or other material, and his specification contains the allegation 
that while in the manufacture of paper bags it has been customary to 
unite the edges of the material by gluing or pasting, yet "in the manu- 
facture of all sorts of sacks of woven fabrics it has been customary to 
unite the mjiterial where folded over by, sewing or stitching? 

It is asserted that the stitching of the woven fabric materially weak- 
ens it, and applicant claims to be the first to make the discovery that 
by the use with cloth of a sufficiently-adhesive paste (no particular kind 
being specified) a stronger bag can be made than when the seams are 
sewed. 

The drawing represents what is commonly known as a " square-bot- 
tomed" bag. The claim is for " a sack or bag made of cloth folded and 
pasted substantially as described." 

The argument of the attorney construes this claim as being for a 
square-bottomed bag, made of cloth, and having its seams pasted instead 
of sewed ; and while this interpretation of the claim is not quite- in har- 
mony with the broader declaration, above quoted, with which the spec- 
ification opens, yet it seems to be an accurate statement of the ground 
upon which nt last the applicant proposes to rest his case. He admits 
that the seams of square-bottomed paper bags are usually formed by 
pasting. The reference cited by the examiner, viz: the English patent 
of John Wright, No. 541, of 1853, shows that it is no new thing to form 
the seams of other kinds of cloth bags by pasting or gluing. The sim- 
ple question, then, is, whether there is any invention in applying this 
old process of forming the seams of bags to the particular class named. 

The application cannot be viewed with favor. The objection to it is 
twofold: First, paper bags of the particular pattern named having pre- 
viously been made by pasting the seams, applicant proposes simply a 
change of material, viz., a woven fabric in lieu of paper. But a mere 
change of material is not patentable. Hotchkiss vs. Greenwood, 11 How., 
248. Again, whether we regard the alleged new application of the pro- 
cess of pasting — viz., to a square-bottomed cloth bag, that process hav- 
ing previously been applied to square-bottomed paper bags and to other 
patterns of cloth bags, or the alleged new use of woven fabrics — viz., in 
the manufacture of square-bottomed pasted bags, the same having be- 
fore been used in other kinds of bags, both pasted and sewed — it must 
17 D 
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be regarded as a double use. The new occasion for the application of 
the pasting process and the new use made of the woven fabric are so 
closely analogous to the existing well-known uses and occasions as to 
deprive them of every element of patentable novelty. It was held in 
Losh vs. Hague, (1 Web., Patent Oases, 202,) that a wheel previously 
in use upon other vehicles would not be patentable when applied to rail- 
way carriages. In Howe vs. Abbott, (2 Story, 190,) Mr. Justice Story 
held that a patent for a process of preparing palm-leaf for mattresses, it 
appearing that hair had long been prepared by the same process for the 
same purpose, could not be maintained. The analogy of these and va- 
rious other cases that are referred to in Curtis on Patents, sections 53 
to 72, in the discussion on double use, is adverse to the grant of the 
patent now asked for, and must be deemed conclusive against it. 
The decision of the board of appeals is affirmed. 



LAUR1STON TOWNE. 

Extension. 

October 9, 1871. 

In the matter of the application of Lauriston Towne for the extension 
of letters patent for a Chain-Machine, granted October 20, 1857, and 
reissued March 13, 1860. 

Duncan, Acting Commissioner: 

Previous to this invention, according to the testimony, the chain 
known among jewelers as the "Adelaide chain" was manufactured ex- 
clusively by hand, and at a cost on an average, exclusive of the cost of 
the materials, of not less than fifty cents per foot. By applicant's ma- 
chine it can be made at three cents per foot. It is estimated that more 
than three million feet of chain have been manufactured by this and by 
infringing machines during the last fourteen years — at least eighteen 
hundred thousand feet by this machine alone, as operated by the firm of 
which applicant is a member. This large product has been put upon 
the market at a price which has given the manufacturers a profit of only 
about' one cent and a half per foot. The public have had the benefit of 
the large difference between the profit actually charged and the entire 
saving effected by the substitution of machine-made work for that pro- 
duced by hand. The public have been benefited also in obtaining a su- 
perior article, both as regards strength, durability, evenness of structure, 
and beauty of finish. From these facts it becomes apparent at a glance 
that the invention is one of great merit in the art to which it relates, 
and, so far as that art is concerned, one of marked importance to the 
public. 
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From the examiner's report, it appears that the invention was new in 
all its features at the time when the original patent was granted. 

The compensation received by the inventor, as given in his sworn 
statement, amounts to $9,843 54, more than one-half of which has ac- 
crued from licenses upon machines which have been worked in Ger- 
many. Is this amount to be regarded as a reasonable remuneration for 
the time, ingenuity, and expense which he has bestowed upon the in- 
vention, and has the failure to receive a larger reward occurred without 
fault or neglect on his part f In reply, it is to be remarked, in the first 
place, that the machine itself, beyond question, is the embodiment of 
great mechanical ingenuity. It is a complicated piece of mechanism, 
and yet its various parts co-operate with almost marvelous harmony. 
It is a pioneer, too, in this branch of manufacture, and, from the interest- 
ing story told us by the inventor, cost him not less than twelve months 
of study and experiment, his entire time and energy during this period 
being devoted to its development. The result is a triumph of skill 
which commands unfeigned admiration from all beholders. I have no 
hesitation in saying that, for the ingenuity alone displayed in inventing 
a machine of such capabilities, and in its very nature adapted to exer- 
cise so important an influence upon the art to which it relates, the amount 
above stated would be an inadequate compensation, even if the inven- 
tor were not entitled to any credit by reason of time devoted to it, and 
for .expenses incurred in making and introducing it. It only remains, 
therefore, to determine whether it has been through his own neglect or 
fault that Towne has failed to receive a larger remuneration. 

The amount wliich he gives as his income from the invention has been 
received by him in the form of dividends from the firm of Sackett, Davis 
& Co., manufacturers of jewelry, at Providence, Ehode Island, in the 
business of which firm he has a one-fifth interest. His relations to this 
firm are best given in his own language : 

Before 1857 my interests in the firm of Sackett, Davis & Potter, as the firm was then 
styled, was one-tenth of the profits. The department which was under my charge was 
that ot general machiuist and tool-maker. New improvements and alterations in ma- 
chinery are in every large jewelry establishment constantly required, and it was the 
case in this firm. 

After the invention of my machine for making chain, my interest was increased to 
one-fifth, and, in addition to my general duties as general machinist and tool-maker, I 
was to have, and always have had, the special superintendence and'care of the chain- 
making machines and of the chain-making business, which, since the invention, has 
been a very important item in the business of the firm. 

The increase in my interest iu the firm was undoubtedly induced by the appreciation 
which the firm felt and expressed for my merit as an inventor; for, in addition to my 
machine for making chain, I was constantly engaged in making improvements upon 
the general tools aud machines used by the company, and in simplifying and economiz- 
ing their processes of manufacture. Such has been my department since that time. I 
have taken out four other letters patent for important improvements, and my labor 
and responsibility since 1857 have been largely increased in consequence of the import- 
ant addition to their business of the chain manufacture. 
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The increase, therefore, in my interest in the firm was not by way of compensation 
to me for any right or interest in my patent for a chain-machine, with the exception of 
the grant for six years referred to in my accouut filed, but was on account of the in- 
crease of duties aud services which I was to perform. 

From this statement, which, so far as it concerns the assignment, is 
corroborated by an examination of the record of assignments in the 
Patent Office, it appears that Towne might at any time after the year 
1863 have resumed entire control of his patent, in which event he would 
have received the entire profits from such number of machines as he 
might have chosen to operate, instead of contenting himself with a fifth 
only. In point of fact, he has chosen to continue up to the present time 
the same arrangement that existed between himself and his partners 
during the term of the assignment. Various considerations may have 
determined him in this course. The leading one, doubtless, was that he 
relied upon the capital and business energy and experience of the asso- 
ciated partners to work his inventiou. This was rendered all the more 
necessary by the extensive infringements which opposed the invention, 
and which constantly kept the price of the manufactured article so low 
in the market as to make its legitimate production possible only by 
men possessed of the requisite means to wage a vigorous war upon the 
pirates. 

Again, while Tow r ne , s increased interest in the business of the firm 
was due only in part to this inventiou, he may very naturally have felt 
that he would have imperiled his harmonious relations with his partners 
by a resort to his legal right to recall his monopoly in the patent. I see 
no reason to question his business sagacity in permitting the firm to re- 
tain control of the invention during the entire period of the patent upon 
the same terms as were originally agreed upon. 

In reply to the possible suggestion that, in view of the large saving 
effected by the machine in the prime cost of the manufactured article, 
the firm, had they so chosen, might have made far larger profits, the ex- 
planation is offered that the invention was of such a nature as to afford 
special inducements and special facilities for infringments; and that, in 
fact, infringements were carried on so covertly and so extensively as to 
force the lawful manufacturers to content themselves with the small 
profits actually realized. 

The pursuit of infringers has been industriously carried on, and the 
statement of account shows that not less than $8,000 have been expended 
for this purpose ; but if it could be made to appear that the low prices 
adopted for their goods by manufacturers under the patent were fixed 
upon of their own free choice and not forced upon them by an illicit and 
almost ruinous competition, even this would afford no good reason which 
the public could urge against the extension, unless it could first be shown 
that the continuance of the patent privilege would materially hinder the 
development of the art. 

No such result is to be apprehended in the present case, and the patent 
will be extended. 
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G. W. HILDRETH. 

Extension. 

October 13, 1871. 

In the matter of the application of G. W. Hildreth for the extension of 
letters patent for Improvements in Gang-Plows, granted October 
13, 1857, and reissued December 27, 1870. 

Duncan, Acting Commissioner: 

So far as concerns the early history of this invention, no charge of 
lack of diligence in efforts for its introduction can be brought against 
the patentee. In the years immediately preceding and following the 
grant of his patent he manufactured and sold from three to four hundred 
of the plows, and he gives it as his belief that there have been in all 
from four hundred and fifty to five hundred plows manufactured em- 
bodying the invention. In the winter of 1859- ? 60 he was overtaken by 
financial embarrassment, from which he gained relief only by passing 
through insolvency in the year 1863. In 1864 he formed a partnership 
upon a small capital with Clark and McKim, with whom he is still asso- 
iated ; but this firm has devoted its attention mainly to the manufac- 
ture of school furniture, selling only such plows as were called for — on 
an average about ten a year — since the formation of the firm, but not 
using special efforts to advertise them. In this, again, there is no rea- 
sonable ground for the charge of lack of diligence; for, in the first place, 
Hildreth, as a member of the firm, would not have been free to devote 
himself more fully to the manufacture or sale of the plow, even had he 
so desired; and, secondly, a patentee is under no necessity, in order to 
free himself from any imputation of fault or neglect, to devote all his 
energies and capital to the particular industry to which his patented 
invention relates. It is but fair to assume that, as a member of the firm, 
Hildreth did all with his plow that a reasonable business prudence could 
under the circumstances have dictated. 

The evidence, also, is sufficiently explicit that the plows made by 
Hildreth are really valuable implements; though it is by no means 
certain that the large measure of value claimed for them is attributable 
to the difference existing between them and previously existing gang- 
plows and cultivators, some of which possessed the same function of 
adjustability of the supporting-wheels. It is doubtful whether the special 
means employed by Hildreth for effecting this adjustment, though cer- 
tainly useful, are superior to other modes shown in the various references 
cited by the remonstrants against the extension prayed for. Applicant's 
net losses by reason of the invention exceed $400. 

If there were no other matters than the above to be considered, the 
extension would be granted. But it appears that within a recent period 
applicant sold the unexpired portion of the original term of his patent 
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to Baker & Hamilton, of San Francisco, for the sum of $250. He lias 
also contracted to convey to the same parties the exclusive interest in 
the extended term of the patent for the States of California, Nevada, 
and Oregon upon condition that they defray the expenses of the pend- 
ing application; and they likewise have the refusal of all the remaining 
territory of the United States, except the New England States and the 
States of New York, Pennsylvania, Ohio, New Jersey, Delaware, and 
Michigan, for the consideration of $1,000. 

It further appears that the firm, composed of Hildreth, Clark and Mc- 
Kiin, will possess the same right to manufacture under the patent, if 
an extension should be granted, that they have had hitherto; but that 
they have neither made preparations to introduce the plow more exten- 
sively than before, which has been on an average at the rate of ten only 
per annum, nor have decided to make any efforts looking to an increased 
manufacture and sale. 

It is also shown by the record that the reissue granted in 1870 was 
procured at the instance of Baker & Hamilton, being a part of the ar- 
rangement made by them with the patentee, their sole object, so far as 
appears, being not to manufacture under the Hildreth patent, but to 
bring suit against certain rival manufacturers who were carrying on 
operations uuder another patent. 

I cannot resist the conclusion that, as the reissue was obtained in the 
interests of the assignees, so this extension is sought in the interests of 
the same parties; and that the prospective benefit to the inventor, in 
whose interests alone the law contemplates the grant of an extension, is 
so slight and so remote as not to justify the exercise of the prerogative 
now invoked. 

Aside from the large extent of territory in the enumerated southern 
and western States which is placed at the disposal of Baker & Hamilton, 
but little of value is left to the patentee, New York, as we are informed, 
being already well supplied, and the soil of New England being by 
nature but little adapted to the use of such ah invention ; while from 
the comparatively small reserved territory remaining there is no reason 
to suppose that he would realize any considerable profits, since his part- 
ner gives us to understand that there is no intention of enlarging their 
manufacture. 

If it be said that at least there is a chance that he may receive $1,000 
from Baker & Hamilton for the territory placed by the contract at their 
option, the answer is that, as the parties with whom they are in contro- 
versy reside and are carrying on the alleged infringement in California, 
so as to be reached under the title already secured to Baker & Hamilton, 
it is exceedingly doubtful whether they would care to consummate the 
purchase of the additional territory; and even if they should do so, the 
sum agreed to be paid bears such an insignificant proportion to the 
asserted value of the whole invention that it is believed that it cannot 
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in sound practice be held to be a sufficient interest in the extension to 
warrant favorable action upon the petition. In fact, whatever may be 
said as to Hildreth's previous diligence in the management of his patent, 
it is a serious question whether, in bargaining away so large a portion 
of the most valuable territory of the country at so small a price, at the 
very time when, to use his own language, "the invention is just begin- 
ning to be understood and appreciated," and whenthere was no control- 
ling necessity upon him compelling its sale at what, from his stand-point, 
must be deemed a great sacrifice, he is not justly chargeable with such 
neglect as, alone considered, should defeat his pending application. 

Further objection to the grant of the extension is to be found in the 
character of the claims of the reissue. Without discussing these at 
ength, since the reasons above given are deemed sufficient for the 
refusal of the entension, it will suffice to say that certain of the claims 
should never have been allowed. The fourth claim is fully and literally 
met by the references ; and it is difficult to see what invention there is in 
casting a tool-box on the metal frame, which forms the subject of the tenth 
claim, the construction of tool-boxes on the frames of various agricultural 
machines being a thing previously well known in the arts. The reissue, 
as we have seen, was obtained for the specific purpose of placing in the 
hands of the assignees a weapon with which to attack other and rival 
manufacturers and dealers; and, while their absolute right to a legiti- 
mate reissue even for such a purpose cannot be called in question, yet, 
when to accomplish this object untenable or even questionable claims 
are obtained, and an extension of such reissue is sought for the purpose 
of enabling them to continue such warfare, it is believed that a due 
regard to the public interest requires that the extension be refused. 



JAMES AEKBLL. 

APPEAL TROM EXAMINERS-IN-CHIEF. 

October 17, 1871. 

In the matter of the application of James Arkell for letters patent for 

Paper-Bag Machine. 

Duncan, Acting Commissioner: 

Applicant presents a machine to which paper bags are supplied in a 
partially-folded and pasted condition, and in which they are received 
upon a revolving drum and there held during their passage through the 
machine, being in their course subjected to the successive action of va- 
rious devices adapted to complete the operations of pasting and folding. 
These various devices, as well as the mechanism for revolving the drum 
and for holding the bag in contact with the same, seem to be fully de- 
scribed in the specification; the claims, however, with the exception of 
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the fifth, which has been allowed, are not confined to the mechanism 
shown, as appears from the following language of the specification: 

It will be understood that each and all of the separate devices or mechanisms herein 
described may be varied without departing from the main feature of my invention, 
viz.: a machine in which the mode of operation is such that the prepared stock is car- 
ried along by a carrier moving always iu the same direction, and while moving with 
said carrier is subjected successively to the pasting and folding operations described. 

And it will also be understood that for the purposes of my invention the elements 
named or devices may be varied, and other mechauical devices substituted for them, 
without changing the combinations by which the several separate operations are per- 
formed. 

I do not, therefore, wish to be understood as limiting my claim of invention to any 
precise detail of construction. 

The claims upon which the present appeal has been taken are as fol- 
lows: 

First. A machine in which the partially-formed sack is held on a carrier or support- 
ing surface which moves always in one direction, and subjected successively to the ac- 
tion of the pasting and folding mechanisms, substantially as herein described. 

Second. In combination with a carrier adapted to receive aud carry along the par- 
tially-completed sack, substantially as described, suitable devices for applying paste 
to certain portions, in the manner explained, and for the purpose set forth. 

Third. In combination with a moving bed or supporting surface on which the sack 
is carried, a creaser, for slightly indenting the material at the line where it is to be 
folded and holding it for a short time, as specified, and a suitable means for laying or 
folding over the material (so creased) in a direction opposite to that iu which the sack 
and its carrier are moving. 

Fourth. Iu combination with a carrier or supporting-bed, a creaser and folding-arms, 
which operate together to fold the material over in the same direction as that in which 
it and the carrier are traveling, as hereinafter set forth. 

In considering the first of these claims both the primary examiner 
and the board of appeals have ignored the concluding clause, "substan- 
tially as herein described." Their action in this regard has been correct, 
being based upon the rule laid down in ex parte C. Eubens & Co., Com- 
missioner's Decisions 18C9, 107, and H. Waterman, Ibid. 1870, 70, to the 
effect that generic and ambiguous phrases should not be employed in 
granting letters-patent to make a claim good which, without them, would 
be bad and unpatentable. It is clear, moreover, both from the context 
and from the attorney's argument, that it was not the intention to limit 
in the least the scope of the claim by any such interpretation of the con- 
cluding clause as would make it relate to the specific devices employed. 
In brief, it is the intention to claim a machine so constructed that the 
bag, being received upon a supporting surface, will be carried forward 
by that supporting surface in a uniform direction until discharged, the 
pasting and folding being completed while the bag is passing through 
the machine. This is a claim entirely independent of the particular de- 
vices or combination of devices employed. It is such a claim as Mr. Jus- 
tice Miller, in Sangster vs. Miller, 2 Fisher, 504, declared not to be " the 
subject of a patent, but a mere result from the arrangement and com- 
bination of the parts." See, also, Sickels vs. Falls Co., 2 Fish, 202, and 
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ex parte N. J. Simonds, Commissioner's Decisions 1870, 23. In O'Beily 
vs. Morse, likewise, 15 How., 120, the Supreme Court declared that a pat- 
ent cannot be for an effect produced, as distinct from the process or ma- 
chinery necessary to produce it; and the whole line of argument adopted 
by the court in the elaborate opinion pronounced in that case, so far as 
it relates to the eighth claim of the Morse patent, would apply with equal 
force in the present instance. 

But even if applicant's first claim were not obnoxious to the objection 
of being virtually for an effect or result, it would be fully met by refer- 
ence to any machine whatever, other than those used in the manufacture 
of paper bags, in which an unfinished article is received upon a support- 
ing surface, and by means thereof carried through the machine, and in 
its passage subjected to such operations as may be necessary to bring it 
into the desired form. In ether words, if the carrier, for the purpose of 
passing an article in the process of formation through a machine by a 
continuous advance movement, is an old element in mechanism, he who 
should first introduce it into paper-bag machines would no more be en- 
titled to a broad claim for its use in such machines, independent of the 
particular devices with which it is found combined, than would he who 
should first employ a crank or a lever in the construction of a harvester 
or a steam-engine be entitled to a monopoly of these devices in all their 
countless combinations and modes of application in these two classes of 
machines. 

But machines are to be found on every side which demonstrate that 
the element above named is a thing well known in mechanics. Not to 
specify instances in the class of printing-presses, brick-machines, &c, it 
will only be necessary to refer to the patents of F. Gates, April 5, 1870, 
and Gates, Lloyd, and Miller, December 29, 1868, in the more closely 
analogous class of paper-box machines. It is not seen that the claim in 
question has any foundation on which to rest, and it must be rejected. 

The second claim is independent of the particular pasting mechanism 
employed, the only condition being that the devices shall be such as to 
produce a given result, this particular result, however, being stated in 
ambiguous and indefinite language. The objection to this claim is the 
same as that first above stated in considering the preceding claim. 

As regards the third and fourth claims, also, I think the objection of 
the primary examiner and the board of appeals well taken. Applicant, 
instead of claiming the specific mechanisms which he has invented, seeks 
to cover mere incidents and results of their operation — such, for instance, 
as that they shall move in certain relative directions, or that, moving in 
the specified directions, they shall produce certain results. To grant 
claims for mere incidents or results of a given mechanism, when the same 
incidents or results might attend any one of a thousand other mechan- 
isms that might be devised for the same purpose, would be to hamper 
invention by unwarrantable monopolies and check the progress of the 
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useful arts. Claims of this character are discouraged by the courts and 
should meet with no favor in the Patent Office. 

The decision of the examiners-in-chief, rejecting the present applica- 
tion, is affirmed. 



NICHOLAS WHITEHALL. 

Extension. 

October 20, 1871. 

In the matter of the application of Nicholas Whitehall for extension of 
letters patent for Cultivators, dated October 27, 1857. 

Duncan, Acting Commissioner: 

This case has been heard and reported upon by the examiners-in-chief, 
as provided in section 10 of the patent act. From their report it appears 
that the device covered by the patent now offered for extension was fully 
shown and described, though not claimed, in an earlier patent granted 
to the same party in 1855. Had the present rule of practice obtained at 
the time when the second patent was applied for, Whitehall would have 
been required to seek the additional protection by a reissue of his for- 
mer patent. This course, however, was not pursued by the Office at that 
time, but a new patent was granted him. It does not appear that the 
invention covered by it was in public use for two years preceding the 
application; nor is any other fact developed that iu any way affects the 
validity of the patent. In this point, then, which is made by the re- 
monstrants, there is no force. 

But it further appears from the report of the board that applicant has 
entirely failed to furnish a statement, as required by lawj of the ascer- 
tained value of the invention. Abundant evidence, it seems, has been 
introduced to prove the value of the cultivator upon which the invention 
now in question — an "evener" — is used; but the rule of practice, that 
require." that in the taking of testimony relating to the value and impor- 
tance of the invention attention shall be directed to the specific devices 
covered by the patent rather than to the general machine, of which those 
devices form but a part, has been entirely ignored. So far as appears, 
the evener, to which the claim of this patent is confined, is an utterly 
unimportant element in the aggregate mechanism. 

The board further report that the account presented is highly defect- 
ive, and that they are by no means satisfied that if the account were 
made as full as the rules require it would not appear that applicant has 
received all that a liberal estimate of the invention would amount to. 
The burden of proof is upon an applicant for the extension of letters- 
patent to show that he has not received a reasonable remuneration. If 
he fails to establish this beyond a reasonable doubt, his suit must fail. 
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This the present applicant has failed to do; and for that reason, as well 
as because he has neglected to furnish evidence as to the value and im- 
portance of the invention, the extension is refused. 



DANIEL LOVEJOY AND E. S. BUTTERFIELD. 

Extension. 

October 24, 1871. 

In the matter of the application of Daniel Lovejoy and E. S. Butterfield, 
administratrix of the estate of George F. Butterfield, deceased, for the 
extension of letters patent No. 18,509, and dated October 27, 1857, for 
a Grinding and Polishing-Machine. 

Duncan, Acting Commissioner: 

The patented machine was designed for finishing up the face of a knife 
for a planing-machine, so as to give it a perfectly plane and true surface, 
a thing exceedingly difficult, if not entirely impracticable, to accomplish 
by hand. The desired result is attained by causing the article which is 
to be faced to reciprocate at the same time both vertically and horizon- 
tally in a plane tangential to the face of the revolving grinding surface. 

The examiner, in his report, pronounces the mechanism by which this 
is accomplished to be ingenious and novel ; but the claim, which ignores 
the specific mechanism employed, covers broadly this compound recip- 
rocating motion for the purpose specified. This claim is untenable, as 
is fully shown by the various references cited. A disclaimer, however, 
is offered which restricts the claim to the particular combination of de- 
vices which gives distinctive character to the invention. The filing of 
this disclaimer will relieve the case of the objection named. 

The invention has been used by the patentees only in the building up 
and improvement of their own business, and in the prosecution of this 
it has been found necessary to keep but a single machine in operation. 
Up to 1860 the inventors appear to have been working in partnership. 
At this time Butterfield sold out his interest in the patent for the bal- 
ance of the term for $500. 

The aggregate sales of goods in the manufacture of which this machine 
has been employed amounts to $135,000, about 15 per cent, of which has 
Deen profit. Of this amount a little more than one-half is set down as 
"manufacturers' profits," since, as is alleged, the blades would have 
yielded this much of profit had they been sold as they were forged, and 
without being ground. The remainder, or 7 per cent, upon the aggre- 
gate sales, is charged to the patent. 

It is further claimed that by means of this invention the patentees 
have actually given the public a superior product, and at a price at least 
10 per cent, lower than the hand- ground blade could have been afforded, 
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which statement is intended to furnish the required evidence as to the 
value and importance of the invention to the public, and to show that 
the public have derived far greater benefit from the invention than have 
the petitioners. 

It may well be doubted whether, as is implied in this statement, the pat- 
entees have voluntarily surrendered in the interest of the public $15,000 
of profits. It is more probable that they have been forced to reduce the 
price by reason of competition, or because an advantage would thereby 
accrue from an increase in their business. But however this may be» 
the inventors have made the best possible use of their invention, using 
it in aid of their own business, keeping the market fully supplied with 
the improved goods, and offering these goods at prices which, so far as 
any tax by reason of the patent is concerned, all must acknowledge to 
be most reasonable. Such a class of inventors seem specially worthy of 
favorable regard when seeking an extension of their patent privileges. 

In the present case the patentees are adjudged, in view of the time, 
ingenuity, and expense bestowed upon the invention and upon the in- 
troduction of it into use, and in view of its proved value to the public, 
not to have been sufficiently remunerated; and as it is believed to be in 
full harmony with the interests of the public that the patent should be 
extended, the petition to that effect is granted. 



S. W. FRANCIS. 

Extension. 

October 27, 1871. 

In the matter of the application of S. W. Francis for the extension of 
letters patent for Type -Setting Machine, granted October 27, 
1857. 

Duncan, Acting Commissioner: 

From the applicant's statement it would appear that his receipts have 
been but $100, while his expenditures have been fully $3,000. This brief 
statement of moneys received and expended is accompanied with the 
allegation that the applicant believes the invention to have been of 
great importance, and that it has been so regarded by scientific men in 
this country and in Europe. The only evidence, however, that has been 
introduced in support of this averment is the affidavit of the attorney 
of record, who also has an undivided half interest in the extension sought. 
But even this affidavit declares nothing as of his own knowledge. He 
only asserts that a Mr. Stuart has told him, and that the information 
has been confirmed by others, (but no names of other persons than the 
inventor are given,) that many machines were made and put into the 
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hands of the public, that the success of the invention was good, and 
that the only difficulty experienced was on account of the bad workman- 
ship of the instruments first manufactured, the introduction of the in- 
vention being at last given up solely by reason of the ill health of the 
inventor. This affidavit also expresses the opinion that the invention 
is a good and valuable one, and that the patent is deserving of exten- 
sion — an opinion that would very naturally be expected from one sus- 
taining such a relation to the invention, and which for that very reason, 
unaccompanied as it is with any statement of the grounds upon which 
it is based, is entitled to but little weight. 

By the rules of evideuce no weight can be attached to the hearsay 
testimony of this affidavit relating to the number and success of the in- 
struments made and sold. Upon this point the Office is entitled to the 
direct testimony of the inventor himself, or at least of those who had 
personal knowledge of his efforts in introducing the invention. It does 
not appear that any other reason exists for the non-production of such 
testimony than mere negligence in the management of the case. 

The inventor, then, having failed to comply with the requirement of 
the statute which directs him to furnish a statement under oath of the 
ascertained value of the invention, the extension asked for is refused. 



E. G. ALLEN. 

Extension. 

October 27, 1871. 

In the matter of the application of E. O. Allen for the extension of let- 
ters patent for Steam-Pressure Gauge, dated October 27, 1857. 

Duncan, Acting Commissioner : 

The main objection to the grant of this extension relates to the own- 
ership of the extended term. 

The applicant makes a statement under oath, as required by the rules 
of the Office, of the extent and character of his interest in the exten- 
sion, if granted. From this statement it would appear that in 1867 
Allen assigned to one Pickering the entire interest in the extended 
terms of four different patents relating to steam-gauges, this one being 
included in the number. 

On the same day, according to the statement, Pickering executed a 
bond reciting that an undivided half interest in the extensions was to 
be held by himself in trust for Allen, his heirs, and assigns, and binding 
himself in the sum of $10,000 to assign back to the said Allen, his heirs, 
or assigns, or to such person or persons as Allen should in writing des- 
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ignate, said undivided half interest in the extensions upon the demand 
of the said Allen and the payment by him of the expense incurred in 
obtaining the extensions. 

If this could be relied upon as a correct exposition of applicant's in- 
terest in the extension now asked for, it would undoubtedly, in the 
absence of other objections, be deemed a sufficient interest to justify 
favorable action in the premises. An examination of the record of 
assignments in the Patent Office, however, shows that on the 15th day 
of June, 1857, four months before the issue of the patent, the inventor 
parted with all his right, title, and interest in any letters patent that 
might be granted upon the invention, including all extensions, renewals, 
and reissues of the same, to one Henry O. Allen. The title to the orig- 
inal patent thus vested in Henry O. Allen subsequently passed, by as- 
signments duly recorded, to the National Steam-Gauge Company, and 
later to its successor, the American Steam-Gauge Company. It is prob- 
able, also, under the ruling of the Supreme Court in Railroad Company 
vs. Trimble, 10 Wall., 367, that the language of the assignments by 
which the title passed from Henry O. Allen carried the right to the ex- 
tended term; but, however this may be, there is nothing found of record 
in the Patent Office showing that the inventor ever became reinvested 
with the right to the extension which had been conveyed away by the 
assignment of June, 1857. Unless such were the case, and it is incum- 
bent upon the applicant to prove this affirmatively, the pretended assign- 
ment to Pickering in 1867 is null and void, and, of course, Allen is with- 
out any interest in the extension now sought. This, in accordance with 
the well-established practice of the Office, must prove fatal to the pend- 
ing application. 

Another objection to the grant of the extension is found in the unsatis- 
factory character of the account which applicant has rendered. 

From the statement which precedes the account of receipts and ex- 
penditures we are given to understand that Allen devoted the years 
1856, 1857, and 1858 to the perfecting and the introduction of the inven- 
tion. He says in so many words that " his time was constantly employed 
for about three years in its introduction," and he further says that pre- 
vious to the years 1858 and '59, at which time, he informs us, there was 
organized the company known as the National Steam-Gauge Company, 
he caused to be manufactured about eight hundred instruments. 

It appears in the account that he has credited himself on account of 
the time thus alleged to have been devoted to the introduction of the 
invention; but no mention whatever is made of any receipts from the 
sale of the instruments thus alleged to have been manufactured. He 
gives us a detailed statement of the amount of profits realized by the 
American Steam-Gauge Company, the present owners of the patent, from 
the manufacture and sale of eleven thousand gauges made by them. 
The aggregate of their profits he asserts to have been not less than 
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$384,000. At the same rate he should have received $28,000 profit on 
the eight hundred gauges which he tells us he manufactured himself; 
and even if in the infancy of the invention the cost of manufacture was 
greater than afterward, and the prices realized less, it is hardly to be 
supposed that the manufacture was carried on without any profit what- 
ever, and it is not only inexcusable, but it becomes a cause of suspicion 
that the statement of account is wholly silent as to any receipts from 
the sale of the instruments in question. 

It is probable, however, that Allen's representation that he made the 
number of gauges above stated before the organization of the National 
Steam-Gauge Company was intended to impress the office with the belief 
that he was specially diligent and energetic during the earlier years of 
the patent in introducing the invention, but is erroneous in fact. The 
records of the office show that the National Company was organized 
more than a month prior to the issuing of the patent, and that a three- 
fourths interest in the invention was actually assigned to said company 
in the month of September, 1857, the remaining interest also being con- 
veyed to the company within a few days after the grant of the patent 
was made. 

Without enlarging upon this state of facts, it is plain that the state- 
ment of account presented by applicant cannot be regarded as reliable. 
Whether the discrepancies presented are susceptible of explanation, it 
is needless to inquire. It is enough to know that the statement as it 
stands is not an ingenuous one, and naturally gives rise to grave suspi- 
cions that important facts may have been misrepresented or altogether 
withheld. 

The least that can be asked of a party seeking an extension is that 
he shall come before the Office with a story that will bear the most rigid 
scrutiny. 

The extension now asked for is refused. 



S. H. HAMILTON vs. G. B. FISHER. 

Interference. 

Motion. 

October 30, 1871. 

In the matter of the interference between the application of S. H. Ham- 
ilton and the patent of G. B. Fisher, for Improvement in Brick- 
Machines. 

Leggett, Commissioner: 

This case comes up on motion of Hamilton, to reopen the case to in- 
troduce testimony taken but not considered upon its hearing. The his- 
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tory of the case is briefly as follows: Fisher's patent was issued prior 
to the filing of Hamilton's application. An interference was declared, 
testimony taken by Fisher, (Hamilton neglecting to take testimony,) 
and the case was decided June 1, 1868, giving priority to Fisher. No 
appeal was taken from this decision and no motion to reopen the case 
was made. 

On the 29th July, 1868, Hamilton filed a new application substantially 
the same as the other, and a new interference was declared. Testimony 
was taken, a hearing was had, and on January 18, 1869, priority was 
again awarded to Fisher. 

Hamilton being dissatisfied with the decision, appealed to the board 
of examiners-in-chief, who gave a decision May 20, 1869, affirming the 
decision of the examiner. 

He now- asks that the case be reopened for the introduction and con- 
sideration of testimony taken between the date of the latter decision of 
the primary examiner and that of the appeal board, but, as he avers, 
not considered by the latter tribunal. The motion must be denied, for 
the reason that more than two years have elapsed since the last action 
was had in the case, and by operation of the thirty-second section of 
the act of July 8, 1870, Hamilton's application must be regarded as 
abandoned. 

The only escape from the effects of this statute of limitations, is to 
show to the satisfaction of the Commissioner that this delay was un- 
avoidable. But there is hardly a pretense of such excuse for the delay. 
The only reason given is "want of means so to do." 

No " means" were needed. No fee is charged for hearing a motion to 
reopen a case; and as the testimony sought to be introduced was al- 
ready in the office, no expense in taking further testimony would have 
been incurred. Hence, the reason given for delay is without force. 

Motions to reopen cases for the introduction of additional testimony 
should be regarded with disfavor, and should only be granted, when, 
without the fault of the party making the motion, palpable injustice has 
been done. Such motions should, also, be made while the facts per- 
taining to the case are fresh in the memory of the tribunals before whom 
they have been tried. Where a case has been allowed to remain with- 
out action for over two years, it may in general, without injustice, be 
allowed to sleep on undisturbed. 

The motion is overruled. 
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G. 0. HAWKINS VS. C. LAMBERT. 

Interference. 

MOTION. 

October 30, 1871. 
la the matter of the interference between the applications of G. C. Haw- 
kins and G. Lambert for Improvement in Heel-Burnishing Ma- 
chine. 

LEGaETT, Commissioner: 

Both applications embraced several claims. The interference was orig- 
inally declared between the two applications without designating the 
interfering claims. It was afterward discovered that the interference 
was only between Hawkins' first claim and a single claim of Lambert's. 
Lambert was allowed to divide his application aud take a patent upon 
so much as was not involved in the interference. 

Hawkins now confesses that he is not the inventor of the device iu 
question, and abandons his claim to it. He amends his application by 
striking out the only interfering claim and moves for a dissolution of the 
interference. 

Between the two applications as they now stand there is no interfer- 
ence, and the proper disposition of the case is dissolution. 

The motion is granted and the interference dissolved. 



B. 0. PHILLIPS. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 1, 1871. 

In the matter of the application of B. 0. Phillips for letters patent for 

Wooden Pavement. 

Duncan, Acting Commissioner: 

The blocks used by the applicant in the construction of his pavement 
are approximately circular in their section, being formed by cutting the 
trunks and branches of trees at right angles to their lengths. These 
blocks are set on end upon a foundation consisting of a substratum of 
broken stone overspread with coarse sand or gravel, the whole being 
properly compacted by rolling or ramming. The interstices between 
the blocks are filled with sand or gravel, without any admixture of tar 
or pitch or the other ingredieuts heretofore employed in the construction 
of the various existing kinds of wooden pavement; and finally the 
entire structure is covered with a thin course of sand or gravel. 

It is admitted by applicant that there is no novelty in the use of the 
round blocks, formed in the manner specified; and accordingly he has 
in his specification distinctly disclaimed them. The foundation, too, 
upon which the blocks are set is one well known in the art; and it 
appears, also, that sand and gravel unmixed with other substances is a 
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filling not infrequently employed in pavements composed of blocks of 
stone. While, however, each of the three elements now claimed in com- 
bination — viz., the stone and gravel foundation, the round wooden blocks, 
and the sand filling — have been in familiar use, it does not appear that 
the three have ever before been used together; and upon this ground 
applicant argues that his claim is tenable, notwithstanding the various 
references cited. 

The claim is in the following language: 

A wooden pavement composed of blocks of any desired wood, cut from the trunks or 
branches of trees or saplings, of any desired length, in their natural form t the bark only 
luring removed, placed with their libers vertical upon a bed of broken stone and gravel 
or sand, or either of them, the spaces between the blocks being filled with gravel or 
Hand, the whole made compact by ramming, rolling, or other proper method, as herein 
shown and described. 

In considering this claim with reference to the existing state of the 
art, the board of appeals in their decision say: 

Reasoning on well-settled principles, it is very clear that such a combination does 
not, in itself, require any invention. It is merely substituting for one element in a 
well-known combination another which is an equivalent for it, aud has been in com- 
mon use for the same purpose. If the only effect produced is what might have been 
expected from the known qualities of the substitute, all that has been done is to 
replace one material by another. This is conceded, in effect, by the applicant's couu 
sel, and they accordingly found his title to a patent upon the position that he has pro- 
duced an article intrinsically superior to anything of tiie kiud heretofore known. And 
to sustain this they introduce a number of affidavits from men of standing and charac- 
ter who have seen and examined the applicant's new pavement. 

The affidavits thus referred to by the board set forth that the pave- 
ment is meritorious on account of its smoothness, durability, cheapness, 
and ease of repair, and that by reason of these qualities it is, on the 
whole, the best pavement known to the affiants. These affidavits were 
carefully scrutinized by the board, who decided that, in view of the 
strong presumption against the patentability of the alleged invention, 
they were not sufficiently pointed and specific. They were pronounced 
specially defective on the question of durability, since they contained 
no averments as to the opportunities of the affiants for knowing the 
character of the pavement in this particular, and it did not appear that 
their statements were based upon actual observation. 

Since the case has been appealed new affidavits have been presented 
from parties whose position in connection with the public works in the 
city where applicant resides, and where his pavement has been laid in 
considerable quantities for two or three years past, has given them 
abundant opportunity for observing its real merits. These affidavits are 
as explicit as could be desired. They allege various advantages as char- 
acterizing the pavement in question. Most of the advantages enumer- 
ated such, for instance, as cheapness, simplicity, and rapidity of con- 
struction — arise from the employment of some particular one of the ele- 
ments (all of which, however, are old,) that make up the aggregate com- 
bination claimed, and cannot, therefore, be ascribed to applicant's inven- 
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tion ; but the alleged greater durability of the pavement is accounted 
for on the ground that both the foundation and the filling are composed 
of such materials as will permit the water which falls upon the surface 
to percolate through and be drained off, while, at the same time, no 
impediment is offered to the free evaporation of the sap contained in 
the blocks. 

It is claimed that when wooden blocks are laid upon a tar, concrete, 
or asphalt foundation, any water that finds its way down between the 
blocks will be held in contact with their lower ends and cause them to 
decay rapidly; also, as the blocks are almost invariably laid in the 
green state of the wood, the coating of the sides and the upper surface 
with tar or pitch or concrete of any kind will confine the sap, thus caus- 
ing its fermentation, and a consequent deterioration of the fibrous struct- 
ure of the blocks. 

The affiants also allege that, in point of fact, the pavement, where 
it has been laid for two and a half years, shows far less wear and a much 
better state of preservation than other wooden pavements, amoug which 
the Nicholson is specially named, laid at the same time and on precisely 
the same character of ground. 

It does not appear from any of the references in the case that a wooden 
pavement was ever before constructed upon a gravel bed and with saud 
or gravel alone as a filling. The affidavits now introduced raise a suffi- 
cient presumption in favor of the greater durability of such a pavement 
to warrant a favorable consideration of the present application. 

The form of the block does not appear to contribute directly to the 
increased durability of the pavement, so far as this increased durability 
arises from the greater dryness of the wood which is permitted by the 
sand foundation and filling. It is a question, therefore, whether appli- 
cant might not have asserted a broader claim — viz., to a wooden pave- 
ment having a foundation and filling of the character named, independ- 
ent of the form of the blocks. He has chosen, however, to limit himself 
to the narrower claim, and it is not seen that the choice thus made can 
prejudice his case. 

In overruling the decision of the board of appeals it should be 
remarked that the present decision is based upon statements contained 
in affidavits not before the board for consideration. From the language 
above quoted from their decision it is but fair to presume that, had tbese 
affidavits been presented to them, no necessity for the present appeal 
would have arisen. They say in their decision that if the only effect 
produced by the substitution of one element for another in a well-known 
combination is what might have been expected from the known quali- 
ties of the substitute, all that has been done is to replace one material 
by another; and it is a well recognized principle of patent law that mere 
substitution of material is not patentable. The affidavits now offered, 
however, seem conclusive upon the point that the use of sand or gravel 
in place of the tar and asphalt compounds heretofore in use as the fill- 
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ing and surface covering for wooden pavements, is something more than 
a mere substitution of material. It is not merely the use of a cheaper 
material producing the same results as those which it is proposed to 
supplmt. It produces a superior result by affecting the wood compos- 
ing the blocks in a widely different manner from the former materials 
employed. It does produce a result which it is fair to presume would 
hardly have been expected from the known qualities of the substitute. 
The use of the gravel filling with wooden blocks was opposed to the 
universal theory which had previously obtained in the construction of 
wooden pavements. It was the introduction into the construction of 
such pavements of a new principle, and one which, according to the tes- 
timony, has proved eminently successful. 

It may well be regarded, therefore, as involving invention, and enti- 
tled to the protection accorded by the patent laws. 



L. E. LOVE. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 4, 1871. 

In the matter of the application of Mrs. L. E. Love for letters patent 

for Improvement in Infants' Head-Dresses. 

Leggett, Commissioner: 

The applicant seeks a patent on crocheted-silk head-dresses for infants 
as articles of manufacture. She is met by a reference to similar articles 
made of worsted, and by an application of the doctrine that a mere 
change of material iuvolves no invention. 

The application of this doctrine calls for much careful discrimination. 
While the mere change of material in a fabric may not involve inven- 
tion, and consequently not be patentable, yet where the change is 
sought and accomplished for the purpose of producing a new effect, for 
accomplishing a new or improved result, then it becomes more than a 
mere change of materials, and may be patentable. 

The doctrine referred to is true and applicable only where there is 
simply a change of material, leaving the effect or result substantially 
the same. In such cases the change involves no invention, and is not 
patentable. 

The end sought by the applicant was to produce a head-dress or cap 
for infants that should be attractive and beautiful in appearance, and 
yet be comfortable to the wearer. Worsted is harsh and irritating to 
the tender skin of an infant, chafing, and rendering it uncomfortable. 
Lace is still worse. Crocheted silk, while being more beautiful and but 
little more expensive, entirely obviates the objections to worsted, lace, 
and other articles heretofore used, and must be far more comfortable to 
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the little wearers, and the person who first invents and introduces them 
upon the market is a benefactor and merits the reward of a patent. 

The decision of the board of appeals is reversed and a patent will be 
granted. 



E. SAMPSON. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 4, 1871. 
In the matter of the application of B. Sampson, assignor, &c, for let- 
ters patent on Improvement on Weighing-Scales. 

Leggett, Commissioner: 

The application in this case embraces seven claims, all of which, ex- 
cept the sixth, were rejected by the examiner. The board of examiners- 
in-chief sustain the primary examiner as to the first, fourth, and seventh 
claims, and reverse his decision as to the second, third, and fifth. 

The applicant admits the correctness of the decision of the board of 
appeals as to the seventh claim, and appeals from said decision on the 
first and fourth claim. 

The first claim reads as follows: 

In combination with the beam D, the adjustable yoke or bridge y, screw-shaft h, 
and counter-balance, arranged as and for the purpose described and represented. 

This claim was rejected on reference to Barker's patent of November 
4, 1862. The Barker patent was certainly intended to accomplish the 
same result as applicant's; but Barker's device consists of nearly twice 
as many parts, is considerably more expensive to make, is more liable 
to get out of order, and consequently less certain and accurate. 

Invention is as often displayed in simplifying and cheapening mechan- 
ical constructions as in the discovery of new machines. When a machine 
consisting of fourteen or fifteen elements is so reconstructed as to accom- 
plish the same or a better result with seven or eight of these elements, 
invention is displayed and a useful result is attained, and that result is 
new so far as concerns the more complicated machine. In such a case 
the complicated machine would not be a sufficient reference on which to 
reject the improved construction. 

Barker's device has fifteen parts, the applicant's only eight. But the 
parts in applicant's device are not identical with the corresponding parts 
in Barker's. In several particulars they are substantially different. 

The fourth claim relates to the mechanism for sustaining the platform. 
The primary examiner denies that the parts of this mechanism have such 
relation to each other as to constitute a legitimate combination. The 
board of appeals admit this relation, but deny their novelty. The board, 
however, do not claim that the devices in question have before been 
used in their present combination, and having admitted the legitimacy 
of the combination they ought to have admitted the claim. 
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The decision of the board of appeals as to the first and fourth claims 
is reversed, and, by amending so as to strike oat the seventh claim, the 
applicant should have his patent. 



R. A. JACKSON vs. B. W. NICHOLS. 
Interference. 

APPEAL FROM THE EXAMINERS -IN -CHIEF. 

November G, 1871. 
In the matter of the interference between Richard A. Jackson and By- 
ron W. Nichols, on a Method of Converting Oast-Iron Arti- 
cles ini:o Steel. 

Duncan, Acting Commissioner: 

Nichols has taken two patents, one bearing date May 11, and the 
other July 20, 1869. Jackson is still an applicant, his application hav- 
ing been made August 12, 1870, fifteen months subsequent to the grant 
of Nichols' first patent. 

Jackson's process is to coat the cast-iron articles which are to be con- 
verted iuto steel with a compound consisting of eighty-seven parts of 
wood charcoal, two parts of black oxide of manganese, five parts of 
black lead, and five parts of resin, the compound being first reduced to 
a pasty condition by the application of heat or of some glutinous liquid. 
The articles thus coated are placed in a cementing-furnace and subjected 
to a uniform heat for a number of days, when the furnace is gradually 
cooled down and the articles removed and cleansed. The claim is for 
coating articles of cast-iron, whether annealed or not, with the mixture 
named and subjecting them to the process of cementation, substantially 
as described; also, for the use of a glutinous liquid for reducing the 
compound named to a pasty condition. 

Nichols' patent of May 11 proposes a compound of twenty parts of 
black oxide of manganese, ten parts of common salt, ten parts of sul- 
phate of iron, and sixty parts of resin, the other ingredients being thor- 
oughly mixed with the resin while in a melted condition. The iron to 
be converted is brought to a red heat and then plunged into or rubbed 
with the compound, after which it is again slowly heated to redness and 
plunged into cold water or any of the solutions commonly used for hard- 
ening purposes. This patent has two claims: 1st, for the use of the 
ingredients named, substantially in the proportions and in the manner 
named; 2d, for the use of manganese and resin in the process of hard- 
ening cast-iron. 

The patent of July 20 describes the same compound, except that a 
much smaller proportion of resin is used. The articles to be converted 
are dipped in the melted compound and then packed with oxide of iron 
in annealing-cases, which are hermetically sealed and placed in the an- 
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nealing-kiln, where they are subjected to a red heat for the space of 
from one to ten hours. The claims are : 1st, for the use of the ingredi- 
ents named, when compounded and used in the manner and in about the 
proportions described; 2d, for the use of iron oxides as a packing in the 
process of converting into steel articles of iron that have previously 
been cast in the desired forms for use. 

Nichols made his first successful attempts at converting iron into steel 
by the use of the ingredients named in the month of September, 1868. 
His applications were filed early in the following year, and within a 
short time after making the invention he organized extensive manufac- 
turing operations based upon it. He at least must be held to have used 
due diligence in reducing his invention to practice and, through the me- 
dium of a written description filed in the office, revealing it to the public, 
so that they could have the full benefit of the free use of it at the ear- 
liest day consistent with the rights which the law accords to the first 
inventor of a new and useful improvement There have been no laches 
on his part; and, if he be the first inventor, he is unquestionably enti- 
tled to protection under the existing patents. 

With Jackson, if his story is to be credited, the case is different. He 
asserts that as early as 1851 he entered upon a course of experiments 
having in view the general result aimed at by the invention for which 
he now seeks a patent These experiments, he alleges, were carried on 
at various places from the year named up to May, 1870, and were never 
interrupted during that period for a longer time than sixty days. It no- 
where appears from the evidence that the precise compound now named, 
whether regard be tiad to the specific ingredients composing jt or to the 
proportions in which they are mixed, was used by him prior to the year 
last named ; but he does tell us that in I860 or 1861, at Parkgate, England, 
and at Buhort on the Rhine, he coated various articles of iron, rolls, ham- 
mers, files, razors, and knives, with resin and manganese, and by bury- 
ing them in charcoal and scale in the converting-furnace for the space 
of three days or thereabout, succeeded in converting them into an ex- 
cellent quality of steel. During the eight months that he was at Bu- 
hort he says that he made experiments by the same process once or twice 
every week with the same results. In 1866 he entered the employment of 
Blair & Co., Pittsburg, Pennsylvania. Soon after entering their shop, 
he tells us, he applied the same process to various articles— first, an old 
piece of iron taken from the scrap pile ; next, to some old plow-points— 
and in both instances produced a good quality of steel. He left Blair 
& Co. in February, 1867, and did not work for any other person again 
until 1869. In the mean time, he informs us, he was engaged in the city 
of Pittsburg "in converting hoes, hammers, axes, chisels, cleavers, 
knives, forks, plane-bits, &c, &c, &cf and during this period it also 
appears that he made two applications for patents for processes for con- 
verting iron into steel, different from the one now under consideration, 
on one of which a patent was actually issued to him in December, 1867. 
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As to the success attending the experiments in the use of manganese 
and resin, Jackson is asked on cross-examination : 

How much better is the quality which you can now produce with these ingredients 
than you could, say, in 18G0 f 

To which he answers : 

Oli well! I could make as good then as I can now by that process — that is, by the 
use of manganese and resiu. 

As to the object of the experiments continued through so many years, 
in reply to the question "were not many of the operations you call ex- 
periments mere demonstrations to other parties of what you could do in 
the way of converting cast or malleable iron into steel!" he says, "that 
is what I made many of the experiments for." 

Thus from Jackson's own testimony it appears that, so far as the use 
of resin and manganese are concerned, he could make as good steel in 
I860 as at present, aud the composition was applied at that time in the 
same manner as now, viz., by coating the articles to be converted pre- 
vious to their introduction into the furnace. It follows that, if the sub- 
ject-matter of the pending interference consists, as is announced in the 
official letter declaring the interference, in the " use of the black oxide 
of manganese and resin," or if the controversy be as to who was the 
first to use a converting mixture by reducing it to a paste and coating 
the articles with it, rather than placing it in the furnace and embedding 
the articles therein, Jackson, if his own statement is to be received as 
true, must be regarded as the first iuveutor. But this same statement 
shows that he had reduced the invention to practice as fully in 18G0 as 
when he made his application, and that his subsequent so-called experi- 
ments were rather for the purpose of demonstrating to others what he 
could do than for improving the process. It also appears that in 1867 
and 1868 he laid aside this invention aud devoted his time and energies 
to the developing of other inventions for accomplishing the same end, 
and that he only came into the Patent Office with a description of the 
present invention more than a year after Nichols had taken out his sec- 
ond patent and after he had entered upon an extensive manufacture 
under the patented process. 

Such a state of facts, under the well-recognized principles of patent 
practice, would operate as a bar to the granting of a patent to Jackson 
if his claim were either for the use of resin and manganese or for coat- 
ing iron with a converting mixture prior to its introduction into the fur- 
nace or oven. He would be estopped by his own laches. But, in fact, 
his claim is of a much more restricted character. It is probable that no 
contest could arise between him and the patentee, Nichols, for coating 
iron with a converting mixture, since, in view of the processes for case- 
hardening described in Cooley's Cyclopedia of Practical Recipes, pub- 
lished in 1856, neither party would be entitled to a broad claim of this 
description. Neither, indeed, is there any issue as to which was the first 
to use manganese and resin in converting iron. It is true that the official 
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declaration of interference announces this as the question at issue, and 
the testimony is largely directed to this point. It is also true tha t Nichols' 
patent contains a specific claim for the use of these two ingredients in 
hardening iron. But this claim has no shadow of foundation upon which 
to rest. The specification describes a particular mode of using a specific 
composition, into which manganese and resin enter as components ; but 
it describes no way in which these elements alone can be made available 
for the purpose indicated, nor, in fact, is there a suggestion even that 
by themselves they would be of any utility whatever. The claim 
should never have been allowed and is utterly void. In the whole range 
of testimony, moreover, there is no evidence to show that either party 
by the use of manganese and resin alone ever converted iron into steel. 
Other elements that must have exercised an important influence upon 
the result have alwaj r s been present. 

It is immaterial, therefore, to show which of the two was the first to 
use these elements in connection with others without which even these 
would have been of no avail. An interference upon such a basis should 
never have been declared. 

These two grounds of interference, then, being disposed of, it only 
remains to inquire whether there is any other ground on which au inter- 
ference can be maintained. 

The specifications describe compositions that are essentially different, 
both as to the proportions and the character of the ingredients used. 
The treatment of the iron, also, when coated with these compositions, is 
unlike iu importaut particulars. These various differences are so marked 
that it is not seen that the patents of Nichols can properly form a bar 
to the grant of the patent asked for by Jackson. 

The interference is therefore dissolved. 



J. B. SLAWSON. 

Reissue, 

APPEAL FROM EXAMINERS-IN-OHIEF. 

November 7, 1871. 
In the matter of the application of J. B. Slawson for the reissue of letters 
patent No. 103,00.>, for Improvement in Fare-Box for Omnibuses, 
granted July 5, 1870. 

Duncan, Acting Commissioner: 

When fractional currency, particularly if fresh from the press, is used 
in paying fares where the fares are deposited by the passengers them- 
selves, the receptacle provided for this purpose, especially if of inconsid- 
erable depth, as is necessarily the case on omnibuses, is liable to become 
choked by the irregular manner in which the fares are laid when first 
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introduced into the receiving-chamber, and this, in turn, prevents their 
ready transfer to the deposit-chamber below and increases the danger of 
their being abstracted by unauthorized persons. The improvements 
embodied in the present application are designed to prevent this evil, 
and they relate to three things: 1st, the mode in which the fares are de- 
posited; 2d, the protection of the fares when deposited in the mode con- 
templated ; 3d, the transfer of the fares from the receiving-chamber to the 
general receptacle or money-chamber. 

To effect the depositing of the fares in a uniform manner, the opening 
through which they are introduced is covered with an external hood, the 
lower edge of which descends a little below the opening, which makes 
it necessary to pass the currency upward as it enters the box. It then 
strikes against the under side of a shelf which extends horizontally in- 
ward from the upper lip of the opening, and is thus turned in a horizon- 
tal direction. It next impinges upon a plate, which is nearly vertical, 
but is arranged diagonally to the pathway of the fare, the presumed 
effect of which is to turn it in a direction nearly at right angles to that 
in which it was previously moving. It then falls upon an inclined plane, 
down which it slides to a position against the front side of the box and 
directly underneath the opening through which it entered, but from which 
it is now separated by a shelf projecting inwardly and downwardly from 
the lower lip of said opening. In this position it can be inspected by 
both passenger and driver, and the withdrawal of a slide permits it to 
fall into the lower compartment. 

Most of the claims asserted by the applicant have already been allowed, 
either by the examiner or by the board. The present appeal relates to 
the two claims, the first and fourth, which have been refused both by 
the examiner and by the board. The claims are, 1st, for the combination 
of the external hood and the horizontal shelf, which, it is said, co-oper- 
ate to turn the fare in a horizontal direction ; 2d, for the combination of 
the external hood and the downwardly-projecting shelf placed underneath 
the opening as a means of protecting the fares from being abstracted. 

As regards the first of these claims, the devices named do not appear 
to have any utility except as they are brought into co-operation with a 
third element, viz., the diagonal plate. These three elements are essen- 
tial to the result which applicant aims to accomplish. 

If the external hood were omitted the fare might be introduced along 
a descending path without once striking the diagonal plate; and, if 
either the horizontal shelf or the diagoual plate were wanting, there 
would be no certaiuty that the fare would reach the bottom of the upper 
compartment at all, or, if it did, that it would fall in the manner desired. 
But applicant is claiming the hood and the horizontal shelf independently 
of the diagonal plate; and this, too, without any suggestion, or any prob- 
ability even, that it is possible to substitute for this diagonal plate any 
other device that will perform a similar function in connection with the 
hood and shelf. The claim, then, as it stands, must be rejected for lack 
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of utility. If applicant should amend it by inserting as a third element 
the diagonal plate, it might be allowed. 

The fourth claim, which is for the combination of the external hood 
and the downwardly-projecting shelf V beueath the opening, is fairly 
answered by the references. 

In White's letter-box, although there is no external hood, yet any in- 
strument which H is sought to introduce into it must first pass in an up- 
ward direction; and the shelf attached to the lower lip of the opening, 
although not projecting downward, necessitates a change in the direction 
of the instrument before it can come in contact with any articles lying 
below the level of such shelf, aud thus affords as ample protection to the 
articles placed in such box as does the shelf Y in the fare-box of the 
applicant. 

In Slawson's patent, also, issued August 7, 1866, an inwardly and 
downwardly projecting shelf is arranged below the orifice through which 
the fares are introduced. It is true that this shelf is not attached imme- 
diately to the lower lip, as in the application ; but the fares are all guided , 
by an inclined plane, to a position underneath it, and its object, as in 
the present case, is to interpose a barrier between the fare and the orifice 
through which the thief is to operate. It is also true that in the patent 
there is no external hood descending below the orifice, which makes it 
necessary for an instrument introduced into the box to pass at first in an 
upward direction; but there is an approximation to this construction, 
since the fare-opening is set back from the general plane of the front/ 
face of the box, and the upper part of the box projects over such opening in 
such a way as materially to limit the play of any instrument that might 
be inserted in the opening. The difference between the patent and the 
application, in this particular, is one of degree merely, aud not one of 
substance. 

The decision of the board of appeals is affirmed. 



FRANCIS AND MALLON. 

APPEAL FROM PRDIARY EXAMINER. 

November 8, 1871. 
In the matter of the application of Francis & Mallon for Registration 

of a Trade-Mark. 

Leggkett, Commissioner: 

The applicants seek to have registered the word " Beaverine " as a 
trade-mark to be placed upon boots and shoes which they manufacture 
partly from beaver cloth and partly froin leather. 

The examiner rejects the application principally upon the ground that 
the word is suggestive of the material from which the article sold is 
made. 
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I don't understand that such suggestion necessarily renders the trade- 
mark illegal. It is true, no person has any right to take a known word, 
descriptive or even suggestive of quality, and claim exclusive use of 
such word; but when he coins a word it is his, and the fact that it may 
suggest quality is no reason for its rejection. The known words of the 
language are common property, and, when used with their proper and 
common signification, their use cannot be monopolized by adoption as 
trade-marks; but this is not true of new words coined or invented ex- 
pressly for such use. 

The decision of the examiner is reversed. 



BLAKESLEB & CO. 

APPEAL FROM PRIMARY EXAMINER. 

November 15, 1871. 
In the matter of the application of Blakeslee & Co., for the Registra- 
tion of Trade-Mark. 

Leggett, Commissioner: 

The applicants present the following, and ask its registration as their 
trade-mark: "Cundurango Ointment, C. O." 

"Ointment " is a generic name, and cannot be monopolized. "Cun- 
durango" is the name of a South American plant lately introduced into 
this country, and used in the treatment of cancers and other ulcerous 
formations, and, when used as an adjective with " ointment," is descrip- 
tive of quality, and undoubtedly is so intended. 

The design is to represent that the contents of the bottle or box upon 
which these words are placed is an ointment of which cundurango forms 
a constituent part. It would be absurd to claim that any one person 
could thus monopolize this ordinary and common use of words, to which 
one has as much right as another. The mere addition of the initials 
" C. O." does not help the matter. The gist of the mark, and the only 
thing that the eye or ear would fix upon, is "Cundurango Ointment." 

The decision of the examiner is sustained. 



C. L. HAUTHAWAY. 

MOTION. 

November 15, 1871. 
In the matter of the application of C. L. Hauthaway & Sons for Regis- 
tration of Trade-Mark. 

Leggett, Commissioner : 

This case was decided April 24, 1871, adversely to the applicants. 
They now move to reopen the case, and state as a reason for making 
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the motion that the Office has changed its practice, as indicated in the 
case of " Dutcher Temple Company," Commissioner's Decisions, Septem- 
ber 21, 1871. 

I am unable to perceive any change of practice. The applicants sought 
to register the words " Bees- wax Oil" as a trade-mark. They were re- 
jected because (quoting the decision) " the name oil is generic. The 
word bees- wax is doubtless intended to be more or less descriptive of the 
quality or nature of the oil. Generic names and words descriptive of 
quality are common property, and no one has a right to an exclusive use 
of them." The doctrine herein stated is still held by the Office, and prob- 
ably will be until the courts decide it to b3 untenable. It now gov- 
erns the Office because it is believed to be the doctrine of the courts. I 
see nothing in the arguaient of couusel to warrant a reopening of the 
case. 

The motion is overruled. 



TEGMEYEE AND KERNS vs. BELL AND JOBY. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 16, 1871. 
In the matter of the interference between the application of J. IT. Teg- 
meyer and J. T. Kerns for letters patent for Signs for Street-Lamps 
and the application of W. II. Bell and J. G. Jory on a similar inven- 
tion. 
Duncan, Acting Commissioner: 

The invention here involved is an alleged improvement in the signs 
to be placed upon street-lamps, and it consists in making the upper and 
the lower side of the frame which stretches across the face of the lamp 
of wire and attaching the desired letters, numbers, and figures thereto 
by means of thin and narrow metallic ears or tangs, which project from 
the top and the bottom of each letter, and which, by reason of their 
flexibility, are capable of being bent around the supporting wires. 
From this construction it results that the letters and figures will be 
brought out into bold relief, and at the same time if any letter becomes 
injured it can be removed by simply unbending the tangs, and a new 
one can be supplied without disturbing the other letters, or even taking 
the sign down from the lamp. 

If the issue between the parties were as to priority in the construc- 
tion of letters with projecting tangs, and if the testimony of Tegmeyer 
and of Kerns upon this point were to be received with full credit, they 
would necessarily be pronounced the first inventors. According to the 
testimony taken in their behalf, exhibits B and C, which show this feat- 
ure fully, must have been constructed as early as midsummer in the 
year 1869, while Bell and Jory do not appear to have produced letters 



286 DECISIONS OF THE COMMISSIONER OF PATENTS. 

of this description until near the close of the same year. Under these 
circumstances the counsel for Tegnieyer and Kerns very naturally 
endeavor in their argument to show that the projecting ears or tangs 
are the gist of the invention, and seek to have the case decided upon 
this basis; and the examiner of interferences appears to have accepted 
this as the correct issue and to have shaped his decision accordingly, 
although even upon these premises he awarded priority to Bell and Jory, 
basing his decision, in large part, upon the wide discrepancies in dates 
between the preliminary statement of Tegmeyer and Kerns and their 
subsequent testimony. This view of the question at issue between the 
parties appears to derive support also from the language of the official 
declaration of interference, in which the primary examiner states the 
subject-matter involved to be "the forming of letters from metal plate, 
with tangs at the top and bottom, which permit of their being used by 
folding the tangs over wires," &c. But, in fact, the issue is not as to 
the mere forming of letters and figures with tangs which may be bent 
over wires; but it is in the actual use of letters and figures thus formed 
in the construction of signs for street-lamps by bending the tangs over 
the wires constituting the frames of such signs. This was the view 
adopted by the board of appeals, who, in their decision, use this lan- 
guage: "The real invention, as now claimed by both parties, consists in 
having sheet-metal letters and figures with tangs, top and bottom, to 
bend over wire frames to be arranged on street-lamps." And even Kerns 
himself, in his answer to the first cross-interrogatory, says: "It [the sub- 
ject-matter of the invention] is a letter made out of sheet metal, with a 
tang top and bottom, fastened around wire attached to the outside of a 
lamp," &c. 

That this is the correct view of the real invention involved in this 
controversy appears further from the following facts. When the appli- 
cations Were first filed, both parties claimed broadly the letters and fig- 
ures when provided with ears or projections, and both were rejected by 
the primary examiuer on references. The rejected application of T. T. 
Mark] and, filed in August, 186S, shows in the most unequivocal manner 
a sign composed of letters of this description, the express object of their 
peculiar construction, as has been the case with the present applicants 
in 8om e of their experiments, being to remove the body of the letters or 
figures, so far as practicable, from immediate contact with the frame, so 
as to permit the light from the illuminating body to pass between them 
and the frame. No question can be made as to the correctness of the 
examiner's action in thus rejecting the broad claims at first set up. Sub- 
sequently the parties amended their claims, the new claims presented 
being, in substance, for the combination Qf the letters and figures with 
the frame by means of the pliable metallic tangs folding over the wires 
which compose said frame. This amended claim also, in the. case of Bell 
and Jory's application, was rejected by the examiner, and an appeal was 
thereupou taken to the board of examiuers-in-chief, by which tribunal 
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the claim was pronounced patentable. It was by reason of this control- 
ling decision of the board that the examiner declared the^uterferenee. 
The question thus put at issue between the parties cannot be other than 
that involved in the ex parte appeal of Bell and Jory before the board. 

This, then, being the subject-matter of the interference, what are the 
facts as regards the respective dates of invention f Bell and Jory prove 
conclusively that in December, 1869, they made a pasteboard model of 
a sign to be attached to a lamp. The frame was oval and contained but 
a single letter; but this letter had tangs upon it, and was secured to the 
frame by passing the tangs through splits made therein and then bend- 
ing them over. From Jory's testimony and that of his brother it fur- 
ther appears that about the last week in August or the first week in Sep- 
tember, 1870, there were two signs constructed in all respects like that 
upon which the application is based. The brother aided in making these 
signs, and his testimony is explicit as to all the details of their construc- 
tion. One of these signs was placed upon a lamp at the corner of Calvert 
and Fayette streets, and the other was taken by Jory, the joint inventor, 
to the office of Tegmeyer, who at the time was city commissioner of Bal- 
timore, with view to enlisting his official co-operation in effecting the 
introduction of the invention. There is some contradiction in the testi- 
mony as to the date when this model was first taken to Tegmeyer's office; 
but, according to Tegmeyer's own testimony, it must have been not later 
than the first week in November. I am inclined to hold, with the exam- 
iner of interferences and the board of appeals, that the invention was 
substantially represented in the paper model of December, I860. It was 
unquestionably reduced to practice about the first of September, 1870. 

Tegmeyer and Kerns, in their preliminary statement, allege that they 
commenced their experiments upon the subject of their invention in the 
early part of October, 1809; that they had a sign constructed and put up 
in Eutaw street, Baltimore, about the first of December following; that 
about the month of January, 1870, they had constructed a sign in ail 
substantial particulars like the model filed with their application, the 
letters having tangs at the top and bottom and being connected by such 
tangs to a wire frame; and that abaut the mouth of March, 1870, two 
such signs were placed on lamps iu Charles street. In their testimony, 
however, they undertake to establish that their experiments began in 
the early part of 1868; that the Eutaw-street sign was put upon a lamp 
in Easter week of the year 1809; and that the Charles-street signs were 
put upon lamps about two months afterward. These later averments 
of dates, by reason of the discrepancies between them and the dates 
given iu the preliminary statement, must be received with grave suspi- 
cion, which is far from being altogether removed by the explanations 
offered ; but, even if the facts as to the dates of the first experiments 
and the construction of the three signs named were as alleged in the 
testimony, this could be of no avail to Tegmeyer and Kerns, for the 
Eutaw-street sign and both of the Charles-street signs are introduced in 
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evidence, being Exhibits A, B, and 0, and in no one of the three is the 
present invention found. The letters in Exhibit A not only have no 
tangs, but their upper and lower edges are secured by soldering to the 
strips of metal which form the upper and the lower sides of the frame, 
these strips being first folded over longitudinally, so as to embrace the 
letters upon either side and thus confine them the more securely; and 
in Exhibits B and C, also, while the letters are provided with tangs, these 
tangs are attached to the frame by the double process of soldering and 
clamping. By the use of the tangs, as shown in Exhibits B and C, the 
inventors were enabled to display the letters with greater distinctness; 
but in this there was no novelty, for Markland and others had gone 
equally far at an earlier date. Something more was required before they 
would be eutitled to a patent. The letters were to be so connected with 
the frame as to be easily and separately detachable therefrom. When 
was this done! 

In determining this point it is to be observed that in giving their tes- 
timony Tegmeyer and Kerns insist that the invention embodied in their 
application was really reduced to practice in the spring of I860, at which 
period they had thirty or forty signs made. In answer to the question 
"When was that sign completed by you for which you applied for a 
patent," Kerns says "Easter week, 3809;" and the only explanation 
which he offers for the delay from that time until December of the fol- 
lowing year in filiug their application is that he was experimenting upon 
a lamp-shade up to the last-named date, and wanted to take the two 
applications to the Patent Office at the same time; but, as has been 
already explained, the signs made in 1869 were not like that described 
in the pending application: and it is more than probable that Tegmeyer 
and Kerns, regarding the invention as complete when brought into the 
form shown by Exhibits B and 0, made no further .attempt themselves 
at improving it, but that, when in the summer or fall of 1870 Jory left 
his sign in Tegmeyer's office, they — honestly enough, perhaps — regarded 
that simply as one form of the invention they had previously made and 
had accepted in their own minds as a finality, and so, preferring it on 
the whole to the other, concluded to adopt it as the basis of their appli- 
cation. This theory will account for their extreme caution in testifying, 
for nowhere do they distinctly and unequivocally aver that they at any 
time prior to the actual filing of their application made a sign in which 
the letters were secured to the frame by simply bending the tangs over 
the wires composing it, so as to have them easily and separately detach- 
able. Kerns, being asked when letters similar in construction with those 
in the sign which is the subject of the invention in controversy were first 
attached by them to a wire frame, replies that it was "in the latter part 
of 1870;" and in a subsequent answer he says he thinks it was in July 
or August. But he nowhere says or implies that these letters were 
attached by bending the tangs around the wires. In fact, as letters of 
different form had, in the course of their previous experiments, been 
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attached to wire frames by soldering, it would not be unreasonable to 
suppose that this was the method at first employed by them for attach- 
ing the letters having tangs. The presumption would be in favor of this 
view, unless the contrary is made positively to appear. The only other 
testimony as to the date when the real invention in controversy was 
made by Tegmeyer and Kerns is that of Tegmeyer himself, who, when 
asked to give the date at which the sign and frame "constructed sub- 
stantially as in the application" was made, says that he thinks it was 
about ten months before — i. e., about the middle of May, 1869 — but can't 
be positive. His testimony is not more precise than this. He fails to 
describe the details of the sign thus constructed; and, with the views 
as to the real character of the invention which the record shows to be 
entertained by Tegmeyer and Kerns, it is manifest that this testimony 
as to "substantial '^identity, which at best rests in part upon the mere 
opinion of the witness, may be misleading, and is therefore unreliable. 
It ought not to be permitted to prevail over the testimony upon the cor- 
responding point in behalf of Bell and Jory, and which, as above stated, 
is exact and unequivocal. 

Bell and Jory are accordingly adjudged the prior inventors, and the 
decision of the examiners-in-chief is affirmed. 



SOLON PALMER. 

APPEAL FROM PRIMARY EXAMINER. 

November 16, 1871. 
In. the matter of the application of Solon Palmer for the Registration 

of a Trade-Mark. 

Leggett, Commissioner : 

The applicant seeks to register the word "Invisible" a3 a trade-mark 
to be applied to packages of powder intended for beautifying the com- 
plexion. That the word "invisible" might be used as a lawful trade- 
mark, I have no doubt. But when used to indicate the character of the 
thing to which it is attached, it becomes descriptive, and cannot be mo- 
nopolized. Such, without doubt, is the application of the word " invisi- 
ble v in this case. The intention of the applicant in tbe use of the word 
evidently is to indicate that the powder, when applied to the skin, is im- 
perceptible or invisible; hence the word is used with its ordinary signifi- 
cation, as in the description of shades of color, and when so used is, by 
the rulings of the courts, excluded from the list of devices that may be- 
come legitimate trade-marks. 

The decision of the examiner is sustained. 

19 D 
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J. W. COBUEN vs. J. C. and 0. L. SMITH. 
Interference. 

APPEAL, FROM EXAMINERS-lN- CHIEF. 

In the matter of the interference between the application of Joseph W. 
Cobnrn and Letters Patent of John C. and Ohas. L. Smith, No. 108,060, 
dated October 4, 1870, for Tanning- Vats. 

Leggett, Commissioner: 

The invention is designed for nse in vats for tanning with sumac, and 
is for the purpose of agitating the liquor so as to prevent the powdered 
sumac from settling. 

The vat involving this invention is constructed double, one within the 
other. The inner vat has a perforated bottom, and so suspended within 
the outer vat as to leave an open chamber between the two vats iu the 
bottom and sides, and does not reach to the top of the outer vat. The 
hides to be tanned are placed within the inner vat. Between the bot- 
toms of the two vats is placed a fan-shaped wheel, so constructed as, 
when revolved, to force the liquid from the bottom up the side cham- 
bers and into the top of the inner vat, thereby throwing the sumac that 
settles at the bottom to the top again. 

A patent for this invention has been granted to the Smiths, and, whether 
properly or improperly it cannot now be revoked. The question for pres- 
ent determination is whether a patent ought to be issued to Coburn also. 

Coburu claims that he made rough drawings of the invention as far 
back as the winter of 1804 and 1805, and explained it fully at that time 
to the Winslow Brothers, who owned and carried on extensive tanneries. 
In this statement the Winslow Brothers sustain him by their testimony. 
They were well satisfied that the invention, as described by Coburn, 
would be valuable in tanning with sumac; but, as they were tanning 
with bark, they were not ready to put it into their vats, especially as 
their vats were principally under ground and could not be arranged for 
it except by entire reconstruction. It also appears from the testimony 
that the Smiths, as far back as 1864, made some experiments in putting 
in a device in someof their vats somewhat similar to the invention claimed 
by Coburn ; yet the Smiths in their preliminary statement say that the 
improvements which they patented, as herein described, were made in 
April, 1869. They further say : 

We made wheels for use in tan-vats, experimentally, at least eight years ago. The 
same principles were embodied in those experiments that are covered by our Letters 
Patent. From time to time since our first invention we have continued to make experi- 
ments and improvements until April, 1869. 

Are the Smiths correct in their assertion that these experiments in- 
volved the same principles as the device patented f There is no doubt 
but they sought by them to accomplish the same end ; neither is there 
any doubt that their experiments failed to accomplish the purpose desired. 
It is shown by their own testimony that they eini>loyed a mechanic and 
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attached an apparatus in some respects resembling the device in ques- 
tion to a vat, but that it failed to meet their expectations, was taken out, 
and sold as old metal without an attempt to use it in tanning a single 
hide. They made no other attempt in this direction until the spring of 
18G9, when they consulted with Coburn, and Ooburn described to them 
the apparatus that he had described to the Winslow Brothers several 
years before. The Smiths then directed him to put the apparatus into 
a vat for them, which he did, making the entire thing at his own shop, 
several miles from the Smiths, and, as I am fully satisfied, without aid or 
suggestions from the Smiths, except perhaps such general directions as 
the proprietors of the tannery would be expected to give under any cir- 
ctfmstauces. 

In January, 1870, Coburn was employed by the Smiths to put the de- 
vice into additional vats. 

The evidence shows clearly that Ooburn made the devices for the 
Smiths at his own shops, several miles distant, and with no drawing or 
model or sketch of any kind from the Smiths. 

As Coburn was so familiar with the whole invention, if the Smiths 
were the real inventors, it is natural to suppose they would have gone 
to Coburn to have a model made when they concluded to apply for a 
patent. Instead of doing so, they employ one Cox, who worked with 
Coburn when putting the device into the vats, and say nothing to Coburn 
about it. 

The testimony in the case is very contradictory, but, upon careful read- 
ing of the whole of it, I cannot avoid the conclusion that Coburn is not 
only the first but the only inventor of the device in question. 

The decision of the board of exaininers-in -chief is reversed, and prior- 
ity awarded to Coburn. 



J. W. RIGGS. 

Extension. 
November 18, 1871. 

In the matter of the application of J. W. Riggs for the extension of let- 
ters pateut for an Improved Truss for Hernia, granted November 
24, 1857. 

Duncan, Acting Commissioner: 

In the trusses both of Dodson and of Bartlett, which are referred to 
by the examiner in discussing the novelty of Riggs' invention, the cou- 
vex face of the pad or block is divided by a depression into two unequal 
lobes. The primary object of this depression seems to have been to re- 
lieve the spermatic cord from injurious pressure. A secondary object — 
viz., the inflammation of the parts by contact of the slightly -irregular 
form of the block — may have been attained to some extent. In Riggs' 
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truss the face of the block is divided by several radial depressions into 
a corresponding number of distinct and equally prominent lobes. The 
advantages claimed for it are various: First, that this multiplication of 
distinct bearing points gives the pad a much securer hold upon the tis- 
sues, and thus renders it more immovable under the various motions of 
the body than when the pad has a single conical or projecting surface; 
second, that these lobes or nodules, being arranged on the circumference 
of a circle or an ellipse, exert lateral pressure inward along the margins 
of the hernial passage, thus approximating the walls instead of forcing 
them asunder like the ordinary conical pad ; third, that from the irrita- 
tion produced by the multiplication of bearing points adhesive inflam- 
mation throughout the tissues will be produced with greater certainty, 
with resulting occlusion of the hernial opening; fourth, that the concav- 
ities between the knobs afford protection to the spermatic vessels. 

It may be that the last result is no more fully attained by Riggs than 
by Dodson or by Bartlett, and so, possibly, as to the third effect named; 
but as to the other two characteristics of the Riggs pad it seems to be 
radically different from the references cited. In these references there 
is no such distribution of the pressure upon several distinct points of 
equal prominence surrounding the hernial opening as at the same time 
to hold the instrument firmly in position and exert an inward lateral 
pressure upon the walls of the rupture. There seems to be nothing in 
them that can militate against the validity of the claim of the patent 
which it is now sought to extend. 

In the matter of diligence Lhere is no question to be made. From the 
time of the issuing of the patent the inventor, abandoning his more gen- 
eral surgical practice, has devoted his exclusive attention to the special 
branch ot surgery to which the invention relates, and in the practice of 
this specialty he has always used the patented truss; in connection, how- 
ever, with another improvement patented to him, in 1859, relating to the 
springs upon which the pad is mounted. The two inventions have been 
so intimately connected in their use that the inventor has found it im- 
possible to make a distinct statement of receipts and expenditures for 
each. He places his net receipts from the two at about $17,000. Some 
items in the expense table are of doubtful character; but, even leaving 
these out, the aggregate profits would not be so largely increased as ma- 
terially to change the aspect of the case. 

Considering, then, the applicant's diligence in the matter of introduc- 
ing the inventions, and the importance and value of them to the public — 
for the statement is that not less than one hundred thousand of the 
Riggs truss have been made and sold — I am satisfied that the profits 
received are not such as to take the case out of the category of inven- 
ti6ns calling for further protection, and the extension asked for is accord- 
ingly granted. 
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B. L. PARKER. 

APPEAL FBOM PBTMARY EXAMINER. 

November 20, 1871. 

In the matter of the application of E. L. Parker for letters patent for an 

Improved Buckle. 

Duncan, Acting Commissioner: 

The only pretended novelty in this invention consists in the form of 
the slots in the main frame through which the strap to be secured pusses, 
and in the sliding clamp or locking device which passes over the strap 
and forces it against the edges of the slots. The loop in the lower end 
of the bnckle-frame for receiving the hook which carries the front straps 
of suspenders is an old feature, and one well known in the manufacture 
of suspender-buckles. 

The claims upon which the examiner based his final action of rejection 
were: 

1. The combination of the buckle-frame constructed with a blunt-edged strap-slot 
and the slide, substantially as set forth. 

2. The combination of the buckle-frame and slide with a loop, substantially as set 
forth. 

In the reference cited the edges of the slots are not blunt, as specified 
by applicant; but the board of exaininers-in-chief held, on appeal, that 
the character of the edges is an immaterial circumstance, and accord- 
ingly affirmed the decision of the primary examiner as to both the first 
and the second claim, holding as to the last that, as its validity depended 
entirely upon the novelty of the frame itself, it must stand or fall with 
the first. 

An amended claim has now been presented for the consideration of 
the primary examiner, as follows: 

The buckle hereinbefore described, consisting of the buckle-frame, the strap-slots 
having blunt edges, the endwise-moving locking-slide, and tbe loop, all these, parte be- 
ing constructed, combined, and operating substantially as hereinbefore set forth. 

To this claim the examiner makes objection — first, because of the ab- 
sence from it of letters of reference, which, he states, would make it 
more definite; second, because of the decision of the superior tribunal, 
to the effect that no new and patentable combination exists in the case. 
If by this last objection the examiner means to assert that the present 
claim is substantially that passed upon by the board, so. that the pat- 
entability of it is already res judicata, he is undoubtedly correct. There 
is no difference between the present claim and the second of the original 
claims above quoted except in the phraseology. Applicant did not then 
claim, broadly, the combination of the loop with any buckle-frame, but 
simply with the particular frame which he had described. He now 
states the claim in fuller, but not substantially different, language. The 
examiner was undoubtedly correct in rejecting the claim upon this 
ground. 

As to the examiner's suggestion that letters of reference should be 
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employed in the claim in order to make it more definite, it is only nec- 
essary to say that the idea — not now broached for the first time — that 
by the use of these letters the scope of the claim can be more accurately 
defined than by the use of proper descriptive words is a fallacy. The 
letters of reference used upon the drawings are for convenience merely, 
aud in themselves have no significance. The substitution of letters of 
reference for the proper verbal .description may tend to render a claim 
ambiguous, nevermore exact; while with the proper description in words 
their use becomes altogether unnecessary. 

It is unnecessary to comment upon that passage in the examiner's last 
letter of rejection in which, after rejecting the claim presented, he sug- 
gests that "the construction and arrangement of the buckle as a whole" 
is patentable. If the present claim does not entirely cover this ground 
it must be because of some peculiar virtue in the word "arrangement." 
What this can be, there is no intimation and it is difficult to understand. 
The suggestion seems to be prompted by the erroneous idea that a claim 
for an arrangement is necessarily of a lower grade or is more limited 
than a combination claim. 

As to the declaration immediately preceding the claim, to the effect 
that the invention is not restricted to any particular form of buckle- 
frame, aud that if desired the slide may be so arranged as to act upon 
the strap through the intervention of soms other instrumentality, rather 
than directly, the requirement of the examiner that this paragraph be 
modified, as being too general and broad, seems not well grounded, and 
is overruled. 



J. C. COOKE. 

APPEAL FROM EXAMINER S-tN-CHTEF. 

November 20, 1871. 
In the matter of the application of J. 0. Cooke for letters patent for 

Improved Cop for Sewing-Machines. 
Duncan, Acting Commissioner: 

The bobbin and the spool that are generally used in shuttle sewing- 
machines unwind with an uneven tension upon the thread; and the same 
is true of cops borne upon spindles and unwinding from the outside. 
This in part is the result in the one case of the constantly- varying angle 
at which the thread passes from the bobbin to the point where it leaves 
the shuttle, and in the other the result of the greater friction upon the 
thread in feeding from the heel of the spindle than from the tip. To 
obviate the difficulty arising from this inequality of tension a cop has been 
proposed by various inventors which is designed to be introduced into 
the shuttle without a spindle, and which is so constructed as to unwind 
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from the inside. Cops of this character are fully shown in the references 
cited by the examiner, some of them having the thread wound in a direc- 
tion nearly at right angles to their longitudinal axis and others being 
wound in spiral curves. It is to this class of cops that applicant's 
alleged invention relates. Having completed the winding of the cop, 
he slips it from the spindle; and, after subjecting it to a slight com- 
pression by rolling, he binds a paper wrapper tightly around the middle 
or cylindrical portion, while the tapering ends are left exposed to view. 
As the paper band or envelope is being applied, the inner end of the 
thread is brought out and folded under it, and thus it is secured so as to 
be of convenient access when it is desired to use the cop. 

In the Akins cop, patented April 4, 1854, the thread is wound spirally, 
and as the cop is being completed the inventor makes a few circular 
windings of the thread near the middle of it, in order to bind the outer 
spiral folds; but as to these last circular folds the specification sets forth 
that they are not essential, since ik a paper may be wound about the whole 
to preserve the shape and facilitate the operator of a sewing-machine while 
handling a quantity of cops. n 

Marc Klotz, whose invention is also referred to by the examiner, 
describes an elongated cop unwinding from the interior, and having its 
outer folds variously secured, one mode being by "rolling the reel or 
elongated ball in a small sheet of paper, card, or metal, or in a piece of 
fabric, the edges of which are glued together," &c. On this invention 
an English patent was obtained in 1865, and among the claims contained 
in it is one for " the envelope, formed of a sheet of paper, metal, cloth, 
leather, or fabric of any suitable kind, for containing the aforesaid reel 
or elongated ball for use in sewing-machines," &c. This same claim in 
the American application, filed in 1866, was rejected on reference to the 
earlier case of Pratt and Collin, rejected in 1862. An examination of 
the Pratt and Collin application shows that they built up their cops in 
spiral curves and made them to unwind from the interior. They were 
also placed, when formed, within metallic cases, or were secured by cases 
or strips of paper; and the specification suggests that the ready-formed 
cops thus wrapped in paper envelopes may be substituted as a regular article 
of merchandise for the spooled thread which has to be rewound for use in 
shuttles. 

The patentee, Boland, also, who makes an elongated cop wound in 
spiral curves and unwinding from the center, proposes to place it, if 
formed of unwaxed thread, within a paper cylinder, which paper wrap- 
per is to be inserted with the cop into the shuttle. Among other things 
he claimed originally, the combination of the paper cylinder and the cyl- 
inder of thread as a new article of manufacture; but the claim was 
rejected on reference to the Akins patent, and the patent of T. C. 
Thompson, March 29, 1853. Thompson's cop, like Boland's, unwinds 
from the inside, and the inventor says that u for the more perfect security 
of keeping them in shape they may be wrapped up in thin paper." 
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It is plain, from an inspection of these various references, that the only 
difference between the inventions described in thein and that now pre- 
sented for consideration consists in the fact that the present applicant pro- 
poses to compact or compress his cop slightly by rolling it before he applies 
his paper envelope. This he declares to be necessary in order to prevent 
the cop from caving or tumbling while being handled or in the process 
of unwinding; and various affidavits have been introduced to show the 
practical value of the cop when thus constructed. The question at once 
presented is, whether this difference is not one of degree merely. The 
object which the other inventors above named had in view in applying 
a paper envelope was to preserve the structure of the cop unimpaired — 
i. «., to prevent the outer folds from becoming loose, and to prevent the 
whole mass from becoming entangled in handling — and Pratt and Collin 
specially propose to make the cops thus prepared an article of merchan- 
dise. It is but reasonable to suppose, therefore, that in applying the 
wrapper some degree of compression would, as a matter of course, be 
imparted to the cop. Without it the very object of the wrapper would 
be defeated, since it would easily slip from the cop, which would thus 
be left wholly unprotected. But the degree in which the compression 
imparted by applicant differs from that of others is not defined by him ; 
nor, indeed, well can be. He simply says that he proposes to compress 
it slightly. This, for the reason above stated, we must suppose has 
already been done by others, and, therefore, cannot form a basis of a 
patent; and even if it could be shown that applicant actually uses a 
greater degree of compression than has been used by any of tfie prior 
inventors, still he would not be entitled to a patent — since mere change 
of degree, not productive of any substantial change in mode of opera- 
tion or in result, is not patentable. 

The affidavits furnished in the present case with view to establishing 
that applicant's cop is a success while all others have proved failures, 
are insufficient for this purpose. The most that they show is that appli- 
cant's cop is a good one. The averments of the affiants that they have 
never seen one before that was practical, are merely negative testimony, 
and ought not to have weight in deciding the case. 

The suggestion that the wrapper may be utilized as an advertising 
medium has nothing to do with the alleged invention, and cannot alter 
the aspect of the case. Most paper wrappers, whatever the contents of 
the package, are used in the same way. 

Neither is the case placed in a more favorable light by considering 
that applicant confines the inner end of his thread by passing it under 
the paper wrapper of the cop — a thing not specifically alluded to in any 
of the references. This is a common mode of securiug the ends of thread, 
yarn, &c. It is applied by Partureau in his patent of May 24, 1864, for 
enveloped thread-clews; but by him, even, not as a thing that is new. 
In fact it is an old device and common property, the use of which in any 
particular instance is neither* patentable in itself considered, nor can 
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give patentability to any combination which without it possesses no ele- 
ment of novelty. 
The decision of the board of examiners-in-chief is affirmed. 



THOMAS HANVEY vs. HENDERSON WILLARD. 
Interference. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 22, 1871. 
In the matter of the interference between the application of Thomas Han* 
vey and the patent, No. 102,34G, granted to Henderson Willard, April 
2C, 1870, for Improvement in Barrels. 

Leggett, Commissioner: 

The invention in controversy is a barrel or cask, made in the manner 
usually adopted for making cheese-boxes, of thin strips of wood bent 
around a mandrel and the ends fastened with nails driven through and 
clinched. The barrel is made of two plies, one within the other, and so 
arranged as to break joints. The inner ply is a little shorter than the 
outer, thereby making a shoulder, upon which the head rests. 

The evidence shows that Han vey conceived the idea in 1866, and that 
he produced some small specimens for exhibition ; but there is no evidence 
to show that he has ever made a barrel for use as such up to the time of 
filing hrs application, October 31, 1870. 

Willard shows that he began making barrels involving the invention 
in December, 18C9; has continued the same, and applied for a patent 
April 1, 1870. There is no doubt but the parties are both independent 
inventors of the device in question. Hanvey first conceived the idea; 
Willard first reduced it to practice, and threw it upon the market, the 
first to come to the office, and had his patent six months before Hanvey 
applied. Yet Hanvey, being the first to conceive, is entitled to priority, 
provided he used "due diligence" in reducing his idea to practice, and 
in making application for his patent. Did he use such diligence t 

Hanvey states himself that he made the invention complete in 1866, 
aud that in that year or the next he made a barrel; but, notwithstanding 
the fact that he is a barrel-maker, he has never made one since. He tries 
to account for this neglect of his invention by proving that he was sick 
during two years of the time. The proof, however, shows that he was 
not so sick as to be confined to his house or to keep him entirely from 
business. From his own statement his invention required no more study 
and no more experimenting. His model was already made, and I can 
see no reason for delaying application for a patent, except a want of ap- 
preciation of the value of the invention. He evidently regarded it as 
impracticable or of very little value, and therefore gave it no attention. 
Willard had invented the same thing, obtained his patent, and put the bar- 
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rels manufactured under his patent upon the market before Hanvey 
awoke to the knowledge that his invention was of any value. He slept 
too long. The man who invents a device and hides his invention under 
a bushel until another has invented, patented, and developed the same 
thing is not regarded with favor in this Office or before the courts. 

The decision of the'boardof exaininers-in-chief is affirmed, and priority 
decided in favor of Willard. 



W. K BARTHOLOMEW. 

APPEAL FROM EXJLMINERS-IN-CHIEF. 

November 23, 1871. 

In the matter of the application ofWm. N. Bartholomew for letters patent 

for an India-Rubber Eraser. 

Duncan, Acting Commissioner: 

The present applicant is also a patentee under date of January 4, 1870. 
In the patent then granted him he describes a rubber eraser molded into 
an elongated cylindrical form and enwrapped in a casingof paper, leather, 
or other suitable material, which is secured to it by a cement or other 
like means. In the application upon which that patent was allowed there 
was originally claimed "the cylindrical rubber eraser provided with a 
wrapper or case, as shown and described," the claim itself being thus 
made to relate not merely to the form of the eraser, but also to the mode 
of its construction ; but the Commissioner, having the case before hiin in 
person on appeal, held that, inasmuch as the applicant was seeking a 
design patent, the mode of construction and the composition of matter 
could not be allowed to enter into or in any way modify the technical 
claim, but that this must be confined entirely to the shape or configura- 
tion. Accordingly, while the description setting forth the mode of con- 
struction was permitted to stand in the specification, the claim was limited 
to the "design for a rubber eraser, as shown and described." In other 
words, the thing then patented was simply the form or shape given to 
the eraser. 

Bartholomew now comes to the Office and asks a patent on the mode 
of construction. As before, he forms the eraser by molding a vnlcaniza- 
ble rubber compound into a distinctively pencil-like form, which, after 
vulcanization, is tightly wrapped with a casing of paper, leather, or other 
equivalent material, secured by means of glue or other suitable cement. 
This wrapper is to be cut away as the rubber wears down with use, and 
the ends of the eraser are to be cut and shaped as circumstances require. 
The object of the sheath or wrapper is, in part, to keep the rubber from 
becoming soiled by contact with the fingers and otherwise; the object 
of the glue, which becomes hard on drying, is, to give, in connection with 
the wrapper, a proper degree of stiffness for the required manipulation 
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in using, and the design of the pencil-like form is the same as before, viz., 
convenience in handling and in carrying. 

The claim is for " a rubber eraser composed of a stick or pencil of vul- 
canized-rubber erasive compound of distinctively pencil-like form and a 
surrounding sheath of paper, leather, or equivalent material, the two be- 
ing united by glue or other cement, which, like glue, will harden on dry- 
ing, substantially as herein shown and set forth." 

The objections hitherto made in the Office to the allowance of this 
claim are twofold: First, it is said that the patent of January 4, 1870, is a 
bar to the patent now sought. The board, in their decision, assert that 
the design patent is limited by material and construction, and that 
under such circumstances the issue of another patent would be highly im- 
proper, since the practice of the invention under either patent would be 
an infringement of the other. In this position, however, it is believed the 
board are in error. This is not a case where a party whose invention 
has to do exclusively with form, and who has obtained a design patent 
upon it, subsequently seeks to secure a mechanical patent covering the 
same ground. Such a practice, if it ever obtained, cannot be too em- 
phatically condemned. Kp man can have two valid patents at the same 
time upon the same invention and covering the same ground. 

In the present case, while it is true that in the specification of the pat- 
ent the construction of the eraser is fully described, yet all reference 
thereto is carefully excluded from the claim. This, in fact, was the only 
condition nnder which, in conformity with the Commissioner's decision 
in the premises, a design patent could be granted. The Commissioner, 
referring in his decision to the description of the mode of construction 
contained in the specification, used these words: 

I cannot say that the presence of such matter in the specification would he objec- 
tionable if descriptive merely, but it could in noway be allowed to enter iuto or modify 
the claim. 

The original claim was changed to meet this view. It is plain, there- 
fore, that the patent covers the for m of the eraser only, independent of 
any and every kind of wrapper, as well as of the mode in which such 
wrapper may be applied. It would have been better, doubtless, had all 
description of the mode of construction been omitted from the specifica- 
tion. It is all extraneous and irrelevant matter. Still its presence 
does not affect the scope of the claim or modify the patent; and, if apat- 
erit should be granted upon the pending application, it would not follow, 
as suggested, that the two patents would be infringements each upon 
the other. The earlier patent at least, relating to form alone, would be 
independent. The existence of that patent, then, cannot operate as a 
bar to the grant of another for the mode of construction, into which, at 
most, the form shown in the existing patent enters merely as one among 
several elements. 

Again, it has been urged that the use of the leather or paper wrapper 
upon the pencil-shaped eraser is an instance of mere double use, which 
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by a well-established rule is not patentable. Applicant himself in one 
of his arguments admits that for years thin rectangular blocks of eras- 
ing compound, with the middle part incased, have been sold in the mar- 
ket ; it is also admitted that artists' stubs, of elongated cylindrical shape 
and formed of paper, cork, or leather, have been similarly wrapped or 
incased; and it further appears that a distinctively peucil-like form has 
been given not only to such stubs, but to rubber erasers also, for which 
see applicant's design patent. From these premises it has been assumed 
that in what is now presented for consideration there is at best nothing 
more than the application of an old article to a new use. 

In determining whether this be the correct view, inquiry must be made 
as to the function of the wrapper in its new use. If the application of an, 
old wrapper to a well-known form of eraser is accomplished in the same 
way as its application to erasers of other forms, or to other articles hav- 
ing the sams form, and is unaccompanied with any new results, it must 
be pronounced a mere double use. But in artists' stubs, and in the rect- 
angular blocks of rubber, the wrapper is used chiefly, and, for aught that 
appears, solely, for the purpose of keeping the inclosed article from be- 
coming soiled; but in the present instance it is claimed, and perhaps 
with reason, that the wrapper, in order to secure the most valuable re- 
sults, must be made to perform a new function, viz., give greater rigidity 
to the structure than it would otherwise possess, and that this stiffness or 
supporting power can best be attained by the use between the wrapper 
and the stick of rubber of glue or some other cement that hardens on 
drying. Now, this is a thing that was not to be anticipated as a neces- 
sary result of the change made in the form of the eraser. The use of the 
wrapper secured by means of a cement that on hardening will give ad- 
ditional stiffness, seems to bear a close analogy, so far as concerns the 
question of patentability, to the use of a knit fabric on the handles of 
whips, which formed the basis of the Woodbury patent, sustained by 
Judge Blatchford in Strong vs. Noble. In that case it appeared that 
prior to the invention for which the patent was granted tubular knit fab- 
rics had been used for various purposes, that whips were old, and that 
it was no new idea to cover whip-handles with some suitable material ; 
and yet the court held that the application of a tubular knit fabric as a 
coveriug for whip-handles was not a double use in any such sense as to 
invalidate the patent, assigning as the basis of the decision that it could 
not be told necessarily, apriori, without experiments, that the advantages 
actually obtained would accompany the new application of the knit 
fabric. 

This rule would seem to be equally applicable to the present case. 

The decision of the board of examiners-in-chief is accordingly over- 
ruled. 
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H. J. KENT. 

Reissue. 

APPEAL FROM PRIMARY EXAMINER. 

November 25, 1871. 
In the matter of the application of H. J. Kent for the reissue of letters 
patent granted to hiin January 24, 1871, for an Improved Potato- 
Planter. 

Duncan, Acting Commissioner : 

Among the various elements of applicant's machine are a hopper for 
receiving the potatoes, mechanism for conveying them to the cutters, de- 
vices for cutting them into pieces, apparatus for discharging these pieces 
at the desired intervals upon the ground, and a means for covering them. 
As the potatoes pass from the hopper they are received one by one into 
a trough and in front of a plunger which has a reciprocating motion. 
Around the sides of the trough, and near the end, arc arranged several 
springs, the free ends of which converge toward a common point in the 
axial line of the trough ; and a little in front of these springs is placed 
the compound knife, which consists of several blades radiating from a 
common point, likewise situated in the axial line of the trough. The 
potato is driven by the plunger against the knife, and the function of the 
springs through which it passes in its course is so to deliver it to the 
knife as to have it separated as nearly as possible into equal parts. 

The first claim is for "the knife g, or its equivalent, in combination 
with the centering guide-springs p, for centering the seed, substantially 
as and for the purpose specified." To this claim the examiner objects 
that it is not for an "operative device," since "the knife and springs, of 
themselves, do nothing and perform no function except as connected with 
the operative mechanism ;" and accordingly he declines to inquire into 
the novelty of the subject-matter embraced in it. It is from this action 
that the present appeal is taken. 

Substantially the same question as that now presented was involved 
in ex parte M. G. Wilder, Commissioner's Decisions, May, 1871. In that 
case the examiner had objected to the claim for the combination of the 
punch and the adjusting device, shown in the punching-press which 
formed the subject of the application, on the ground that there could be 
no veritable combination between the parts named aside from the con- 
necting mechanism by which the two were brought into co-relation. But 
on appeal it was held that, as the gist of the invention lay in the adjust- 
ing device by which the range of the movable die or punch could be regu- 
lated at pleasure, the party was entitled to a broad claim for the use of 
this device in a punching-press, independent of the special character of 
the power-transmitting mechanism which might form the connecting-link 
between the device in question and the die or punch, and hence that it 
was unnecessary to specify this connecting mechanism in the claim, since, 
from the very nature of the case, some mechanism capable of performing 
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the function must be assumed, while the particular character of it would 
be immaterial. The rule was then laid down that in combination claims 
the parte must necessarily be specified only up to that point beyond 
which the presence of the parts not named would be presumed as a mat- 
ter of course by reason of the known state of the art, or from the very 
necessities of the case. 

Applying that rule to the present case, it will be found that the func- 
tion of the springs and knife is to divide the potato into approximately 
equal parts, and that this function is independent of the particular char- 
acter of the mechanism by which the potato is driven through the springs 
and upon the knife, as well of the devices by which the potatoes are fed 
from the hopper or are delivered from the knife into the ground. There 
is no propriety, then, in requiring applicant to limit his claim by incor- 
porating in it any particular iorm of u operative mechanism." 

The examiner's objection to the claim is overruled. 



DANIEL HALLADY. 

APPEAL FROM EXAMINERS- IN-CHIEF. 

November 28, 1871. 

In the matter of the application of Daniel Hallady for letters patent for 

Improvement in Valves for Water-Tanks. 

Leogett, Commissioner: 

The alleged invention in this case is a valve for use in the bottom of 
railroad water-tanks, by which to empty them when desired. Upon the 
valve-face is placed an oval-faced rubber ring, which, when the valve is 
closed, fits upon a flat valve-seat made of Babbitt or other soft metal. 
This valve is opened and closed by a lever, the fulcrum at one end, the 
valve attached to the lever a short distance from the fulcrum-end, a 
chain attached to the other end and passing over a pulley above. There 
is also a guide for the lever, by which the valve, when raised, is returned 
again with exactness upon its seat. 

The arrangement of the rubber and soft metal upon the valve and seat 
are fully met by the references. The lever and its attachments are all 
anticipated in Schoolen's patent of April 2, 1871, and also in nearly every 
old-style safety-valve in the country. 

The application of these well-known devices to railroad water-tanks is 
so analogous to their use elsewhere as really to present no element of 
novelty either in parts or combination. 

The decision of the examiners-in-chief is affirmed. 
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GEORGE RICHARDSON. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 28, 1871. 

In the matter of the application of George Richardson for letters pat- 
ent for an Improvement in Spindles for Spinning-Machines. 

Duncan, Acting Commissioner : 

Applicant forms the spindle with a downward-tapering bearing with- 
in the limits where it passes through the bolster-plate. The bolster is 
constructed with an interior taper of corresponding form, while its ex 
terior is made cylindrical, so as to permit of a vertical movement. Its 
upper surface is shaped into an oil-receiving cup, aud on its inner face 
is a covered oil-reservoir. 

The function of the oil-receiving cup and of the covered oil-reservoir 
is in no wise different from the corresponding devices connected with 
spindles with cylindrical bearings. But for the tapering bearing and 
tapering bore various advantages are claimed — among them ease and 
perfection of adjustment when the parts become worn by use. This is 
effected by simply elevating the bolster in its seat aud securing it at the 
requisite point by a set-screw, by which means a perfect fit of the bear- 
ing parts may always be secured. In this particular, however, the in- 
vention does not differ from certain forms of that patented in England 
to J. & E. Dugdale, May 29, 18G0, in which is shown the vertically ad 
justable bolster fitted to a conical bearing. The fact that in the refer- 
ence the taper is in the opposite direction from that shown in the appli- 
cation does not destroy the exact parallelism between the two as regards 
the facility of compensation for wear. 

But other advantages are claimed in the present construction over 
that found in the Dugdale invention, or in any of the references show- 
ing cylindrical bearings; and, first, that the centrifugal force developed 
by the revolution of the spindle has a tendency to raise the oil be- 
tween the bearing surfaces, aud thus in great measure prevent its 
leakage and waste. In the Dugdale spindle the centrifugal force oper- 
ates in conjunction with gravity to force the oil downward; in the spin- 
dles with cylindrical bearings the centrifugal force operates at right 
angles to the inner face of the bolster, being thus wholly neutralized 
without in any way affecting the force of gravity; while in the preseut 
invention it operates in opposition to the force of gravity. 

Again, in applicant's invention, by simply liftiug the spindle vertic- 
ally its conical bearing will be carried away from its bed, and thus per- 
mit a ready downiiow of oil to lubricate the parts, which, under some 
circumstances, may become desirable. This separation of the parts so 
as to let the oil flow in between them automatically, is impossible in 
Dugdale's spindle, as also in the others referred to. 

Another suggested advantage is that the weight of the spindle is in 
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large part transferred from its lower bearing and distributed over its 
larger bearing upon the bolster. 

In all these particulars applicant's invention differs from the refer- 
ences; and it is conceived that in these differences it may possess some 
real superiority over them. 

B^for?, however, a patent issues, the claims should be so amended as 
to point out more distinctly the difference in the ground covered by 
them. At present the only apparent difference between them is that in 
the first the " oil-receiving cup c v is specified in terms, while it is omit- 
ted from the second. But there can be no covered oil-reservoir without 
having a receiving-cup or some equivalent therefor, which first receives 
the oil and acts as a feeder to the covered reservoir. If there is any sub- 
stantial difference intended by the two claims it must be more clearly 
defined. 

The form of disclaimer, likewise, which has been adopted by appli- 
cant, is objectionable as being too indefinite. He disclaims "all things, 
arrangements, and combinations shown and described in the British 
patent No. 134 [13211] of 1800," &c. As that patent describes many 
things that have no relation whatever to the present invention, the dis- 
claimer would be far more pertinent and less calculated to confuse if it 
should specify by verbal description the particular thing or construc- 
tion to which it was designed to apply. It should be amended accord- 
ingly. 

So far as concerns the patentability of the subject-matter, the deci- 
sion of the board of examiners-in-chief is overruled, aud applicant ad- 
judged entitled to a patent. 



WILLIAM WHYTE. 

APPEAL FROM PRIMARY EXAMINER. 

November 28, 1871. 

In the matter of the application of William Whyte for letters patent 

for a Design for an alleged Ornamental Print for Fabrics. 

Duncan, Acting Commissioner : 

The design shown in this application consists of a shield or escutcheon, 
within which is a representation of a scroll and of the lower part of the 
human leg, the two crossing each other nearly at right angles. This is 
entitled by the applicant an "ornamental print for fabrics," and is de- 
scribed in the specification as a "new and original impression or print 
to be printed or painted upon paper or other fabrics or woven or other- 
wise worked into the same.? 

The examiner declines to entertain the case and inquire into the nov- 
elty of the design, assigning as a reason that the design is really intended 
for a trade-mark, and that the applicant accordingly must obtain pro- 
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tection, if at all, by registering it as a trade-mark and not by patenting 
it as a design. It is from this decision that the present appeal is taken, 
and applicant's prayer is for an order upon the examiner directing him 
to proceed with the case. 

In ex parte William King, Commissioner's decision, September 19, 1870, 
it was held that designs for trade-marks are excluded from the category 
of subjects made patentable by what is known as the design section ot 
the patent act. One reason for tbis ruling was that, as the statute in 
later sections provided a special means of obtaining protection for trade- 
marks, such provision must be interpreted as excluding all other modes 
not as specifically enacted, and, therefore, as excepting trade-marks from 
the operation of that clause which enumerates, in general terms only, 
as subjects for design patents, "any new and useful impression, orna- 
ment, pattern, print, or picture to be printed, painted, cast, or otherwise 
placed on or worked into any article of manufacture." The rule then 
laid down still governs the office practice; so that the only question at 
issue in this appeal is as to the real object of the design to which it re- 
lates. 

There can be but little doubt that, in the enumeration of subjects for 
design-patents as contained in the clause of the statute above quoted 
regard was had to the external ornamentation of articles of manufac- 
ture; and that to this end it was the intent of tbe law that the various 
designs should be so affixed to the manufactured articles or so wrought 
into their texture as to become in effect a part of them. They were not 
intended to subserve merely a temporary purpose— such, for instance 
as to distinguish the article by their presence upon it until it should have 
passed into the hands of the consumer; rather, they were to be incor- 
porated into its very structure, and to abide with it after it had reached 
the consumer and until obliterated by the natural and gradual deteri- 
oration resulting from use. 

Applying this test how are we to regard the present case! Is the 
design one that the applicant inteuds to use for the purpose of orna- 
mentation! Does he propose to himself so to incorporate it into the 
structure of the articles to which he applies it that it will become a 
permanent part thereof! To be sure, he speaks of it as something 
" to be printed or painted upon paper or other fabrics, or woven or 
otherwise worked into the same;" but there is no suggestion that the 
fabrics upon which it is thus to be printed or painted, or into which it 
is thus to be woven or otherwise wrought, are themselves to be worked 
up iuto definite articles of manufacture, and are not to be used simply 
for temporary attachment toother manufactures for the purpose of in- 
dicating their ownership or origin. In the absence of any positive dec- 
laration to the contrary it must be assumed that the latter is the real 
intention of the applicant, for it is difficult if not impossible-to conceive of 
any article of manufacture the value of which would be the least enhanced 
in the estimation of the public by the permanent attachment to it of the 
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design in question. There is too little of the beautiful or even the gro- 
tesque in it to warrant the expectation of such a result. If placed upon 
a service of plate, or used for other kindred purposes, it might give a 
special value in the eyes of the owner to the articles upon which it is 
thus impressed ; but this would be a matter affecting the public indirectly 
only, and more frequently, perhaps, than otherwise would actually de- 
preciate the articles in the public estimation. In the absence from the 
specification of all mention of the articles, if any, upon which it is pro- 
posed to place the design as an ornamentation, and to which it would 
be adapted for such a purpose, and upon the intrinsic evidence of the de- 
sign itself, it must be held that it is really intended as a trade-mark. 

This view is strengthened by reference to the history of the case. As 
first filed, the drawing had the word " trade-mark w imprinted upon the 
scroll within the shield, and the oath of invention first filed spoke of the 
design as being for a trade-mark. Since the first action of the exami- 
ner raising an issue as to the character of the application, the word " trade- 
mark" has been erased from the drawing, and an amended oath has been 
filed which corresponds in phraseology with the specification. 

The suggestion of applicant's attorney, that from the filing of the pres- 
ent application it must be presumed that applicant does not seek to pro- 
tect his design as a trade-mark, since, if this were his object, he would 
not have proceeded under the design section of the law, but under that 
branch of it which relates to trade-marks, by which for a smaller fee he 
would have obtained a longer term of protection, is without force. It 
is more likely that applicant chose the present form of application, 
thinking that by securing the exclusive use of the design he could apply 
it at pleasure to all classes of goods; and that, being protected in that- 
exclusive use, lie would thus, in the lapse of time, become possessed of 
a veritable trade-mark for as many different classes of goods as he might 
himself have manufactured or might have procured to be manufactured 
by others, while under the trade- mark sections of the law a single fee 
would have secured registration for the design as a trade-mark in its 
application to a single class of goods only. 

If this result would follow, there is all the more reason why special 
care should be exercised to prevent a loss in this direction to the reve- 
nues of the government by an adroit evasion of the spirit of the law. 
It may be, however, that applicant mistakes as to the extent of his rights 
under a design patent.* It is true that under the old law, there being at 
the time no statute specifically relating to trade-marks, parties were per- 
mitted to take out patents for designs for trade-marks, and this without 
naming any particular class of goods upon which such design was to 
be thus used; but in ex parte W. King, above referred to, the Commis- 
sioner characterizes that construction of the design law which tolerated 
this practice as a forced interpretation, and plainly intimates the opin- 
ion that a design patent to be valid must particularly specify the special 
article to be ornamented by the pattern, print, picture, &c, upon which 
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the patent is granted. If this view be correct, the grant of such a pat- 
ent would create no right to the exclusive use of the design upon other 
articles than the particular one specified. 

It is not recalled that there has been any adjudication of the courts 
upon the validity of a design patent which contains no specification of 
the class of goods to which the design is applicable; but the doubt 
thrown upon the question by the above-named decision of the Commis- 
sioner of Patents may well be poudered by all who would surrender the 
particular measure of protection afforded by the trade-mark law, think- 
ing that by so doing they can, under the design law, obtain larger rights 
at a smaller cost. 

The decision of the examiner in the premises is affirmed. 



CASE and BAILLIE. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 28, 1871. 
In tlie matter of the application of H. P. Case and R. P. Baillie for letters 
patent for an Improved Safety- Valve. 

Leggett, Commissioner: 

The applicants' alleged invention is a safety-valve very closely resem- 
bling what is known as the Ash croft valve. 

They claim, however, two points of difference, which they regard as 
essential and patentable. The first is in the form of the v<ilve-seat and 
the other a device to prevent the valve from so tilting when open as not 
to close properly upon the reduction of the steam-pressure. 

The improvement claimed in the valve-seat consists merely in the 
formation of a narrow horizontal shelf or plane next to the steam-cham- 
ber and then sloping upward and outward. The Ashcroft valve, pat- 
ented June 23, 1868, has this arrangement reversed — that is, the sloping 
portion of the valve-seat is next to the steam-chamber and the horizon- 
tal portion outside and above. 

The applicants claim that by their arrangement of the valve-seat a 
greater area of the surface of the valve is immediately acted upon by 
the lifting force of the steam the instant that the valve is raised at all, 
thereby causing a quick and free opening. It would probably be very 
difficult to find a safety-valve that does not do exactly the same thing. 
The Ashcroft, the Hewett, the Dougherty, and other patents all show 
an increased surface of the valve exposed to the lifting force of the steam 
upon the instant of the starting of the valve. I can see no substantial 
difference between the valve-seats of the Ashcroft and applicants' valves. 
They seem to be almost exact mechanical equivalents of each other. 

The device to cause the valve to drop properly upon its seat without 
tilting consists in a spiral spring arranged around a spindle between the 
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valve and an adjustable yoke, and differing from the Ashcroft and other 
valves referred to by the examiner by being so constructed that the press- 
ure of the spring is transmitted directly from the center of the yoke to 
the center of the valve at all times, no matter what may be the inequali- 
ties of ends of the spring. This important result is secured by the use 
of two disks or plates, one attached to the lower and the other to the 
upper end of the spiral spring. The lower disk has a concave lower sur- 
face exactly fitting the upper and spherical surface of a collar perma- 
nently attached to the spindle just above the valve. The upper disk 
has a convex or spherical upper surface exactly fitting a concave socket 
in the adjustable yoke, the spindle moving freely through the upper 
disk, socket, and yoke. By this arrangement the entire force of the 
spring is always exerted between the center of the yoke and the center 
of the valve, thereby preventing tilting or " cocking'' of the valve. None 
of the references show this construction, nor other equivalent device 
for securing the same result; and, so far as shown by references before 
me, the device is novel and useful, and the applicants are entitled to a 
patent for it when they limit their description and claim to their improve- 
ment. 

Upon the application as it now stands the decision of the board of 
appeals is affirmed. 



WILLIAM MOLESWORTH. 

APPEAL, FROM EXAMINERS-IN-CHIEF. 

November 29, 1871. 
In the matter of the application of William Molesworth for letters pat- 
ent for an Improved Syringe. 
Duncan, Acting Commissioner : 

Applicant's syringe consists simply of a tube attached to an elastic 
bulb, no special mode of attachment being described, and the particular 
mode adopted being immaterial so far as concerns the alleged invention. 

In the patent of Matthew Faloon, July 7, 1868, there is also shown a 
syringe consisting of a tube opening directly, without the intervention 
of valves, into an elastic bulb. If this patent be not a complete antici- 
pation of the pending application, it is because of the larger size of the 
tube shown in the later case. 

If by a change in this particular a new and useful effect is produced, 
the change should be protected by a patent. There is no foundation, 
however, for applicant's assumption that he has been the first to devise 
a syringe in which the so-called "suction principle" can be employed to 
withdraw the injected fluid from its place of deposit. Manifestly tins 
can be done by Faloon's syringe also. 

Furthermore, as to applicant's claim that his syringe is specially 
adapted for injecting a large volume of fluid, it is only necessary to say 
that with a bulb of equal capacity the same quantity of fluid will be 
discharged from the mouth of the tube in Faloon's instrument as in ap- 
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plicant's, provided that in each instrument both the bulb and the tube 
be entirely filled before compression. If the bulbs only be filled, then 
a larger quantity will be discharged by the Faloon instrument. 
The decision of the examiners-in-chief is affirmed. 



FREDERICK HOELTGE vs. CHAS. HOELLER. 
Interference. 

APPEAL FROM EXAMINERS IN-CHIEF. 

November 29, 1871. 
In the matter of the interference between the application of Frederick 

Hoeltge for a patent for a Stove-Pipe Elbow, and the patent granted 

to Charles Hoeller, 22d September, 1868j and reissued to him and his 

co-assignee, H. S. Hoeller, 26th April, 1870. 
Leggett, Commissioner: 

Hoeltge's application was filed the 7th November, 1870, and the appli- 
cation upon which Charles Hoeller obtained his original patent was tiled 
the 11th March, 1868. A patent was granted to Hoeller September 22, 
1868, and reissued April 26, 1870. The invention of the respective par- 
ties is the same, and consists in forming a stove-pipe elbow of one piece 
of sheet- iron, having its surface of smallest curvature corrugated or 
ribbed, and the surface of largest curvature smooth. 

The testimony clearly shows that Hoeller made the invention and 
reduced it to practice as early as November, 1867, and that it was after 
or about this time that Hoeltge commenced experimenting, but reached 
no satisfactory results until 1868. 

Another point equally fatal to Hoeltge is developed in his own testi- 
mony. He says that he conversed with Hoeller in March, 1868, and that 
Hoeller told him he had applied for a patent on the invention. Hoeller 
obtained his patent in September, 186S, more than two years before 
Hoeltge filed his application. Hoeltge makes no explanation of his 
delay. He is informed of the pendency of Hoeller's application within a few 
days of its filing, yet makes no move toward claiming it himself until 
more than two and one-half years had expired. Such delay would prove 
fatal to Hoeltge, even if the respective dates of invention were reversed. 

The decision of the board of exarniners-in-chief must be affirmed, and 
priority awarded to Hoeller. 



W. B. S. TAYLOR. 

APPEAL FROM EXAMINERS-IN-CHIEF. 

November 20, 1871. 
In the matter of the application of W. B. S. Taylor, for letters patent 

for Flexible Gas and other Tubing. 
Legk*ett, Commissioner: 
The gist of the alleged invention in this case consists in taking flexi- 

o 
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ble gas tubing, internally supported by coiled spring-wire, and remov- 
ing from the ends of the tube enough of the wire to admit of inserting 
shank-couplings. This is accomplished either by constructing the tub- 
ing without wire at the end, or by cutting off the wire and removing it 
from the tubing for the distance the shank is to be inserted. Does this 
amount to invention T 

The tubing to which the alleged invention relates is that in common 
use with drop-lights. They are usually, when so used, connected with 
the stand and goose-neck by means of cup-couplings. The applicant 
claims great superiority for shank-couplings, and argues that the reason 
they have not been before adopted is because no one has before discov- 
ered how they could be inserted in such tubing and make firm and gas- 
tight joints. 

Shank-couplings arc* old. Internally-wire-snpported tubing is old. It 
is common to use the shank-coupling in analogous positions, and to re- 
move the wire from the end of this kind of tubing is an obvious expe- 
dient that would be resorted to by any person, whether mechanic or not, 
who should attempt to use the shank -coupling with such tubing. It 
requires only the ordinary use of ordinary sense to discover that the wire 
would be in the way; and the same sense would suggest removing so 
much of it as was in the way. The ordinary exercise of ordinary com- 
mon sense cannot be called invention. 

I am not prepared to admit the great superiority of the shank-coup- 
ling over the cup-coupliug for the use designated, and I have no reason 
whatever to believe the cup-coupling has been used only because no one 
knew how to use the shank-coupling. The cup-coupling has evidently 
been used because it was preferred. 

The inventor of the coiled wire-tubing should not be prevented by a 
patent on a simple work-shop expedieut, from using it in connection 
with any well-known and common couplings. 

The applicant presents two claims: The first, for the process, and the 
second, for the thing made, as an article of manufacture. I fail to find 
patentable matter in either. 

The decision of the board of examiners-in-chief is affirmed. 



WITHINGTON ANB WEST VS. WHITNEY. 

Interference. 

APPEAL FROM THE EXAMINERS-IN-CHIEF. 

November 29, 1871. 

In the matter of the interference between the applications of O. B. 
Withington and E. N. West and J. H. Whitney for patents on Grain- 
Binders. 

Leggett, Commissioner: 
The contest in this case is between Withington and Whitney, West 

having filed no testimony, and, uniler the rules, is out of the case. 
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The invention in controversy is described in the two applications as 
follows: 

Withington's : The method herein described of binding grain or straw by the nsc of 
two wires, which produce a double twist on the buudle, and which re-counect automat- 
ically for the binding of the next bundle, as specified. 

Whitney's : The method herein described of binding grain or straw by means of two 
wires, the said wires being first united, then passed around the bundles in different di- 
rections and agaiu united on the opposite side, substantially as described. 

Whitney filed a caveat describing his invention December 21, 1808. 
Wellington filed his application on the 9th of October, 1869. 

Wellington's invention was passed for issue February 9, 1870, without 
notice from this Office to Whitney, his caveat having been overlooked. 
The final fee not having been paid by Withington, on the 7th of March, 
1870, West filed his application, and was put in interference with Well- 
ington's application. On the 21st of May, 1870, Whitney filed his appli- 
cation, which was also put in interference. Withington had produced a 
patentable device, capable of producing the band, at the date of his ap- 
plication. 

I am unable to find from any of the testimony that Whitney claims to 
have made the invention prior to the fall of 1867. Chapman, a witness, 
was informed of the binder by Whitney in August, 1867. Whitney's 
model, Exhibit A, was made in September, 1867. Exhibit B was made 
in June, 1868. He filed his caveat December 21, 1868, and in June, 1869, 
he built an operating machine, and used it in the harvest field in August, 
1869, and also exhibited it at the State fair at Rochester, New York, in 
October, 1869. He built another full-sized machine in January, 1870, and 
used it in the field, in July, 1870. Withington made the invention as far 
back a** 1865. He says that -he applied a perfect -acting slack - wire de- 
vice to his machine in the winter of 1866 or the spring of 1807; and that 
it was the same as now attached to the model in the Patent Office. 

It may be observed here that both Whitney and Withington had great 
difficulty in attaching their binding-devices to any reaper then in use, 
and both were trying to invent or perfect a machine adapted to their bind- 
ing devices, which alone seems to be the reason why they did not put their 
devices into more extended use. Some machines seemed to be better 
adapted to the binding device than others, but none worked to their en- 
tire satisfaction. 

In the Payne machine the grain was run into the binder by means of 
an endless apron. Other machines gathered the grain by means of a self- 
raker. The invention in controversy was intended to bind the gavels in- 
to bundles, and not permit them to leave the machine unbound. 

The testimony of Guild, Locke, Payne, and others shows beyond a rea- 
sonable doubt that the model made by Withington in 1865 was as com- 
plete as his model of 1869, and bound and operated successfully. In this 
model of 1865 Withington bound a pencil for the purpose of showing its 
practical use. S. D. Locke, an experienced reaper, testifies that he un- 
derstood the improvement clearly from the 1865 model. 
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W. II. Payne states that in August, 1869, he bound bundles of graiu 
on his reaper with the Withington two- wire binder as fast as an ordinary 
reaper would cut the grain. Payne exhibited the improvement of With- 
ington at the southern Wisconsin State Fair in 18C9, and at the Industri- 
al Exposition in Cincinnati, and took the first premium at both places. 

I see no reason for charging laches against either party. The nature 
of the invention is somewhat peculiar. The board has well said: a The 
fact is that both parties have found it extremely difficult to adapt and 
work their binders with any machine now in the market so as to have 
them do work to perfect satisfaction. w This fully accounts for the reason 
why so much time has been spent by Whitney in devising and maturing 
a new reaping machine, better adapted to his binder, and why Withing- 
ton has employed so much of his time in efforts to successfully attach his 
device to existing machines. Withington has alsd, after much and pro- 
tracted effort, succeeded in developing a successful tension device, a 
thing not yet fully accomplished by Whitney. 

The report of the board of examiners-in-chief is affirmed, and priority 
of invention awarded to Withington. 



J. 0. COOKE. 

MOTION. 

December 1, 1871. 
In the matter of the application of J. C. Cooke for Improvement in 

Cops fob Sewing-Machine Shuttles. 
Duncan, Acting Commissioner: 

This motion relates to the application involved in the appeal decided 
by the Acting Commissioner on the 20th day of November, 1871. 

In the amended specification, on which the appeal had been taken, the 
applicant, referring to the construction of his improved cop, says : 

When I take the pile of thread from the spindle on which it is wound and apply the 
wrapper, I subject the cop to a slight rolling process to harden the pile, aud bind the 
wrapper on very tight. 

It was held in the decision that, since in the references it had been 
proposed to bind paper wrappers around sewing-machine cops in order 
to make them articles of merchandise, such wrappers must necessarily 
embrace the cops with sufficient tightness to produce some degree ot 
compression, and accordingly that there was no substantial and patent- 
able difference indicated by the above description of applicant's cop. 

Applicant now appears and moves for leave to amend. In thq pro- 
posed amendment is the statement that a wrapper applied in the usual 
way, with no more pressure than would ordinarily be employed in put- 
ting it on, while it might serve to protect the cop from soiling, to hold 
the end of the thread, and to preserve the cop in the shape in which it 
comes from the spindle, would yet fail to accomplish the end which ap- 
plicant has in view. He adds: 

Digitized by VjOOQ iC 



DECISIONS OF THE COMMISSIONER OF PATENTS. 313 

It is absolutely necessary, in order to prod nee my cop, that a compressive force should 
be exercised upon it very greatly in excess of any pressure arising in putting on a wrap- 
per in the ordinary way— a force sufficient to reduce the cop from the bulging and 
ovoidal shape which it has when it leaves the spindU to the shape of a cylinder of the 
same diameter throughout. I take the tightly-wound and ovoidal-shnped cop from 
the wiudiug-machine, lay it on a table of marble or metal, put the paper lip of the 
wrapper partly around it, and then, by the application of a flat metal strip or rule, roll 
the cop and the wrapper between these two flat surfaces, the rule and the table, under 
all the compressive force I can exert, to compress and compact it while applying the wrap- 
per. It is only by thus subjecting the cop during the application of the wrapper to 
extreme compression, in order to reduce it to a cylindrical form and compact it as far as 
practicable, that I am enabled to produce a cop which will not tumble, or cave in, or 
tangle or break up, while being used in the shuttle. 

This, applicant contends, is what he had in mind when, in his amended 
specification, he spoke of subjecting the cop to " a slight rolling process 
in order to harden it," and that it is strictly in explanation of the idea 
thus advanced. The other interpretation of these words is that put upon 
them by the Acting Commissioner in his decision, viz., that they indicate 
simply a slight compression by rolling; and whether the compression 
was produced by rolling or otherwise was looked upon as immaterial. It 
is still believed that the words must refer to the degree of compression, 
and not, as applicant's attorney now suggests, to the length of time con- 
sumed in the operation or to the number of revolutions to be given the 
cop in the process, and, if so, it follows that the matter which it is now 
sought to incorporate into the specification is new matter, not suggested 
by either model, drawing, or previous description. In other words, if 
there be a radical difference between the degree of compression neces- 
sarily resulting from simply binding a paper wrapper around a cop so as 
to make it an article of merchandise and the compression now indicated 
by applicant, the amendment virtually describes a different invention 
from that previously presented for the consideration of the Office. It is 
therefore inadmissible. 

It may be added that, if the first specification filed in this case be ex- 
amined, a still stronger reason will appear for denying the present mo- 
tion. In that specification no reference is made to any compression 
of the cop whatever as a thing either necessary or desirable. The ap- 
plication as thus presented being rejected upon references which even 
applicant himself seems to have regarded as pertinent, he then intro- 
duces an amendment in which the compression is made an element — is 
presented, in fact, as the only substantial point of difference from the 
references. For aught that appears from the record, this compression of 
the cop was no part of applicant's original invention. It may fairly be 
presumed that he devised this feature after his first rejection, and when 
he found it necessary to make some further improvement in cops before 
he would be entitled to any patent upon them. As his case at that 
stage rested entirely upon the virtue of this improvement, it should 
have been treated as a new invention, and the party should have been 
required to bring it to the Office, if at all, in a new application, and not 
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a^ an amendment of tbe first one. Ue was not entitled upon the payment 
of a single fee to the judgment of the Office upon two different inventions, 
and the fact that through inadvertence the amendment was received and 
acted u]>on by the Office is no reason why this error should be perpetu- 
ated beyond the stage at which it is first discovered. Especially is it 
no reason why, when applicant offers a second amendment, which makes 
the digression from the original invention still more marked, such later 
amendment must be entertained. 
The motion is denied. 



T. W. JONES VS. W. PENDLETON AND H. M. BOAEDMAN. 

Interference. 

APPEAL FROM THE EXAMINERS-IN-CHIEF. 

December 6, 1871. 

In the matter of the interference between the application of T. W. Jones, 
for an Improvement in Cotton-Presses, and the patent of Wm. 
Pendleton and H. M. Boardman for a similar invention. 

Duncan, Acting Commissioner: 

Pendleton and Boardman are patentees. The history of their inven- 
tion, as given in their testimony, is briefly as follows: In the month of 
July, 1869, they were conferring together in relation to the subject of 
the invention. On or before the 12th day of August, probably on the 
8th or 9th, by some form of experiment — precisely what, does not appear 
— they tested the practical working of the invention, and one of them tes- 
tifies that no alteration was made in it from that time down to the date 
of the patent. Immediately after this test they made patterns for a full- 
sized press, and in the following month, probably early in the month, 
they had the working machine completed. Their application was filed 
on the 16th day of February, 1870, and a patent issued to them on the 
10th day of May following. These various dates coincide fully with the 
averments of the preliminary statement. The discrepancy alleged by 
Jones' attorney is found, on careful inspection, not to exist. 

Jones, in his preliminary statement, sets forth that he "invented his 
improvement in the month of August, 1869;" that he forwarded "a 
draught of it" to his attorneys for a preliminary examination as to its 
patentability in the month of September; that their report upon this 
question was made on the 2d day of October; that on the 18th day of 
December he filed a caveat for the invention; and that in August, 1870, 
he sent instructions to his attorneys "to proceed with his application," 
which application accordingly was filed September 17, 1870. In the tes- 
timony which he himself subsequently gives he does not undertake to 
carry the invention further back than "about the first of August," at 
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which time he is positive that "a rough model" was made by his order 
and direction, and the principle was thoroughly tested to his satisfac- 
tion. He gives us no description of this "rough model," and intimates 
nothing more definite about it than that it embodied the idea that "roll- 
ers working on a smooth surface had a griping principle." 

The witness Hamilton testifies to seeing "a part of a model for a cot- 
ton and hay-press," in Jones' shop in the latter part of June, 18G9, and 
that this model was completed aud he saw it tested about the 1st of 
August; but he likewise fails to give us any description of this model, 
either in its partial or complete condition, nor does he in any way con- 
nect it with the present invention. 

The witness Hall testifies to making a " rude model to test the prac- 
ticability of a cotton and hay press that Jones was inventing," in the 
latter part of July, 1869, aud that the principle of it was a success; but 
his deposition neither describes this "rude mddel," nor, otherwise than 
inferentially, connects it with the invention for which a patent is now 
asked. 

All this testimony in behalf of Jones is too indefinite to substantiate 
his claim agaiust parties who, as we have seen, promptly put their first 
conceptions of the invention to a practical test, and within one month 
thereafter constructed a working machine, and without unreasonable 
delay applied for and obtained a patent. The mere fact that they had 
obtained a patent before Jones made his application ought not, it is 
true, to prejudice the rights of the latter, since lie had filed a caveat 
prior to the date of their application, and should therefore have received 
notice of their conflicting claims before the issue of any patent to them; 
and it must be presumed that if he had received such notice he would 
have filed his application in season to have had au interference with the 
rival inventors while they were yet before the Office in the attitude of 
applicants. The mere existence of a patent issued under such circum- 
stances cannot be permitted to operate against the preseut applicant; it 
is the superior diligence displayed by the patentees that constitutes his 
chief impediment. If, as he would have us believe, his invention was 
fully reduced to practice early in August, there was no excuse for his 
coming to the Patent Office after a delay of four months, not with a com- 
plete application, but with a caveat. The filing of the caveat raises a 
presumption that he had not then fully reduced the invention to prac- 
tice, and there is nothing in the vague testimony, above quoted, to rebut 
such presumption. 

The ouly other point in the testimony that requires notice is the asser- 
tion of Hall that about the 12th day of August, 1869, he finished making 
the model that was forwarded to Messrs. Munn & Co., attorneys for 
Jones, for the purpose of obtaining a patent therefor. The first comment 
to be made upon this statement is that a doubt may well be entertained 
as to whether the witness does not mistake the year in which he made 
this model. The model was not received by Munn & Co. until August 
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1870; and if it was actually made one year previously, as alleged, it is 
singular, to say the least, that four months afterward the inventor should 
have filed a caveat; and this, too, after a favorable preliminary report 
from his attorneys on the question of patentability. We should have 
expected of him that after this report of his attorneys he would imme- 
diately instruct them to prepare and file an application. 

Again, if it be admitted that a model was actually made by Hall in 
August, as alleged, the filing of a caveat in December raises a presump- 
tion that the inventor did not regard the invention as fully reduced to 
practice in such model. And this view finds support in an inspection 
of the model itself, for we are given to understand that the model which 
accompanies the application is the identical one then made. The inven- 
tion relates to the grappling device by means of which the follower of 
the cotton-press is prevented from yielding to the elasticity of the mate- 
rial acted on, which naturally tends at each intermission in the action 
of the lever to throw the follower back into its former position. This 
grappling device, which is borne upon each end of the follower, consists 
of a box embracing the vertical side bar of the press, and having within 
it two cylindrical rollers placed on opposite sides of the bar and between 
it and the inclined planes which constitute the two opposite interior 
faces of the box* Whenever the box tends to rise upward upon the bar 
the rollers will be griped between the bar and the inclined planes, and all 
movement will be effectually arrested. It may, however, become necessary 
at times, as in the adjustment of the follower preparatory to refilling the 
press, to remove the rollers from close contact with the bar and the 
inclined planes, so as to permit the boxes to rise freely. To this end 
some special appliance is absolutely necessary. None, however, is shown 
by Jones, $ithcr in his caveat or in the drawing or the model which 
accompanies his application. This omission is the more surprising in 
view of the fact that in the Utley press, upon which his invention pro- 
fesses to be an improvement, the segmental keys which are intended to 
perforin the same function as the rollers and inclined planes of the appli- 
cation, are specially provided with levers to lift them from their locking 
position. The only explanation of this omission in Jones' invention is 
doubtless to be found in the fact that he has never carried it beyond the 
construction of a" model of the particular part of a press to which i 
relates, and that, stopping at that point, he has failed to realize the util 
ity and the necessity of some device to do the work of the levers in the 
Utley press and the wedges in the press patented to Pendleton and Board- 
man. Without some such device the invention is imperfect and practi" 
cally inoperative; aud it will not avail him to say that a mere inspection 
of the Utley press, to which he makes direct reference in his specifica- 
tion, will show that such a device is necessary and is to be supplied as 
a matter of course. The particular device there employed is not prac- 
ticable with the rollers and inclined planes. Some different device must 
be invented before the rollers and the inclined planes will be practicable 
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as a substitute for the segmental keys. This, so far as tbe record shows, 
has never been done by Jones. His invention, in brief, has never been 
fully reduced to practice, not even in the form in which it is now pre- 
sented to the Office. This defect in construction does not characterize 
the invention of Pendleton and Boardman. They promptly constructed 
a full-sized working machine, and provided an efficient means for lifting 
the rollers at the will of the operator. They must be adjudged to have 
been the first to reduce the invention to practice, and are entitled to be 
regarded as the first inventors. 
The decision of the examiners-in-chief is accordingly affirmed. 



THOS. I. STEALEY. 

Extension. 

December 15, 1871. 

In the matter of the application of Thomas I. Stealey, for the extension 
of letters patent for Improvements in Reaping and Mo wing-Ma- 
chines, issued December 15, 1857, and reissued a second time, in two 
divisions, bearing date respectively February 12, 1807, and October 
22, 1867. 
Duncan, Acting Commissioner: 

Applicant appears to have encountered unusual difficulties in the de- 
velopment and introduction of his invention, arising from poverty, from 
sickness, from the embarrassments of war, and from the failure of the par- 
ties with whom he had contracted for the manufacture of the machine. 
Despite his accumulated misfortunes he labored persistently for years to 
bring the invention before the public, but met with no other success than 
to demonstrate by a full-sized working machine that the invention, even 
in the precise form in which it was patented, was really capable of useful 
operation. Having lost several hundred dollars in his attempts to intro- 
duce it, and reduced himself and his family to absolute want, so that 
they were forced to avail themselves of the charity of relatives for a sup- 
port, he was forced at last to sell his patent for a mere pittance, so small 
that his expenditures are still largely in excess of his receipts. 

If diligence and insufficiency of remuneration were the only questions 
involved in the pending application, the justice of a favorable action on 
it would be most fully established. But there remain the two questions 
of novelty and of the value and importance of the invention to the pub- 
lic. It is claimed in behalf of the application that the " Stealey improve- 
ments," as covered by the claims of the two divisions of the reissued 
patent, are essential to the operation of all the two-wheeled self-raking 
reapers of the present day; that of these there are manufactured not less 
than 20,000 or 25,000 per annum; that the improvements are worth from 
$10 to $15 on each machine, which would make their aggregate value 
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for the seven years of the extended term not less than $1,400,000, and 
that there is a mnch larger number of machines of other classes than 
that above named to which some of the improvements in question are 
applicable. The sweeping character of this claim, which thus affects the 
whole harvester interest of the country, renders it necessary to examine 
applicant's various averments with special care. 

The Stealey combined mower and reaper has its main frame mounted 
upon two driving-wheels, with the finger-beam to which the removable 
platform is attached so hinged to the main frame that its outer end can 
conform to the undulations of the ground, whether this would carry the 
end above or below the plane on which the driving-wheels move. The 
reel which presses the standing grain against the cutters is supported 
entirely upon the platform, and is driveu by being belted to the grain- 
wheel, thus being independent of all connection with the driving-wheels. 
The finger-beam and the platform are made capable of vertical adjustment 
according to the different heights of cut required; and the platform is 
provided with a toothed rake, which is driven by a pitman connection 
with the main frame, and which sweeps across the platform intermittently, 
casting the gavel off at the inner side, so as to throw it out of the path 
of the team on its next round. The claims of the reissued patent are as 
follows: 

DIVISION A. 

Claiml. — Combining with a hinged platform, which is free to conform to the undu- 
lations of the ground, independently of the motions of the draft-frame, or of the axle 
of the transporting- wheels, a toothed rake, which will deliver the cut grain upon the 
ground in gavels, and a reel or a gathering device which will press the standing grain 
toward the cutters, said rake aud reel, or gatherer, being wholly supported upon said 
platform, substantially as described. 

Claim % — Combining with a hinged platform, a toothed rake, and a reel or gatherer, 
which are wholly supported upon and move in harmony with said platform, an adjust- 
able hinged connection which will allow of the vertical adjustment of the cutting ap- 
paratus to adapt the machine to different heights of cut required, substantially as de- 
scribed. 

Claim 3. — Sustaining a toothed rake, and a reel or gatherer, wholly upon a platform, 
which is supported at its inner end by a vertically-adjustable joint, and at its outer end 
by a wheel or its equivalent, substantially as described. 

Claim 4. — Suspending the rear inner end of a hinged platform,- which has a toothed 
rake mounted wholly upon it, iu such manner that this part of the platform can be ad- 
justed vertically without changing the position of the forward adjustable hinge con- 
nection, substantially as described. 

Claim 5. — The combination of a hinged finger-beam, a platform, and an auxiliary ad- 
justable suspending and sustaining jointed or flexible connection, in such manner that 
the finger-beam and platform are suspended at their inner ends, and are so supported 
upon a wheel or its equivalent, at their outer ends, as to conform, at their outer ends, 
to the undulations of the ground, independently of the main frame, or of the axle of the 
supporting-wheels, substantially as described. 

Claim 6.— In combination with a vertically-adjustable hinge-joint, and hinged finger- 
beam and cutter-bar, and with the crank d, for communicating motion to the cutters, 
and the universal joint w, to counectthe pitman I with the cutter-bar, substantially as 
described, I claim the adjustable blocks 1 and $ for tightening the joint arouud the 
crank-wrist d, substantially as Bet forth. 
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Claim 7.— The combination of the crank-shaft O with adjustable bearings a a, the pit- 
man Q, and the oscillating rake S, substantially as described. 

Claim 8. — Hanging the reel to the rake-frame or platform, and adjusting said reel to 
different heights by means of braces W W, or their equivalents, substantially as de- 
scribed. 

DIVISION B. 

Claim 1. — The main frame of a harvester, which carries the gearing to drive the cut- 
ters, and to which frame the tongue is attached, said frame being carried by two driv- 
ing and supporting- wheels, and having the finger-bar and platform hiuged to it, so as 
to rise aud fall at their outer end above and below the plane on which the driving- 
wheels run, in combination with a rake moving over the platform at intervals, and dis- 
charging the cut grain at the inner side of the platform aud out of the path of the team 
in cutting the next swath. 

Claim 2.— In a harvester, with a finger-bar and platform hinged to the draft-frame 
thereof, so as to rise and fall at their outer end, above and below the plane on which 
the driving-wheels run, I claim applying the pivot or fulcrum of the rake and its guide 
to the finger-bar and platform, so that the rake will work in unison with the finger-bar 
and platform through all the vibrations of the finger-bar and platform. 

Claim 3.-— In combination with a harvesting-machine having two driving and sup- 
porting-wheels which carry the main frame, with a finger-bar hinged to said frame, so 
as to rise and fall at its outer end, above and below the plane on which the driving- 
wheels run, I claim the removable platform and self-raking attachment aud the other 
reaping fixtures, which, when removed, convert the reaper into a mower. 

Claim 4.— So combining a two-wheeled draft-frnme, a hinged platform, rake-teeth 
and reel-bars, that the rake-teeth and reel-bars are wholly to oue side of the draft- 
frame, substantially as described. 

Claim 5.— A finger-beam of a combined reaper and mower, hinged to and suspended 
below the draft-frame, by means of a jointed connection, which allows of its outer 
end rising and falling above and below the pUne on which the driving-wheels run,«jid 
by which its inner end can be raised or lowered, to adapt the cutting apparatus for 
reaping or mowing, in combination with an auxiliary suspending and bracing, jointed, 
or flexible connection, which is adjustable, and will hold up and brace a grain-platform 
at its inner side and in the rear of the hinge of the finger-beam, when the machine is 
used as a reaper, and will brace the cutting apparatus while the machine is used as a 
mower, snbstantially as described. 

Claim 6.-— The combination, in a two -wheeled side -draft combined reaping and 
mowing-machine, of a laterally-projecting hinged cutting apparatus, which rises and 
falls at its outer end above and below the plane on which the driving-wheels run, a 
platform for receiving the cut grain, and a toothed rake which discharges the cut crop 
in gavels from the platform at the inner side thereof. 

Claim 7.^-A harvesting-machine with its cutting-apparatus hinged so as to be on one 
side of a two- wheeled draft-frame, and so as to rise and fall at its outer end above 
and below the plane on which the drive wheels run, when such machine is constructed 
so as to be capable of serving either as a mower or as a combined reaper, mower, and 
self -raker, substantially as set forth. 

Claim 8.— A harvester, with a two-wheel draft-frame, which has one of its wheels 
connected to the main axle by means of a spring-pawl and a ratchet, or equivalent de- 
vices, which will allow and cause it automatically to become a loose or last wheel on 
said axle in backing the machine or turning it around corners, and with the shafts of 
its gearing for driving the sickle arranged below the main axle, and with said axle and 
said gearing below its main frame, and with its finger-beam hinged to it iu such a man- 
ner as to make it a "front-cut " machine, and so that the outer end of said finger-beam 
may rise and fall above and below t\\e plane on which the driving-wheels run, and pro- 
vided with an auxiliary rear-supporting brace attached to the platform or finger-beam, 
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bo that the name is braced against the resistance of the crops as the machine moves for- 
ward, substantially as set forth. 

Claim 9. — A " front-cut " harvesting-machine, which can be nsed either as a mower or 
as a self-raking reaper, such machine having a laterally-projecting hinged cutting-ap- 
paratus, and having a rake which discharges the cut crop in gavels from the inner side 
of the platform. 

As illustrating the state of the art at the time Stealey applied for his 
patent in 1337, the examiner has referred, among other things, to the 
patent granted to T. K Lupton, March 8, 1855, and that granted to I. 
Van Doren, September 22, 1857. In the Van Doren harvester there is 
a toothed rake which is borne wholly upon the platform, and which is 
operated with an intermittent motion by a pitman connection with the 
main frame. This platform is removable at pleasure, to convert the 
reaper into a mower, and, likewise, possesses the capacity of vertical 
adjustment, by means similar to those adopted by Stealey. The two 
machines, however, differ in this, that while in each the platform is hinged 
to the main frame through the medium of the finger-beam, so as to have 
any required freedom of motion above the plane on which the driving- 
wheels are moving, yet in the Van Doren machine alone is the hinge 
so formed as to permit the outer end of the finger-beam to fall below such 
plane. A second point of difference is that, neither in his model nor in 
the drawing which accompanies his patent, does Van Doren actually 
show a reel ; though it is hardly probable that he intended to use his 
niachiuQ without applying to it some one of the known mechanisms for 
pressing the grain against the cutters. 

In the Lupton harvester, which has two supporting and driving-wheels, 
the platform is hinged to the main frame, and has the same range of vi- 
bration as in Stealey's. There is, however, no vertical adjustability of 
of the cutting apparatus; and the reel, while it is supported entirely upon 
the platform, depends for its revolution upon a belt which connects it 
with a pulley borne upon the main frame. 

If the only thing which Stealey did by way of improving the harvester 
beyond the stage which it had reached in the Van Doren invention, had 
been to give the platform a greater vibration, he would have been entitled 
to very little, if any, credit as an original iuveutor. This would have been 
a matter of degree merely, and not the embodiment in the machine of 
any new principle of operation. It would have been the application to 
a particular class of combined reapers and mowers, of a feature the ad- 
vantage of which was already well recognized in mowers and which also, 
as in the Lupton machine, had been applied to harvesters. But some- 
thing more«than this was requisite. The problem was to give increased 
vibration to the finger-beam of the Van Doren machine, and at the same 
time to retain its vertical adjustability. To effect this two-fold result 
without impairing the efficiency of whatever reel might be mounted on 
the platform, it became necessary to abandon the defective mode of driv- 
ing the reel employed by Lupton. It was at this precise point-— vis., in 
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providing a substitute mode of driving the reel — that invention was call- 
ed for. The problem lias been variously solved by different inventors. 
In general, the compensating mechanisms that have been devised have 
been seated upon the main frame. But the particular mode adopted by 
Stealey was to support the reel entirely upon the platform, and to belt 
the reel-shaft to the grain-wheel upon the outer end of the platform, by 
which construction he rendered the reel independent of all connection 
with the main driving-wheels. He thus secured at the same time the 
full vibration of the platform and its vertical adjustability without dis- 
turbing the relation between the reel-shaft and its driving pulley under 
thevarjing adjustments x>f the mechanism rendered necessary in the 
working of the machine. His invention consists, not in giving full vibra- 
tion to a vertically-adjustable platform, in lien of the limited vibration 
which it previously possessed — for this, as we have seen, is at best mere- 
ly a matter of degree; but in the particular reorganization or readjust- 
ment of connected parts by means of which he is enabled to secure this 
result. A reel driven from the grain- wheel, to be sure, was old at that 
time, as may be seen in the rejected application of D. S. McNamara, tiled 
in 1S5G; but for the application of such a device to the particular object 
then to be accomplished, Stealey was undoubtedly entitled to a patent. 
This, however, gave him no right to control any machines in which the 
vertical adjustment of the platform in connection with its full vibration 
is secured by any different means. 

Applying this test to the first, second, and third claims of Division A, 
it will be seen that they are too broad, since no limitation is contained 
in them as to the mode of actuating the reel, the very thing that gives 
distinctive character to Stealey's invention, and which, if anything, con- 
stitutes his invention an improvement in the harvester. 

The fourth claimrelates to a device, by means of which, it is alleged, 
the pitch or angle of presentation of the cutters may be changed. With- 
out giving a detailed description of the devices which Stealej- now as- 
serts were intended for this purpose, it will be sufficient to say that the 
testimony aud record combined fail to furnish satisfactory evidence that 
the machine ever possessed, to any practical extent, the function now 
claimed for it. Any change of the cutters from their normal angle of 
presentation would remove the face of the "hanger" and the face of the 
standard which rises from the heel of the finger-beam from close con- 
tact with each other, permitting them to touch at a single point only; 
and it would no longer be possible, by means of the bolt uniting the 
two, so to clamp the standard to the hanger as to prevent its lateral 
play. This would become a disturbing element and constitute a serious 
defect in the apparatus. Again, Stealey 's testimony to the effect that 
originally he designed making a vertical slot in the hanger, but through 
lack of proper tools was obliged to content himself with substituting for 
a slot a circular hole of larger diameter than the bolt intended to pass 
through it, is, to say the least, suspicious. An inspection of the model 
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shows that the large hole in the hanger was made in the process of cast- 
ing. It would have been as easy to cast the hanger with a slot as with 
a circular hole. Finally, the original specification contains no sugges- 
tion as to any change in the pitch of the cutters, but distinctly describes 
the auxiliary brace which supports the rear of the platform as intended 
to raise or lower the rear of the platform to a height to correspond with 
the vertical adjustment of its front end. It is now sought to put it to 
just the opposite use— to elevate or depress the rear of the platform, not 
equally with its front end, but to a greater or a less extent. Under the 
present practice governingreissues it is believed that the claim in question 
could not be allowed. But, even if in a reissue it might be allowed, on 
the principle of giving the inventor the benefit of a doubt, yet such an 
argument would have no force in relation to a proposed extension. 
Claims may be asserted by an inventor in a reissue as a matter of right, 
which considerations of public policy would as imperatively demand 
should not be perpetuated by an extension of the grant beyond the orig- 
inal term. 

In the fifth claim the feature of adjustability in the auxiliary connec- 
tion appears to be irrelevant to the subject-matter of the claim. Elim- 
inating that element, the claim is fully answered by the patent of Wil- 
lard and Boss, November 3, 1857. 

The remaining claims of this division are for specific devices, and 
doubtless are tenable. 

Passing now to Division B of the reissue, and applying the same gen- 
eral test as before, it is believed that justice to other co-ordinate invent- 
ors demands that claims one, two, six, and seven shall not be perpetu- 
ated. 

Claim three is for the application of a removable platform to a specific 
class of machines. The convertibility of a reaper into a mower, as ef- 
fected by means of a removable platform, was well understood before 
Stealey filed his original application; It is seen in Van Doren's patent. 
The principle being known, no man should be permitted to appropriate 
it in its application to any particular class or classes of machines. 

Claim four reveals no invention beyond what is seen in Van Doren's 
harvester. 

Claim five is pronounced by the applicant himself to be of no value; 
and the same, probably, may be said with truth of the eighth claim. 

Claim nine is in substance for the application of the principle of con- 
vertibility to a particular description of machine, and stands on the 
same basis as claim third. 

Since the examiner's report was rendered, giving the Van Doren and 
Lupton machine as references, Stealey has filed sundry affidavits with 
view to establishing as the date of his invention a day prior to the dates 
at which the parties whose patents are invoked against the extension 
filed their original applications in the Office. These affidavits are made 
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up chiefly of the recollections of the deponents, after a lapse of seven- 
teen years, of a drawiug which Stealey showed them in 1854, and of con- 
versations which they had with him at that time. The drawing is not 
produced, and, even if it were, it is not seen how it could avail for the 
purpose desired. In its absence it is beyond all question that the testi- 
mony fails utterly to establish priority in Stealey over others whose in- 
ventions had passed to patents before he appeared with an application 
on a rival invention. Not only is the testimony indefinite, but it is ex 
parte. It is not such as would support the defense of prior invention 
against a suit under a patent. Testimony less strong than this cannot 
be received as the basis for the extension of a patent if in the absence 
of it the extension would be refused upon prior patents. 

The extension of Division B of the reissued patent No. 2,783 is re- 
fused. Division A, No. 2,483, will be extended upon the filing of a dis- 
claimer by all the parties interested in the same, either as joint owners 
or as owners of sectional interests therein — such disclaimer to cover the 
subject-matter of claims one, four, and five, and the subject-matter of 
claims two and three, except so far as it relates to the combination in a 
harvester of a reel which is supported wholly upon the platform and 
driven independently of any connection with the main supporting or 
driving wheels, aud when the platform is so hinged to the main frame 
that its outer end can fall below as well as rise above the plane on which 
the driving-wheels move, and is so supported by means of such hinged 
connection and a wheel or equivalent device at its outer end as to be 
adjustable vertically to the different heights of cut required. 
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APPENDIX. 



Decisions of the Supreme Court of the District of Columbia in cases appealed 
from the decision of the Commissioner of Patents. 

GEORGE PETRY. 

APPEAL FROM COMMISSIONER OF PATENTS. 

February 14, 1871. 
In the matter of the application of George Petry for letters patent for 

Improvement in Reflectors, on appeal to Supreme Court of Dis- 
trict of Columbia. 
Cartter, Chief Justice: 

In the case of George Petry for letters-patent for improvement in re- 
flectors, brought here on appeal from the Patent Office, the court are 
unanimously of the opinion that the determination of the Office ought to 
be sustained. 

There is but a single question in the consideration of the appeal, and 
that is the novelty of the invention. 

The second reason assigned for appeal is the mere announcement of a 
conclusion and not a reason. In substance, the reason for the appeal 
is that the Office below erred in rejecting this application for a patent 
in their conclusion that it had been anticipated, substantial! j-, by an- 
other patent. Now, if they did, we are unable to perceive it. The rea- 
sons which the Office furnish for sustaining their opinion are to be found 
in this paper. 

The invention claimed is a reflector, having the entire reflective sur- 
face stamped or otherwise raised from the plane, or the edges in which 
the glass is fixed, sufficiently to form a continuous chamber without 
obstruction between the reflective surface and the glass, which are par- 
allel to each other throughout their whole area. That is an exact state- 
ment of the invention, as claimed, and this is an illustration of it 
There is no pretense here that there is any novelty in a reflector. It is 
conceded in the argument that reflectors are old, and have gone into 
general use •, and reflectors adapted to the specific purpose, if not in the 
precise form, of the one for which the patent is claimed here. There is 
no pretense that the patentee is entitled to a patent for the discovery 
of the glass shield that covers the surface of the reflector as a protec- 
tion against atmospheric influence upon the reflector, or other obstruc- 
tions that would destroy the reflector, or lessen its efficiency in throw- 
ing back the light cast upon it. 

The two great elements of the reflector are, therefore, out of consid- 
eration entirely, both of them having gone into general use, and both 
acknowledged as being either the property of patentees, or the property 
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of the public. So that the merit of the invention, if one exist at all, is 
made to consist in an open chamber — an uninterrupted chamber — be- 
tween the glass shield aud the reflector, which are in a position parallel 
to each other. 

That is the claim, but that claim is unsupported^in fact. The planes 
of the reflector and the glass shield are not parallel to each other, as is 
well stated by the Office. It is true that they show a larger parallel 
surface than any other reflector, but still are subject to the modifica- 
tions of the other reflector in this, that a large portion of the reflector is 
brought obliquely down to the plain of the glass shield to it. So that 
the difference here is not in kind, but in discovery, simply in degree, 
without any allegation in the application, or any poof in support of it, 
that the degree of the change involves any new principle or discovery, 
hut simply a natural suggestion that mechanics, for mechanical con- 
venience, might resort to. 

Otherwise than that, as stated by the Office, in the reflector of Briscoe 
and others, you have the chamber exemplified. It is true that the re- 
flector is in a different form, and designed for a specific and different 
purpose. It is contracting reflection at a particular poin t, under a concave 
form, with a view to concentration of light, and the reflecting back of 
that light upon the point designed that it should bear upon. But that 
only relates to the form of the reflector, and does not enter into the con- 
sideration of the chamber left open between the reflector and the glass 
shield which is designed to protect it. 

You have in it this entire chamber, and more or less removed from 
the reflective surface; providing for the evil against which the same 
state of things in the application of the patent was designed to provide 
— providing an opportunity for the vapor to condense upon the glass 
shield and preserve the reflector from the corrosion that its contact with 
it would be likely to superinduce. 

While we see, perhaps, a mechanical improvement in the effort that 
this applicant has made upon the antecedent efforts made in the same 
direction, we, all of us, fail to see any discovery in principle that should 
distinguish it as an individual invention from what went before it; and 
the decision of the Office is, therefore, affirmed, for the reason that there 
is no such novelty in the invention as to entitle the applicant to a patent. 



J. R. McCLINTOCK. 

APPEAL FROM COMMISSIONER OF PATENTS. 

May 3, 1871. 
In the matter of the application of James R. McClintock for letters- 
patent for jm Improtement in Cotton Bale Ties. 

Cartter, Chief Justice: 
The issues in this case will be fonnd in the points made by the Corn- 
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missioner in his decision, and the reasons of appeal on behalf of the ap- 
pellant, as follows : 

The first point made by the Commissioner affecting the right to a 
patent is, that the pending application, which professes to relate back 
to the application of 1867, and the renewed application of 1858, is not 
identical with either, and, therefore, is not entitled to antedate to that 
period. 

The secoud point, as far as we are capable of understanding it is, that 
the contrivance is not new, as set forth and explained in the application 
for the patent. 

The third point is, that the application is not filed within a reasonable 
time, from which abandonment is inferred. 

The reasons of appeal, when reduced to their substance, constitute 
the issnes upon the several points taken by the Commissioner in rejecting 
the application. 

The first question arising under these issues is, whether the present 
application, as made, is substantially identical with the applications of 
1857 and 1858. This question is to be determined by the record, and 
the record ascertained by inspection. 

The court, after patient examination, are compelled to the conclusion 
that they are the same ; the same in specification, diagram, and model, 
with, perhaps, two additional features in the application of 1857, dis- 
pensed with in 1858 and 1869, and which in no wise affect the application 
as it remains. 

The second issue involves, in substance, the novelty of the invention. 
The Office, as far as we are enlightened from the opinion of the Commis- 
sioner, or otherwise, concedes that the invention under consideration 
had no precedent at the period of the application in 1857. The Commis- 
sioner furnishes no reason or reference antedating that period, indicating 
waut of novelty in the invention, and relies solely upon the breaking up 
of the continuity of the application from 1857 to 1869, interposing 
abandonment by way of estoppel to defeat the invention. 

In aid of this issue, the Office not only fails to show that the subject of 
the patent was not novel, but, in the history of its transactions following 
the application of 1858, furnishes repeated and overwhelming proof that 
in 1857 it was new. 

First, in the patent granted to John Agnew, August 31, 1858, which 
distinctly and patently adopts one of the modes of fastening the band 
in the clasp as described in the specification, drawing, and model of the 
petitioner. 

Again, in the patent of Clinton G. Wells, of April 5, 1859, where the 
loop and clasp of the invention of the petitioner are used in thorough 
identity. 

Again, in the patent of John T. Butler, patented November 15, 1859, 
literally adopting the loop and link of the petitioner. 

Thus, the records of the Office show that, within a period of two yeart 
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and a half, three several patents were granted to three several parties, 
all of which are cat oat of the invention of the petitioner, with hardly a 
variation in form, and without any variation in substance. To conclude 
that the subject of this application is without novelty is to convict the 
Patent Office in the three several instances referred to of acting with- 
out wisdom, or without integrity, which we are not prepared to do. 

The last issue presented is that the application is too late, and furnishes 
evidence of abandonment on the part of the applicant. 

Abandonment will not be presumed in force of law. The question of 
abandonment is a question of fact, and, like other issues of fact, to be 
ascertained through proof. How do the facts leave the issue in this 
casef The records of the Patent Office show the petitioner actively 
prosecuting his purpose for a patent from 1857 to 1860. Pending this 
period the petitioner, upon two occasions, applies for a patent, and is 
twice rejected. The last rejection is followed by correspondence with 
the Office, still showing a persevering purpose to obtain a patent. The 
history of the country takes up the history of the case about this time, 
making the Patent Office inaccessible to the petitioner for the further 
period of nearly five years, by reason of war. At this point we are fur- 
nished with the only remaining proof in the case, covering the period 
from 1806 to the date of the pending application. This proof is to be 
found in the testimony of James R. McOlintock, John R. Scott, and 
Edgar Thomas, each and all of whom bear uncontradicted testimony to 
the abject poverty of the petitioner, and his persistent, published pur- 
pose to obtain a patent for his invention as early as his means would 
permit. 

The history of the case, in its circumstances and its facts, discloses an 
effort and intention to obtaiu a patent to the exclusion of the inference 
of negligence, and fails utterly to show abandonment. 

Abandonment is the voluntary act of the party; the proof of it should 
be distinguished by some act, fact, or declaration that the party intends 
it. In this case we have neither; but, in the' absence of any such evi- 
dence, affirmative proof to the contrary. 

The decision of the Commissioner is reversed, and a patent ordered to 
issue. 



DAVID H. MORRISON. 

APPEAL FROM COMMISSIONER OF PATENTS. 

May 8, 1871. 
In the matter of the application of David H. Morrison for letters- 
patent for an Improvement in Iron Bridges. 

Cartter, Chief Justice : 

In the case of the petition of David H. Morrison for improvement in 
iron bridges, on appeal to this court from the decision of the Commis- 
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sioner of Patents, the conrt have come to the conclusion to grant him a 
pateut. The whole case is to be found in one consideration outside of 
the opinion of the Commissioner of Patents ; or rather is to he found 
inside of it. 

"The applicant originally presented four claims," says the Commis- 
sioner, " and exception was taken to the first and fourth. The fourth 
was erased, and the first is now the only one in controversy. It reads 
as follows: ' The construction of the arch or top chord of the bridge by 
the use of the iron I-beam, when arranged therein with its double 
flanges iu vertical planes, substantially as described, for the purpose 
specified.' This claim was rejected by the primary examiner npou re- 
ferences which the board of examiners-in- chief do not think pertinent; 
but they go on to declare in effect that the I-beams having been used in 
biidges or other structures with the double flanges in horizontal planes, 
it did not involve invention to arrange them with the flanges in vertical 
planes." 

The Commissioner proceeds : 

The applicant suggests certain advantages which will arise from his new arrange- 
ment, among others that the frames and truss-work can be more readily attached to 
the arch, or top chord, and especially by this arrangement tbe tendency to lateral 
flexnre is resisted without the necessity of cross timbers, while the tendency to verti- 
cal flexure, being less considerable, is not increased. 

These advantages, I am of opinion, are substantial, especially the latter; and if the 
applicant was the first to obtain this result, the improvement might weU be construed 
to be not for turning an I-beam upon its side, but for tbe construction of the arch, or 
top chord of a bridge, with a broad horizontal web to resist lateral flexure. This, if 
new, is nscfnl, and I think patentable. It is, however, not new. 

The arch exhibited in the withdrawn application of Penniman & McGlacklin shows 
a broad, horizontal web, which possesses the advantages of applicant's beam; and 
differs in nothing from his, except the fact that the upper flanges on each side are 
wauting. The web and lower flanges, as represented, perform the precise office of the 
same part in applicant's. Tbe upper flanges merely strengthen the whole structure, 
and this reference anticipates the principle which is supposed to underlie the alleged 
invention, and, as the idea itself is old, reduces it to a mere application ofa. n old de- 
vice to an old purpose. 

Now, the Office or the Commissioner disposes of everything connected 
with this patent except one reference, and that is the reference of the 
rejected application of Penniman & McGlacklin. He says that, inas- 
much as this invention is anticipated in the one referred to, which was 
rejected, it is not new. 

Now, this question of identity, or of difference, is a question of fact— 
a question in mechanics — and one to he determined by inspection. 
There is no other way of reaching it. The model of the rejected patent 
has been before us, and it has been fully examined and considered by 
us. From such examination, which was a careful and a thoughtful one, 
the court have come to the conclusion that it is not like the one for 
which a patent is now being sought, either in form or principle, or in- 
deed in the mode of manufacturing. The only resemblance between the 
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two consists in the former being made to perform, under a different 
arrangement, the same office that this arch is made to perform. 

In the first place, the reference made here is a reference to a cast iron 
bridge— a bridge that could not be made of wrought-iron. It is not an 
I-beam in any seuse, and could not be tortured into one. It is not the 
web of the I-beam. Instead of the web between the flanges on either 
side, it is an op6n chamber, with links connecting it. It is not uniform 
in its size, 'the principle of that arch is a broad base at either bearing 
with a view of preventing lateral flexure, with a gradual withdrawal of 
the base until you arrive at the center of the arch. So that this sup- 
port, the support of the vertical position of the arch, is designed to be 
maintained by this gradual spreading out of the arch to its base. Here 
the arch is uniform, and does not depend on such contrivance for its 
support. 

Again, that is an arch, made in the form in which it is made, that 
could not be forged out of wrought iron. No machinery could make it; 
at least the rolling process by which wrought iron is reduced to shape 
in the I-beam, could not be applied to it. It is not in the power of 
mechanics to roll out wrought iron in a diverging or expanding form ; 
and grooves and dies of the roller must necessarily be uniform. Neither 
in the material, the form, the conception of the arch, nor the design of 
its peculiarities, is it identical with the contrivance in the application 
before us. 

And that disposes of the whole case, for the Office enlightens us 
that, in every other particular, this application is worthy of n patent ; 
and in this particular the Commissioner, although a very able man, an 
experienced patent lawyer, and a sharp, quick observer, must have come 
to this conclusion without looking at the reference that brought him 
to it. 

The decision of the Commissioner is reversed, and a patent ordered 
to issue. 

22 D 
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ABANDONMENT. 

(A) Under the statute. 

(B) In general. 

~ (A) Under the statute. 

1. Descriptions of an invention contained in publications printed upward of two 
years before the application for a patent was filed do not constitute an abandonment 
of it, if they were made in order to obtain an experimental trial of them. 

[Channing and Farmer, 114% 

2. An invention is not abandoned because it had been in use more than two years 
before the application for a patent was filed, provided the use previous to two years 
was experimental. 

[Channing and Farmer, 114% 
(See Practice, A, 1 ; Renewal of Applications, 6.) 

(B) In general, 

1. A prior inventor will be held to have lost his right to an invention if he delay to 
apply for a patent for an unreasonable time after his competitor has. obtained one, 
although he had a caveat pending when the application of the latter was filed. 

[Kenyon vs. Wesson, 10. 

2. It Is doubtful whether the right to an invention is lost by withdrawing an 
application for a patent, and not renewing it for nineteen years, provided it had not 
meanwhile gone into use. 

[Israel Townsend, 60. 

3. A rejected application must be held abandoned if the petitioner afterward files 
another, and obtains thereon a patent for substantially the same invention ; if the 
claims allowed him are defective, his remedy is by a reissue. 

[J. E. Hyde, 109. 

4. Delay in prosecuting an application is not excused on the ground that some of 
those who were manufacturing the invention were notified that they were infringing 
on the originator's rights; it is. doubtful whether any such notice would serve the 
purpose. 

[Gray vs. Hale, 129. 

5. An application which was filed 18th September, 1856, withdrawn 15th December, 
1857, renewed 31st January, 1869, and again, under the act of 1870, on the 13th of July, 
1870, without any further steps being taken in the case by the applicant, was held to 
have been abandoned, there having been several patents taken out by others in the 
meanwhile, which would be subordinate to the one sought for, and the invention 
having gone largely into public use. 

[Gray vs. Hale, 129. 

6. Delay in -prosecuting an application is not excused because the applicant is too 
deeply engaged in other pursuits, which he might leave ; nor by anything short of 
such embarrassments or want as unavoidably prevent him. 

[Gray vs. Hale, 129. 

7. An alleged inventor who laid no claim before the Office to what he had devised 
until six years had elapsed, and not until four years after another had, to his knowl- 
edge, obtained a patent for it, has lost his right to it. 

[Hermance vs. Bussey, 216. 
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8. It is no bar to the extension of a patent that the invention is described in an 
earlier patent, though not claimed, unless it appears that it had been in use two years 
when the application was .filed on which the later patent issued. 

[Nicholas Whitehall, 266. 

9. If an inventor is informed by his competitor that he has applied for a patent, and 
delays filing an application himself for two years after the patent is granted, it is fatal 
to his claims. 

[Hoeltge vb. Hoeller, 309. 
(See Continuing Applications, 3; Jurisdiction, 2; Novelty, A, 3; Renewals, 6; Prior 
Inventor, 9.) 

AMENDMENT. 

1. Although a model is lost, the drawing may be amended by it upon parol proof 
as to its character when it was filed. 

[Neal & Adams *«. Daniels, 156. 

2. New matter may be inserted in an application for a reissue upon parol proof that 
it was a part of the original invention, there having been no drawing or model filed. 

[Elias Ingraham, 164. 

3. The model and drawings are intended to illustrate the language of the specifica- 
tion, and render it definite, and they may be referred to in order to correct mistakes in 
the description ; but they cannot be amended by it, nor is any remedy provided for 
mistakes in them. 

[G. E. Warring, jr., 228. 

4. Where the specification, as originally filed, made no mention of compressing a cop 
of thread for sewing-machines when wrapped in its paper envelope, an amendment 
making a slight degree of such compression the substantial and distinguishing feature 
of the invention should not have been allowed ; and another relying upon a highly 
forcible compression will be refused. 

[J. C. Cooke, 312. 
(See Appeal, 1.) 

APPEAL. 

1. The action of the primary examiner in rejecting an application because certain 
required amendments had not been made, is executive in its character, and an appeal 
from it lies only to the Commissioner, and not to the examiners-in-chief. 

[R. L. Morton, 169. 

ASSIGNEES. 

1. Although an inventor sells his invention to another, who has also aided him in 
perfecting it by suggesting minor incidental improvements, the latter does not by these 
means become entitled to a patent as the inventor. 

[Yost vs. Heston, 226. 

(See Extension, D, 16; Preliminary statement, 1.) 

CASES COMMENTED ON. 

1. Commissioner's decisions commented upon. 

[A. A. Gray, 1870, p. 88. See Peter Cook, 24. 
Rubens & Co., 1869, p. 107. See Knight vb, Annan, 34. 
Pugh vs. Hamilton, 1870, p. 153. See Weston vs. Hunt, 68. 
Joseph Thorne, 1869, p. 6. See M. G. Wilder, 125. 
W. N. Bartholomew, 1869, p. 103. See P. C. Parkinson, 251.} 

CAVEAT. 

(See Abandonment, B, 1; New Trial, 1.) 

CLAIMS. 

1. When the elements of a combination are limited in the claim by the words, " operat- 
ing substantially as described," they are to be understood, upon an application for an 
extension, to mean the mechanism described whereby the operation is performed, not- 
withstanding the claim appears to be for a mode of operation. 

[ G. E. Hutchins, administrator, 57. 
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2. The applicants should not be limited to the specific device shown by them for 
mixing the contents of the chamber in a commode, if they were the first to conceive 
the advantages of such an operation. 

[Monle and Bannehr, 87. 

3. The expression, " substantially as set forth," is ignored in considering the question 
of novelty, when the patentability of the claim is made to depend upon it. 

[Motile and Bannehr, 87^ 

4. Claims which, instead of certain specific mechanisms, cover mere results and inci- 
dents of their operation, such as that they move in certain directions, or produce certain 
effects, are not to be allowed, since the same results and incidents might attend other 
mechanisms, from resorting to which the world should not be precluded. 

[James Arkell, 363. 

5. A claim for a machine in which a partly-finished paper bag is carried forward in 
one uniform direction while being subjected to the processes of pasting and folding, 
and until discharged, without any restriction as to the mechanism employed, is not to 
be allowed. 

[James Arkell, 263. 

6. A claim for a carrier adapted to carry along a partly-completed sack, in combina- 
tion with suitable devices for applying paste, without further specifying those devices, 
is not to be allowed. 

[James Arkell, 263. 

7. A claim should not be received, by way of amendment, in lien of another which has 
been condemned by the examiners-in-chief, if it differs from the latter only in describing 
the element more fully, and in adding another that is immaterial, and the words " being 
constructed, combined, and operating substantially as hereinbefore set forth." 

[E. L. Parker, 293. 

8. It is not necessary to use letters of reference to the drawing in order to render a 
claim more definite. 

[E. L. Parker, 293. 

9. The applicant should not be required, when the form of the parts is not material, 
to qualify a declaration that the invention is not restricted to any particular form of 
buckle, and that the slide may be so arranged as to act upon tl*e strap indirectly through 
some other instrumentality. 

[E. L. Parker, 293. 

10. Two claims in an application should be more clearly distinguished than by omit- 
ting from one of them a feature specified in the other, and which is usual and indis- 
pensable to those that are mentioned. 

[George Richardson, 303. 
(See Combinations, l.\ 

COMBINATIONS. 

1. Those parts are not required to be embraced in a claim for a combination whose 
presence will be presumed as a matter of course, either from the state of the art, or 
from the necessities of the case. 

[M. G. Wilder, 125 ; H. J. Kent, 301. 

2. A sign with two sides so arranged as to have certain information permanently in- 
scribed upon it, and so as to have small cards attached or removed at pleasure, bearing 
other inscriptions, is a mere aggregation of -devices, and not a legitimate combination. 

[G. B. Clarke, 178. 

3. Merely uniting the process of spinning caps for jars from disks of soft metal, and 
the process of forming a screw-thread upon them by pressing the metal into the grooves 
of a screw-mandril, each of which is old, does not authorize a monopoly of the combi- 
nation. 

[J. L, Mason, 182. 

4. A claim will be refused on appeal, although the combinations specified embrace a 
device for which a claim- has been already allowed, if the latter ought to have been 
rejected. 

[Amos Rank, 235. 
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5. If a new combination produces an old effect more economically, or a new, or a 
better effect, and all the elements co-operate in producing it, the combination is patent- 
able, although the elements do not operate simultaneously, and are not connected 
together, and the material is not conveyed automatically from one part to the others. 

[David Eynon, 239. 

6. If the applicant has produced a better article than was before known, and at a 
less expense, it must be the result of new machinery, or a new combination of old ma- 
chinery ; and if three old machines contribute to produce such an effect, they become 
a single and patentable machine. 

[David Eynon, 239. 

7. A combination which produces no new effect, and none of the elements of which 
are new, or perform any new function, is a mere aggregation of devices, and is not 
patentable. 

[McCormick and Baker, 246. 

8. Although all the mechanisms embraced in a device are old, yet if the combination 
of them is new, it is patentable. 

[E. Sampson, 277. 

9. A claim for a combination should not be allowed if it omits an element having a 
special function and which is essential to its operation. 

rJ. B. Slawson,281. 

10. To compress by rolling a cop of thread before wrapping it in paper being old, as 
well as to fold the inner end of the thread under the paper, so that it may be easily 
reached and drawn out, there is no merit in combining these two features. 

[J. C. Cooke, 294. 

11. An applicant should not be required to embrace the operating devices in a claim 
for a knife with a radial blade for cutting potatoes, combined with springs which 
guide the potatoes centrally upon the knife, since they are necessarily implied. 

[H. J. Kent, 301. 
(See Novelty, E, 12, 21 ; Practice, B, 1.) 

COMMON BIGHT, MATTERS OF. 

(See Novelty, E, 6, 27, 30.) 

CONTINUING APPLICATIONS. 

1. An application filed in 1869 will be held to relate back to others filed in 1857 and 
1858, when it resembles them in all respects, except tbat two features described in that 
of 1857 are omitted by the others. (By the supreme court of the District of Columbia.) 

[J. R. McClintock, 325. 

2. An invention must be considered novel, although counterparts of it are referred 
to of an earlier date than the application, if they do not antedate a previous applica- 
tion to which it relates back. (By the supreme court of the District of Columbia.) 

[J. K. McClintock, 325. 

3. An inventor is not chargeable with abandonment who filed an application in 1857, 
and another in 1858, and who manifested a persistent determination to obtain a patent, 
but was preveuted by the war and abject poverty from prosecuting the pursuit until 
1869, when be filed the pending application, although other patents ^puflicting with 
it were granted in the mean time. (By the supreme court of the District of Columbia.) 

[J. E. McClintock, 325. 

DESIGNS. 

1. A patent should be granted for designs for articles of manufacture only when they 
are useful, as well as new and original. 

fE. Ray Fenno, 52. 

2. A patent refused for a design where it appeared that it was intended as a color- 
able protection for a mechanical device, which was elaborately described in the speci- 
fication, and the applicant had failed in previous efforts to obtain a mechanical patent 
for it. 

[E. Ray Fenno, 52. 
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3. The material used, or the mode in' which an article is constructed, cannot he 
monopolized under a patent for a design. 

[W.L.Tyler, 106. 

4. An exclusive privilege may he obtained in the design of a clock-case which shows 
stripes of different colors on every side, notwithstanding such clock-cases have been 
before made which exhibited such stripes in front only. 

[W. L. Tyler, 106. 

5. The expression " invented or produced," in the statute, calls for the exercise of a 
higher faculty In the production of designs than would have been indicated by the 
word " invented n alone. 

[Philip Weinberg, 244. 

6. The mere substitution of one color for another indicates no exercise of genius, and 
cannot, without something more, become the subject of a design-patent. 

[Philip Weinberg, 244. 

7. The law authorizing design-patents was intended to provide only for inventions in 
the field of Aesthetics, taste, beauty, and ornament ; not to protect every possible change 
of form that might be given to a machine, or article of manufacture. 

[P. C. Parkinson, 251. 

8. By the words " article of manufacture," in the section respecting designs, the law 
intends only ornamental articles, such as are used simply for decoration. 

[P. g. Parkinson, 251. 

9. A device which manifestly is intended for a trade-mark cannot be patented as a 
design. 

[Wm. Whyte, 304.] 

10. Whether a design patent should not specify the article for the decoration of 
which it is intended, quaere. 

[Wm. Whyte, 304. 
(See Novelty, A, 14 ; Novelty, D, 4.) 

DISCLAIMERS. 

1. A disclaimer should not embrace in sweeping terms all the devices described in a 
former patent, when many of them have no reference to the invention, but should 
specify those that have. 

[George Richardson, 303. 

EMPLOYER AND EMPLOYE. 

1. The presumption is that a mechanic, who is an expert in the art and has the 
superintendence of the works where he puts a new process in practice, was the inventor 
of it, if his employers have no experience in the art, and are not shown to have 
formed any plan of the process, or to have communicated it to him. 

[Spencer & Saylor w. Trafford, 119. 

(See Interference, 8 ; Prior Inventor, 14, 17.) 

ESTOPPEL. 

(See Prior Inventor, 2.) 

EVIDENCE. 

1. Testimony which was taken upon an interference between the application upon 
which a patent was afterward granted, and another application then pending, cannot 
be considered upon an application for the extension of that patent, unless it has been 
properly put in evidence. 

[J. P. Cramer, 6. 

2. Where one party to an interference took no evidence upon the question of priority in 
opening his case, he will not be allowed to use any taken in rebutting, but his deposi- 
tions on that point will be excluded. 

[Neal & Adams t?«. Daniels, 156. 

3. If the alleged maker of an instrument, which concedes that an invention was first 
made by another, denies the signature, it may be established by comparing it wit 
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another which is not questioned ; especially if the other party has enjoyed a patent for 
the invention for fourteen years. 

[T. J. Chubb, 233. 
(See Extension, B, 1 ; Joint Inventor, 4 ; Preliminary Statements, 2; Prior Inventor, 2.) 

EXTENSIONS, 

(A) In general. 

(B) As to novelty and utility. 

(C) As to value and importance. 

(D) As to amount of remuneration. 
(£) As to diligence. 

(F) As to policy. 

(A) In general. 

1. Patents extended upon a compliance with the requirements of the law. 

[D. H. Whittemore, 14; D. W. Shares, 19; J. M. Milligan, 29; S. K. Wilmot, 31 ; 
Edgar Huson, 33; L, B. & H. A. Myers, 55; C. H. & H. E. Davidson, 71 ; Alonzo M. 
Giles, 76 ; A. H. Rowand, 105 ; Ann M. Cooley, administratrix, 187 ; John Haw, 191 ; 
Benaiah Fitts, 211 ; B. D. Whitney, 211 ; John Toulmin, 214; P. W. McKenzie, 223 ; C. 
H. Sayer^234, 

2. Upon an application for an extension, the patent should be construed most favor- 
ably for its validity as much as upon a trial at law. 

[D. N. Woodward, 42. 

3. Although the term for which a patent issued has not elapsed, it cannot be extended 
if it has expired in consequence of the expiring of a foreign patent for the same inven- 
tion. 

[Ernest Gesner, 48. 

4. Questions of mere form should not be raised to bar extensions, although proper 
to be considered on an application for a patent. 

[Boxanna Bice, executrix, 95. 

5. The Commissioner has no power to grant an extension unless the petition for it is 
filed ninety days before the patent expires. 

[H. H. Furbish, 190. 

6. Although several of the claims in a number of patents reissued upon one embraced 
combinations not embodied in the machine as manufactured, yet, as those claims did 
not appear to be defective for want of novelty in the subject-matter, and the merits of 
the invention were beyond doubt, all the patents were extended. 

[ J. P. Manny, 205. 

7. An extension cannot be granted upon the application of one alone of two joint 
patentees, although he is alleged to be the sole author of the invention, and the owner 
of the entire patent. 

[Torrey and Tilton, 245. 
(See Abandonment, B, 8.) 

(B) A* to novelty and utility. 

1. It is not a sufficient objection to the novelty of an invention, upon a petition for 
an extension, that the Commissioner decided against the applicant upon an interference 
between his patent and the application of another, if the patentee, having been har- 
assed by three previous interferences, made no defense in the last, and has manufac- 
tured largely under his patent, while his opponent has given him no opportunity to 
test the question in the courts* 

[J. P. Cramer, 6. 

2. A patent extended upon disclaiming a claim for what was old, and restricting 
another to the precise mechanism to which the applicant is entitled. 

[Strong & Boss, 8 ; T. I. Stealey, 317. 

3. An extension allowed upon •disclaiming what was found to be old, the requisites 
of the law in other respects having been complied with. 

[S. B. Smith, 16; A. S. Lyman, 20; D. N. Woodward, 42; B. B. Miller, 85; Wm. L. 
Williams, 93 ; L. F. Munger, 203 ; T. I. Stealy, 317. 
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4. It is not the practice of the Office, upon applications for an extension, to review the 
decisions made upon the question of novelty when the patent was granted, except 
upon newly discovered testimony. 

[Channing and Farmer, 114 ; J. E. A. Gibbs, 155 ; Wm, Kelly, 186. 

5. The validity of a claim will not be strictly scrutinized upon an application for an 
extension, when the same question is pending before the courts. 

[J. D. Sarvin, 170. 

6. The extension of a patent refused, because it was found that the invention was 
old when patented. 

[S. Bennett, executor, 191 ; G. B. Massey, 213. 

7. The novelty of an invention described in a patent for which an extension is prayed 
cannot be impeached upon the ground that it is described in another patent of nearly 
the same date, if the grantee in the latter patent has conceded in a written instrument 
that the applicant is the prior inventor. 

[T. J. Chubb, 233. 

8. The extension of a patent which appropriated a certain compound movement of 
parts of a machine refused until a disclaimer was filed which restricted the claim to 
the peculiar mechanism by which the movement was produced. 

[Lovejoy and Butterfield, 267. 
(See Claims, 1; Extension, A, 2; Manufactures, 1; Novelty, A, 3; Novelty, E, 1, 16.) 

(C) As to value and importance. 

1. Affidavits as to the value of an invention expressed in general terms, without fur- 
nishing data from which the Commissioner can judge of their correctness, will not 
warrant the extension of a patent, especially where it is apparently unimportant. 

[O. H. Needbam, 3; B. J. Lamothe, 201. 

2. Great uncertainty must generally exist as to the money value of an invention ; 
and, while gross estimates are entitled to little credit, a liberal allowance must be made 
to such endeavors as are made in good faith to ascertain it. 

[Thaddeus Fairbanks, 15 ; Brickman & Sisson, 92 ; Amos Rank, 235. 

3. The extension of a patent refused where no evidence was furnished of the value 
and importance of the invention, nor of the diligence exerted to introduce it, and where 
the claim was functional, and otherwise objectionable. 

[[G. and D. Cook, 19. 

4. The price for which a patentee sells his right under the pressure of indigence, 
forms no criterion of the value of his invention. 

[S. C. Ellis, 22. 

5. When the value of an invention is established beyond doubt by the evidence 
a numerical estimate will not be insisted on. 

[Peter Cook, 24 ; E. F. Whiton, 200. 

6. No reliance can be placed upon affidavits to the value of an invention, which is 
apparently of little importance, if it is doubtful whether they have in view the precise 
invention, or a large structure in which it is used. 

[Reuben Conins, 27 ; Nicholas Whitehall, 266. 

7. When it was manifest from the evidence that the invention was valuable, a 
patent was extended, although the statements on that point were defective. 

[D. H. Whittemore, 30; Sidney S. Hogle, 72. 

8. Although the structure for which an invention was designed has gone out of use, yet, 
if it is valuable as now used in a modified form upon others of the same kind, the 
patent may be extended. 

[W. C. Hicks, 50. 

9. A patent for a machine should be extended although but few are wanted, or can 
be sold, if those are capable of furnishing all the articles it produces that are required 
by the public, and by means of those it proves highly useful. 

[F. N. Clarke, 54. 
22 D 
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10. An extension denied, there being no proof of the value of the invention, and no effort 
having been made to introduce it, and four years of the life of the patent having been 
spent by the patentee in the rebel service. 

[Lydia Moore, administratrix, 83. 

11. Little confidence is felt in the usual mode of ascertaining the value of an inven 
tion in extension cases. 

[J. D. Sarvin, 170. 

12. A patent should not be extended if the invention is of no value to the public. 

[J. L. Mason, 1«2. 

13. An extension refused for want of a statement of the value of the invention. 

[8. W Francis, 268. 

14. Publio policy may require the extension of a patent to be refused on account of 
claims which the patentee might insist upon on a reissue. 

[T. I. Stealey, 317. 
(See Extension, D, 6.) 

(D) At to amount of remuneration. 

1. An applicant for an extension has not received a reasonable remuneration, where 
the sum he has realized is little or nothing more than he could have earned in other 
pursuits in the time he has devoted to introducing his invention. 

[Henry Eddy, 4. 

2. Upon an application for the extension of the first of several patents upon the same 
article, where the respective values of the several improvements cannot be easily deter- 
mined, the proper question to be considered is whether the amount already realized 
from all of them, and the sum likely to be obtained from the later ones, constitute an 
adequate remuneration for the aggregate invention. 

[Strong and Boss, 8. 

3. The expense of obtaining foreign patents, from which nothing appears to have 
been received, is not a proper charge upon an application for an extension. 

[D. H. Whittemore, 14. 

4. Where the merits of an application for an extension are extraordinary, and the 
circumstances leave no room to doubt the truthfulness of the statement of receipts and 
expenditures, an extension will not be refused because the data for forming an inde- 
pendent judgment respecting them are defective. 

[Thaddeus Fairbanks, 15. 

5. Expenses incurred in endeavoring to introduce an invention into market may be 
charged against it, on applying for an extension. 

[S. E. Smith, 16 ; J. D. Sarvin, 170. 

6. Where the amount which the applicant is morally certain to obtain under patents 
for a machine which have been already extended, will constitute, with what he has 
before received, an abundant remuneration for the whole of the invention, a patent for 
improvements which merely secure greater economy and simplicity in the construction 
of the machine, will not be renewed so as to give a colorable continuation of the 
monopoly. 

[Wm, B. Bates, administrator, 17. 

7. When the receipts and expenditures on account of one of several connected inven- 
tions, of equal importance, cannot be separated, they may be evenly apportioned on au 
application for the extension of a patent for one of them. 

[James Stimpson, 21 ; Isaac Hayden, 73. 

8. In order to justify an extension no assurances of the applicant will supply the 
place of a detailed statement of receipts and expenditures. 

[Reuben Conins, 27. 

9. An extension granted, although no detailed account of expenditures could he 
furnished in consequence of the destruction of the patentee's books by fire, it being 
evident that the invention had been insufficiently rewarded without his fault. 

[John Benedict, 40. 
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10. Receipts from foreign patents on account of the invention must be embraced in> 
the accounts upon an application for an extension. 

1 [D. N. Woodward, 42. 

11. Where a patent covered a small part of a lock, the applicant for an extension was 
sustained in charging tLe invention with only one-tenth of the profits of manufacturing' 
the whole. 

[Calvin Adams, 45. 

12. Where a patent covered an improvement in a lock which could be applied to any- 
other, the patentee was sustained in crediting the invention with only the amount 
which was saved by it in the manufacture. 

[Calvin Adams, 45. 

13. Damages for infringements of a patent, for which suits have been commenced, 
are not to be charged upon an application for an extension, when there is no prospect 
that they will pay the expenses of litigation. 

[W. C. Hicks, 50. 

14. An extension granted, although no detailed accounts were furnished, it having 
been rendered impracticable through the bankruptcy and death of the patentee, and his 
failure to receive a reasonable compensation being satisfactorily established. 

[F. N. Clarke, 54. 

15. An exact statement of receipts and expenditures may be dispensed with when 
extending a patent, if the death of the inventor renders it impossible to obtain one. 

[Brickman and Sisson, 92. 

16. An applicant for an extension is not required to account for the profits made 
uuder the patent by his assignees, to whom he sold under the pressure of poverty. 

[Roxanna Rice, executrix, 95. 

17. A patentee who has devoted nearly his whole time and his professional skill in 
introducing an invention which has already proved to be of not less than $50,000 or 
|70,000 value, is entitled to an extension, although he has reaped $20,000 from it. 

[F. C. lowthorp, 192. 

18. The applicant for an extension had received during the life of his patent $9, 853 44 
as his share of the profits made by a firm, of which he was previously a member, and 
who worked the invention and resisted infringements, which he was unable to do, and 
he had continued to contribute to their service his labor, genius, and skill. The inven- 
tion involved extraordinary ingenuity, had cost twelve months' study and experiment, 
and had conferred great benefit on the public. His patent was renewed. 

[Lauriston Towne, 258. 

19. If the accounts do not make it clear that the applicant has failed of receiving a 
sufficient remuneration, his patent will not be extended. 

[Nicholas Whitehall, 266. 

20. Applicants for an extension who had manufactured under their patent, were al- 
lowed to credit the invention with less than half the net amount they had realized, 
and to deduct the rest as manufacturer's profits. 

[Lovejoy and Butterfield, 267. 

21. A patent will not be extended if, according to the applicant's statement, large 
sums must have beeu received which are not credited in the accounts, and other dis- 
crepancies occur which are not explained. 

[E. G. Allen, 269. 

(£) As to diligence. 

1. A patentee who has failed of receiving a proper remuneration for his invention in 
consequence of the fraudulent conduct of his assignees, is not on that account entitled 
to an extension if he had an effectual remedy against them at law, and has made no 
attempt to enforce it. 

[R. H. Fletcher, 7. 

2. Where the invention is highly valuable, but required a large outlay to introduce 
it successfully, and the means of the patentees were inadequate, so that, after strug- 
gling for several years, they sold it for less than would remunerate them, it was held 
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that there was 110 such lack of diligence or prudence as sliould debar them from hav- 
ing an extension. 

[Strong and Ross, 8. 

3. A patentee who has not received as much on account of his invention as he has 
expended, having been compelled by poverty, and the necessity of protecting his rights, 
to assign most of his interest in the extension, is entitled to have it renewed. 

[Ira GUI, 12. 

4. Where the patentee's failure to obtain an adequate remuneration was owing to the 
high cost of manufacturing the patented article until a machine was invented for that 
purpose at a late period, the patent was renewed. 

[J. G. Vaughan, 13. 

5. An applicant for an extension will not be charged with want of prudence who, 
under the pressure of indigence, discharged for too small a sum his claims for infringe- 
ments, and then sold his nionoply on terms which did not remunerate him. 

[S. C. Ellis, 22. 

6. An extension of a patent refused because the inventor's failure to obtain adequate 
remuneration was due to his want of effort. 

[Kelly and Livingstone, 29. 

7. An applicant for an extension is not chargeable with imprudence who has from 
poverty sold his patent for a sum which, added to what he had already received, did 
not give him a reasonable remuneration. 

[J. D. Brown, 39; G. F. Hutchins, 57 ; Elliott Savage, 69. 

*8. Although an invention was somewhat in advance of the age, so that it has fur- 
nished its author no reasonable compensation, yet the patent for it will not be ex- 
tended if it does not appear that he made any effort to overcome the difficulties in 
the way of introducing it. 

[ J. W. Hoard, 49. 

9. It is only when an applicant for the extension of a patent claims that he has 
failed in receiving a suitable remuneration without his fault, that the Office inquires 
whether he has spent his time in the rebel service, instead of introducing his inven- 
tion. 

[J. E. A. Gibbs, 155. 

10. A patent extended, although the patentee was a citizen of the South during the 
war, he having foiled to obtain a sufficient remuneration for his invention through the 
consequent breaking up of his business. 

[Daniel Pratt, 202. 

11. An extension will not be granted to one who shows no exercise of diligence in 
introducing his invention, especially as the main feature of it had gone into extensive 
use. 

[Arnton Smith, 208. 

12. A patentee is not obliged, in order to avoid being charged with negligence in 
introducing his invention, to devote all his energies and capital to the business. 

[G. W. Hildreth, 261. 
(See Extensions, C, 3, 10.) 

(F) A 8 to policy. 

1. An extension is not to be refused because the petitioner owns only half the inter- 
est under it. 

[Ira Gill, 12.. 

2. If the applicaut claims that the conveyances, -under which he is alleged to have 
parted with his interest in the invention, are fraudulent and void, and the evidence 
leaves the question in doubt, the Commissioner will not consider it upon an application 
for extension ; measures to determine it should have been previously taken in the 
courts. 

[J. L. Mason, 182. 

3. An extension will not be granted if the inventor has no interest remaining in 
the extended term. 

[J. L. Mason, 182 ; H. H. Furbish, 190. 
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4.^ When the assignees of a patent, who would own two-thirds of the extension if 
allowed, had obtained a reissue with claims embracing much more than the invention, 
it was considered inequitable to extend the patent after they had so long enjoyed a 
monopoly of what did not belong to them. 

[Levi Bissell, 207. 

5. A patent was ordered to be extended, although the inventor had made an assign- 
ment of the extension on record, on the production of a reconveyance of the patent by 
the assignee to the inventor, and leaving it for record. But the order was revoked 
upon finding that a reassignment by the inventor to the same assignee, and of the same 
date, had been afterward left for record. 

[T. F. Taft, 224. 

6. If the patentee has conveyed away a large interest in the extension, and bound 
himself to convey away most of the rest to parties whose object there is reason to be- 
lieve is not to work the patent, but to sue rival manufacturers, he should not have an 
extension. 

[G. W. Hildreth, 261. 

7. It is doubtful whether a patentee should not be denied an extension if he has 
bound himself, without any controlling necessity, to convey his interest at what, from 
his own point of view, must be a great sacrifice. 

[G. W. Hildreth, 261. 
(See Extension, D, 6.) 

FOREIGN PATENTS. 

1. The public use in this country of an invention patented in a foreign state is no 
bar to an application here since the act of July 8, 1870, unless such use has been con- 
tinued for two years before filing the application. 

[Moule and Bannehr, 87. 

(See Extension, A, 3.) 

FUNCTIONAL CLAIMS. 

(Claims, 4, 5, 6; Extension, B, 8.) 

IMPROVEMENT. 

(See Invention and Skill, 1 ; Novelty, E, 17.) 

INTERFERENCE. 

1. The withdrawal of his application by one of the parties to an interference is a 
dissolution of it. 

[Eames and Seeley vs. McDougal, 206. 

2. If an interference is dissolved upon the withdrawal of his application by one of 
the parties, this does not entitle the other to a decision in his favor ou the question of 
priority. 

[Eames and Seeley vs. McDougal, 206. 

3. A party to a pending interference can withdraw only such claims ds cover devices 
not involved in the interference, so that if he obtains a patent for them on a separate 
application, it shall not prejudice the interests of the other party. 

[Hermance vs. Bussey, 216. 

4. After an interference has been dissolved because it then appeared from the 
evidence that one alone of two joint applicants, who constitute one party, made the 
invention before their competitor^ evidence may still be received that both the joint 
applicants were engaged in making the invention, and a patent may be awarded to 
them. 

[Crane vs. Rogers, 230. 

5. Where an interference has been dissolved because the invention appears to have 
been made by only one of two joint applicants, who constitutes one of the parties, the 
other stands rejected, and has no right to interfere in the subsequent proceedings upon 
the joint application, or to oppose the granting of a patent upon it. 

[Crane vs. Rogers, 230. 
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6. An interference dissolved upon one of the parties striking out from his specifica- 
tion the only claim which was in conflict 

[Hawkins vs. Lambert, 273. 

7. An interference dissolved upon its appearing that the inventions respectively 
claimed are different, so that the patent for one will not be a bar to a patent, for the 
other. 

[Jackson m. Nichols, 278. 

(See Joint Inventor, 2; Jurisdiction, 1; Novelty, E, 2; Patentability, 3.) 

INVENTION AND SKILL. 

. 1. A meritorious patentee should not have the value of his patent impaired by addi- 
tional ones for such improvements as would naturally suggest themselves to a skillful 
mechanic. 

Earle & Hoyt ut. Dunderdale, 174. 

2. The decisions of the courts recognize a radical difference between invention and 
skill. 

[W. H. Foye, 188. 

3. The exercise of the inventive faculty is a prerequisite to a patent of any kind. 

[Philip Weinberg, 244. 
(See Combinations, 6 ; Novelty, 6, 27, 30 ; Patentability, 1 ; Prior Inventor, 4.) 

JOINDER OP INVENTIONS. 

1. The rules of the Office do not require that every feature of a machine which might 
be claimed as a distinct improvement should be made th# subject of a separate applica- 
tion. 

[E. K. Sumner, 180. 

2. If several supposed inventions, though all embraced in one apparatus, are each 
of them capable of being used without the rest in other apparatus of the same kind, 
and with the same effect, and if they fall under different classes of subjects, as arranged 
by the Office, or sub-classes, so as to require examination by different examiners, they 
must be presented in different applications. 

[E. E. Sumner, 180 ; Abel Combs, 209. 

JOINT INVENTOR. 

1. An inventor may adopt minor improvements in his invention which are suggested 
by another, and the latter does not thereby acquire any interest iu the inventiou. 

[Yost vs. Heston, 226. 

2. An interference between an applicant for a patent on one hand, and two joint appli- 
cants on the other, will be dissolved, if it proves that one alone of the joint applicants 
made the invention before the adverse party. 

[Weston vs. Hunt & Turner, 68; Pugh vs. Hamilton, 116; Crane rs. Rogers, 230. 

3. Two may properly take out a patent as joint inventors when one of them originated 
the leading principle, and the other exercised inventive talent in perfecting it. 

[Channing and Farmer, 114. 

4. The explicit 'testimony of two joint patentees that both were engaged together in 
making the improvement outweighs evidence that one of them has incidentally spoken 
of it as his own. 

[Neal & Adams r*. Daniels, 156. 
(See Extension, A, 7; Interference, 4, 5.) 

JURISDICTION. 

1. After the examiners-in-chief have affirmed the rejection of an application, the 
principal examiner has no further jurisdiction over it, and cannot declare an interference 
between it and a patent for the same invention granted upon an application filed after- 
ward. 

[James Duthic, 85. 

2. The act of July 8, 1870, lias placed beyond all doubt the jurisdiction of the Com- 
missioner over the question of abandonment, whether it is raised uuder the provisions 
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of the statute, or upon the intentional acts of the party, or by way of inference from 
his conduct. 

[Gray vs. Hale, 129. 
(See Appeals, 1 ; Extension, A, 5.) 

MANUFACTURES. 

1. A patent for an article of manufacture produced by a new process was extended, 
although it might possibly be produced by other processes. 

[John Benedict, 40. 

2. The only requisites to render an article of manufacture patentable are, that it 
should be an article of trade in itself, useful, and so different in essential points as to 
be easily distinguishable in market from others of the class to which it belongs. 

[Chas. A. Moore, 249. 



3. A glass clock-case is patentable as an article of manufacture, notwithstanding the 
•evious existence of glass boxe 
which it can be readily distinguii 



previous existence of glass boxes, pressed-glass clock fronts, and the like, from all 



[Chas. A. Moore, 249. 
(See Designs, 1, 8 ; Novelty, E, 11.) 

NEW TRIALS. 

1. The pendency of a caveat cannot be regarded as newly discovered evidence entitling 
a party to a new trial. 

[Kenyon t?«. Wesson, 10. 

2. An interference will not be opened to receive new testimony upon a motion filed 
two years after the final decision upon it by the examinerfe-in-chief, unless the delay is 
explained to the satisfaction of the Commissioner. 

[Hamilton vs. Fisher, 271. 

3. Want of means will not excuse a delay of two years after the final decision of an 
interference in making a motion to open it, so as to introduce new testimony, since no 
expense would have been involved in making the motion, nor in taking the testimony, 
which was already in the office. 

[Hamilton vs. Fisher, 271. 



(See Practice, D, 1.) 



(A) In general. 

(B) In the application. 

(C) In the material. 

(D) In the form. 

(E) In the structure. 



NOVELTY. 



(A) In general. 



1. Side ponds living been used before at different levels, near canal locks, to receive 
part of the lockage water while a boat is descending, in order to return it when another 
is ascending, there is no novelty in arranging chambers for that purpose, one above 
the other, by the side of the lock ; especially, if placing such chambers under the tow- 
path has been suggested in a printed publication. 

[Israel To wnsend, 60. 

2. It is no bar to the renewal of a patent that a feature similar to the alleged inven- 
tion is shown in an older patent, if it was evidently introduced into the latter without 
any design to produce the same effect, and the operation, if it had any such, must have 
been accidental and imperfect. 

I" Isaac Hayden, 73. 

3. A patent will be extended although the invention was described in an earlier 
patent to the same party, the validity of the patent in question having been established 
by the Supreme Court notwithstanding the objection. 

[Isaac Hayden, 73. 

4. A device cannot be considered novel which is shown in the model filed in another 
old case, though it is not described in the specification. 

[T. J. Magruder, 104. 
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5. It is an old practice to insert in books for teaching to read, pictures of objects 
near to the words in the text which are the names of those objects, and which are indi- 
cated by the type, and it cannot now be monopolized. 

[Jonathan Dennis, jr., 107. 

6. The Office should not grant a patent which would be in conflict with one already 
issued, uuless upon such proof that the applicant is the prior inventor as would defeat 
an action at law for an infringement of the patent before granted. 

[Gray vs. Hale, 129. 

7. To show that a patent is void, because others made the invention before the pat- 
entee, it must appear that they had completed it and put it into practical form, ready 
for use. 

[Gray vs. Hale, 129. 

8. It is doubtful whether they need to show that it had been put in actual use. 

[Gray vs. Hale, 129. 

9. A patent allowed, the references not being found pertinent, and the other objections 
considered trivial. 

[G. C. Stillman, 173. 

10. There is no pretense of novelty in producing hoisery and undergarments of a 
mixed complexion by using threads of different analine colors, or of such colors and 
white. 

[M. Landenberger, 179. 

1 1. "Where neither of the references, upon which an application was rejected, is so 
analogous to the invention presented as to suggest it, the application was allowed. 

[A. L. Lesner, 204. 

12. To put up in a bag of materials for calcimining, another containing the quantity 
of glue necessary to be used with them, is no improvement upon the known practice 
of putting up in one bag like quantities of those materials and glue mixed together. 

[Milligan & Higgins, 215. 

13. If an invention is condemned as old, it should be on reference to such things only 
as are of a kindred nature, so nearly related to it in adaptation and use that the sight 
of them would naturally suggest it to a person skilled in the art. 

[Chas. A. Moore, 249. 

14. To slightly compress cops of thread for sewing-machines by rolling them before 
wrapping them in paper, differs only in an indefinite degree from the pressure to which 
cops must usually have been subjected when inclosed in paper wrappers. 

[J, C. Cooke, 294. 

15. Although the specification of a design-patent embraces a description of the mode 
in which the article contemplated is constructed, it will not bar a separate patent for 
such construction. « 

[W. N. Bartholomew, 298. 
(See Combinations, 3 ; Extension, B, 7.) 

(B) In the application. 

1. A new and skillful adaption of a known implement to a special purpose, involving 
a change in its general construction, is entitled to a patent. 

[J. A. and T. Wood, 56. 

2.. To apply a well-known disinfectant to an old purpose, and in so doing to employ 
an apparatus intended to effect the application of any disinfectant to the same purpose, 
is not patentable. 

[Moule and Bannehr, 87. 

3. Printing and stamping names and designs upon hardware, agricultural implements, 
and the like, having been practiced, it is a mere double use to impress by similar means 
figures and other marks upon thread-spools, and similar articles. 

[Hall and Averill, 194. 
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4. Printing tbe addresses upon packing boxes would not suggest the printing of dis- 
tinctive marks upon thread-spools and, the like, and, though in common use, would be 
no bar to patenting such a device, if new. 

[Hall and Averill, 194. 

5. To prevent the warping of the upper bar of a gate, which is extended beyond the 
end bar, and which slides on rollers beneath, by means of extending the end bar ver- 
tically, and passing over it a tension-rod secured to the two ends of the side bar, is 
but a double use of the ordinary strut and tension-rod seen in bridges, and similar 
structures. 

[Holmes and Gilmore, 204. 

6. The whip-stitch is in common use, and no one can appropriate the employment 
of it in securing the edges of suspender trimmings. 

[Henry Heath, 21:2. 

7. It is common to paste different kinds of leather together, and to cut articles out 
from the sheet thus prepared, and stitch the edges ; and there is no novelty in fabrica- 
ting suspender ends by this method. 

[E. S. Renwick, 214. 

8. It is an instance of mere double use to apply to square-bottomed bags of woven 
fabrics the same process of pasting the parts together which has been previously 
employed ou paper bags of the same shape, and on cloth bags of other forms. 

[James Arkell, 257. 

9. Machines which carry along an unfinished article in one continued direction, while 
it is brought through various operations into the desired form, are well-known in seve- 
ral arts, and no one can have a clairajbr merely employing such a machine in finishing 
paper bags, without reference to the special mechanism embraced. 

L James Arkell, 263. 

10. The use of a valve in the bottom of a railroad water-tank with the customary 
appliances for packing it and operating it, is so analogous to other well-known uses 
of these mechanisms as to present no element of novelty, either in the parts or com- 
bination. 

[Daniel Halladay, 302. 
(See Novelty, A, 2, 12.) 

(C) In th* material. 

1. It is a patentable novelty to pen-rule the ground-work of revenue stamps, and 
other like instruments, with ink of various colors, which will be removed by the means 
employed to cancel the filling so as to expose the fraud, although printers' ink of uni- 
form colors has been used in cancellations, but not in preparing ground-work. 

[James Duthie, 85. 

2. A claim for making a pavemeut of blocks of concrete formed in molds upon the 
spot, and filling the interstices with " water-proof cast matter," cannot be allowed if 
the interstices in a pavement so made have heretofore been filled with a metallic concrete 
cast into them. 

[H. A. Gunther, 199. 

3. To crochet an infant's head-dress out of silk instead of worsted is something more 
than a mere substitution of material, since the new product is less harsh and irritating 
to the skin. 

[L. E. Love, 276. 
(See Novelty, E, 6.) 

(D) In the form. 

1. It does not deserve the name of invention to construct a carriage-step with trian- 
gular bars, having the sharp edge uppermost, carriage-steps having been before em- 
bossed with bars of the same form, and others made with bars of another form. 

[J. W. Sheppard, 59. 

2. A patent was allowed for a screw having concave grooves on a gimlet point, as 
well as on the shank, and a well known groove on the body, although applicant had 
already a patent for a screw with a concave groove through its length. 

[J. A. Bidwell, 59. 
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3. If the face of a hernia pad la divided by radial depressions into several lobes which 
keep it in its place better, and if they are so formed as to exert a pressure inwards 
upon the margin of the hernia, and these are new devices, they entitle a patent for it 
to an extension, if otherwise deserving. 

[ J. W. Riggs, 291. 

4. A mechanical patent will not be granted for an invention which has no basis ex- 
cept the form of an article, if a design for that article has already been granted to the 
same party. 

[W. N. Bartholomew, 298. 

5. An application which describes a syringe consisting of a tnbe attached to an 
elastic bulb, mnst be rejected if a syringe is shown resembling it in all respects except 
that the tube is larger. 

[Wm, Molesworth, 308. 
(E) In the structure. 

1. In a solar camera, for photographic purposes, it is a patentable improvement to place 
the inner lens in the focus of the other, so as to gather all the light that enters the 
latter, and at the same time to make the negative movable so that the light from it 
shall be brought to a focus upon the canvas at any desired distance. 

[D. N. Woodward, 42. 

2. There is no interference between a patent on the one hand for a perforated basket 
upon a shaft, into which wool is introduced and drenched with volatile oil to cleanse 
it, with machinery to rotate the basket rapidly after tbe oil has been drained off, in 
order to dry the wool, the whole being inclosed In a tight vessel, and an application, oil 
the other hand, claiming a similar basket rotated slowly by hand, in order more effect- 
ually to saturate the wool, and inclosed in a vessel with an ordinary cover. 

[Stearns vs. Wingfield, 67. 

3. To dispense with a stop-cock, which has been used in an apparatus for adminis- 
tering enemas in order to retain the fluid while the apparatus is applied, is no novelty, 
and a patent for such an apparatus will not be extended. 

[B. T. Babbitt, 70. 

4. It is patentable to combine wedge-shaped blocks for wooden pavements, which 
had been previously patented, with grooves in their sides to be filled with concrete, 
thus locking the blocks together, although such grooves had been used before in the. 
same way on blocks with parallel sides, it being shown, on appeal, that the combina- 
tion constituted a great improvement. 

[Maurice Fitzgibbons, 77. 

5. A bottle-stopper, consisting of a sheet-metal bail passing on each side of the eork, 
and sharpened on the edge in contact with the cork, so as to cut into it and hold it, 
is a patentable novelty, notwithstanding such bails have been made before without 
such edges and passing over the top of the cork. 

[ J. T. Cree, a3. 

6. But such a stopper is not patentable if similar ones have been previously made of 
round wire beveled to an edge at the same point and patented. The substitution of 
sheet-metal for round wire is a mere double use, and the addition of flanges to protect 
the fingers from injury does not make the bail patentable, that being a convenience to 
which every manufacturer may resort, and which has been employed before in analo- 
gous uses. 

r Jas. T. Cree, 83. 

7. If knitted fabrics have been before used fpr hat and bonnet shapes, no one can 
appropriate to his own use such fabrics, although made with fine thread and wide 
meshes between, so as to imitate the fabrics usually employed for such purposes. 

[Samuel Thacker, 84. 

8. It is not a meritorious novelty to arrange two knives at right angles, so as to 
operate together in splitting wood, if two knives have previously been so arranged for 
that purpose, though they operated separately. 

[Wm. L. Williams, 93. 

9. If the pommel of a saddle has heretofore been made with the sides projecting so 
as to hold the reins, it is no novelty, in the sense of the patent-law, to make it project 
backward also for the same purpose. 

[T. J. Magruder, 104. 
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10. To secure the pommel by making the lower part wedge-shaped, and inserting it 
> between the side pieces of the saddle-tree, is substantially tne same device as securing 

it by halving. 

[T. J. Magruder, 104. 

11. Needles manufactured by grinding and polishing, as usual, do not anticipate 
needles produced by dies ; and the latter may be patented as an article of manufacture, 
it toeing shown that they could be readily distinguished from the others. 

[Hopson and Brooks, 153. 

12. A claim for the combination of the waist-band or ankle-band of drawera with 
the full leg having portions removed- from the top and bottom so as to secure a neatly- 
fitting garment without gathers, is not met by reference to drawers having gathers. 

[Fisk, Clark, and Flagg, 172. 

13. It is a meritorious improvement upon a padlock having a staple-formed shackle, 
both limbs of which are inserted into tne look, to form shoulders on the limbs of the 
shackle which will keep the water from running down on them into the lock, and also 
prevent the shackle from being driven in by a blow, thereby knocking out the bottom 
and destroying the lock. 

[J. H. Mc Williams, 177. 

14. A short tongue hinged to one end of the loose roil of a loom, and dropping into 
a groove in the roll so as not to project from the surface, whereby the cloth is secured 
at one end of the roll, yet may be slipped off at the end opposite the groove, is patent- 
able, notwithstanding a tongue as long as the roll, and without any attachment to it, 
has beeu dropped into a groove upon it for the same purpose, and although paper-files 
hinged together at one end were referred to as anticipating the device. 

[ J. P. Hilliard, 179. 

15. A horizontal plate inserted across a double wall for holding together vertical 
rods which pass through it and bind the stones, being well known, it requires do thine 
more than skill to insert a plate lengthwise in a single wall for the same purpose, and 
is not patentable. 

[W. H. Foye, 188. 

16. A screw was held to be old on reference to one which it resembled in all particu- 
lars except that the grooves were cut up to the head, as other screws had been before, 
and in the core being swelled, while the other was a true taper, which was considered 
not material ; and an extension of the patent for it was refused for want of novelty. 

[J. E. Atwood, 216. 

17. To carry the sinoke-flue in a stove having a water-reservoir upon its rear end, 
underneath and up behind the reservoir, is no more than an improvement upon one 
constructed with a chamber surrounding the reservoir, on all sides, the rear wall of the 
stove being removed; and a patent for the former construction must be subordinate to 
one for the latter. 

[Hermance vs. Bussey, 216. 

18. Enlarging the upper plate of a stove so as to cover a hot-air chamber in the rear, 
is not the same invention as extendiug the upper plate backward for the purpose of 
sustaining a reservoir, although the chamber in the first contains a reservoir; and the 
right to the first construction does not preclude a patent for the other. 

[Hermance vs. Bussey, 216. 

19. Heating a water-reservoir placed at the back of a stove by cutting away the 
back-plate of the stove, and thus allowing the products of combustion to strike against 
the front of the reservoir, is a different invention from carrying them through an open- 
ing in the back-plate under, around, and behind the reservoir; and a description of the 
latter device must not be introduced upon a reissue into a patent which originally 
described the former only. 

[Hermance vs. Bussey, 216. 

20. A pavement composed of wooden blocks, set on end upon broken stone overspread 
with gravel or sand, and having the interstices filled, with gravel or sand only, may be 
presumed to be more durable than others which have not the same facility for drainage. 

[R. C. Phillips, 273. 
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21. When a machine consisting of fourteen elements is so reconstructed as to accom- 
plish the same or a better result with seven or eight of these elements, invention is 
displayed, and the result is new so far as the more complicated machine is concerned. 

[E. Sampson, 277. 

22. A claim for a fare-box which has a hood over its month, and a shelf inside pro- 
jecting downward from the lip of the mouth, is answered by fare-boxes with shelves 
projecting backward under the mouth so as to prevent equally well any tampering with 
the contents. 

[J. B. Slawson, 281. 

23. An India-rubber eraser, which is not only protected from being soiled but at the 
same time is suitably stiffened, by a wrapper of paper secured upon it with glue, is not 
to be condemned as old because other erasers and artists' stubs have heretofore beeu 
wrapped in paper, leather, or the like, merely to keep them clean. 

[W. N. Bartholomew, 298. 

24. Although spindles have been made for spinning-machines with a bearing tapering 
upward where it passes though the bolster, yet to make them with a bearing tapering 
downward is patentable, since the centrifugal force then throws the oil upward instead 
of downward ; and by merely raising the spindle a copious down-flow of oil is per- 
mitted, and the weight of I he spindle is transferred in a measure from the step to the 
bolster. 

[George Richardson, 303. 

25. To prevent a safety-valve, like the Ashcroft valve, from tilting, by means of a 
spiral spring with a disk attached to each end, the lower one of which is concave and 
fits the upper surface attached to the spindle just above the valve, and the upper one 
is curved and fits in a concave socket in a yoke, through the upper end of which, and 
the upper disk and socket, the spindle moves freely, appears to be new, and merits 
protection. " ' 

[Case and Baillie, 307. 

26. An improvement in a steam safety-valve consisting of a narrow horizontal shelt 
next to the steam-chamber, and then sloping upward and outward, exposes an increased 
surface to the pressure of the steam when the valve is first raised no more than several 
other such instruments, and possesses no advantages. 

[Case and Baillie, 307. 

27. It is a mere workshop expedient to remove from the ends of a flexible gas-tube 
lined with coiled spring wire, enough of the wire to admit of the shank coupling being 
inserted ; and no one can have a patent which would exclude the inventor of the tub- 
ing from resorting to it. 

[W. B. S. Taylor, 309. 

28. To merely give the platform of a harvester an enlarged vertical movement was 
held entitled to little, if any credit ; but the patentee had removed the reel to the 
platform, supported it wholly thereon, and belted the reel-shaft to the grain-wheel at 
the outer end, so that the platform could be raised or lowered further than before 
without disturbing the operation of the reel-shaft, and he was held to have made a 
valuable improvement, and to be entitled to an extension of his patent. 

[T. J. Stealey, 317. 

29. Although the " inlaying " of metal, ivory, and other materials in wood and the 
like, for the purpose of ornamentation, is well known, yet it is something more than 
the application of this old process to a new subject to secure advertising cards in 
depressions, wrought in the. leaves of a book prepared for the purpose, so that they 
will not increase its thickness, nor injure the pictures ou the opposite page, and the 
new method meritfe protection. 

[G. W. Hawes, 255. 

30. A reflector which resembles others in having the reflecting surface protected by a 
glass shield with a chamber between the two, is not patentable because a larger 
amount of the reflecting surface is parallel to the glass shield than in others, since the 
change involves no new principle, but is simply a mechanical convenience to which 
any mechanic might resort. (By the supreme court of the District of Columbia.) 

[George Petry, 324. 

3%t An arch, or top chord, of an iron bridge, constructed of an iron I beam, with its 
double flanges in vertical planes, must be pronounced new and patentable, the only' 
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answer to it being a bridge of cast-irou, incapable of being made of wrought-iron, hav- 
ing instead of a web an open chamber between the flanges, which are connected by 
links, and widening from the crown of the arch to a broad base at the bearing, so as 
to maintain it in a vertical position. (By the supreme court of the District of Co- 
lumbia.) 

[D. H. Morrison, 327. 

PATENTABILITY. 

1. If the principle of an invention is shown to be practicable in a machine, it is en- 
titled to protection, though the machine is rude and imperfect. 

[Knight vs. Annan, 34. 

2. The inventor of a device which is of no value unless embodied in a new machine, 
is not entitled to a patent for it until he has made such a machine. 

[Ives I?*. Swan, 167. 

3. Where it appeared that one of the parties to an interference had invented a die, 
which he claimed, but had never made a machine without which it was of no use, and 
the other had devised such a machine, which he claimed with the die, which it was 
considered he bad not originated, it was held that neither was entitled to a patent for 
the die, the interference was dissolved, and the case was referred back to the examiner. 

[Ives vs. Swan, 167. 

PRACTICE. 

(A) In general. 

(B) On appeal. 

(C) In extensions. 

(D) In interferences. 

(A) In general. 

1. The question whether an applicant had abandoned his application having been fully 
considered and determined by the Commissioner on a former occasion, the present 
Commissioner declined to reopen it. 

[Hermance vs. Bussey, 216. 
(See Claims, 7; Joinder of Inventions, 1,2; Novelty, A, 13; Reissue, 1 ; Specifications, 1. 

(B) On appeal. 

1. An application which had been rejected on the ground that it was for a combina- 
tion of old elements without any apparent new effect, or increased utility, allowed 
upon satisfactory affidavits of its superior qualities filed before the commissioner. 

[R. C. Phillips, 273. 

(See Novelty, E, 4.) 

(C) In extensions. 

(See Extension, A, 2, 4, 7 ; Extension, B, 2, 4, 5, 8, 9 ; Extension, C, 1, 4, 5, 6, 7 ; Ex- 
tension, D, 2, 3, 4, 7, 8, 9, 10, 11 ; Extension, F, I.) 

(D) In interferences. 

1. Upon a motion to reopen an interference in order to receive testimony which had 
been detained, the decision of the examiner was suspended, and the case ordered to a 
hearing upon the testimony and arguments already in. 

[Hayden vs. Phillips, 170. 

(See Evidence, 2 ; Interference, 1, 2, 3, 4, 5, 6. 7 ; Joint Inventor, 2 ; New Trial, 2, 3 ; 
Patentability, 3 ; Preliminary Statement, 1, 3.) 

PRELIMINARY STATEMENT. 

1. After one party to an interference has filed his preliminary statement, and taken 
his testimony, the case will not be opened and the opposite party allowed to file a pre- 
liminary statement and take testimony on the ground that he is the patentee, as as- 
signee of the inventor^ and that the notices were issued to the inventor and not to him, 
if it appear that he has bad knowledge of the pendency of the interference and the 
proceedings under it. 

[Aldrich &. Spaulding vs. Bingham, 90. 

2. A preliminary statement is not evidence against the adverse party. 

[Kenyon vtt. Wesson, 91. 
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3. Neither the name of an applicant nor any particulars of his invention will be 
communicated to a patentee with whom he has been placed in interference until the 
patentee files his preliminary statement. 

[Span! ding & Aldrich vs. Winchester, 94. 

4. If testimony taken npon an interference tends to set np an earlier date for the in- 
vention than was claimed in the preliminary statement of the same party, it must at 
least be viewed with grave suspicion. 

[Tegmeyer & Kerns, 285. 

PRIOR INVENTORS. 

1. The earlier inventor who has exercised reasonable diligence in perfecting and adapt- 
ing his invention is not to be deprived of his patent because another has obtained one 
for it, especially if he purloined the invention. 

[Knight r*. Annan, 34. 

2. Where one of the parties to an interference filed in the office an admission under 
seal that the other was the prior inventor, and thereupon the interference was dis- 
solved, and a patent was issued to the other party, he was* held to be estopped from 
maintaining a new application, although the records of the office showed that he was 
the prior inventor. 

[J. W. Cochran, 78. 

3. He is the first inventor who first clearly represents the idea on paper, though it is 
not a working drawing, if he uses due diligence thenceforth to embody it in a practi- 
cal working machine. 

[Edison vs. Foote and Randall, 80. 

4. The earliest date of an invention is the time when it iB so far matured that the 
skill of a mechanic is all that is necessary to reduce it to practice; if diligently elabo- 
rated it can then be held against all subsequent inventors, although they succeed in. 
first reducing it to practice. 

[Cameron and Everett vs. Brick, 89. 

5. Where one party to an interference is found to have communicated the invention 
to the other he is to be held the prior inventor, although the other was the first to 
reduce it to practice. 

[Riley vs. Bauman, 101. 

6. Where it appears that both parties to an interference were engaged in the meas- 
ures which led to reducing the invention to practice, and one of them communicated 
it to the other, an earlier patent obtained by the latter does not destroy the right of 
the former to a patent. 

[Riley vs. Bauman, 101. 

7. If the originator of an imperfect device makes no effort for years to perfect it, and 
meanwhile others mature it independently of him, and obtain patents for it, he loses 
all right to one. 

[Gray vs. Hale, 129. 

8. The parties to an interference who were the first to conceive the invention, as 
well as to make a drawing and a model, and who have reduced it to practice with rea- 
sonable diligence, were held entitled to the patent, although their competitor antici- 
pated them in filing an application. 

[Corsett and Lowe vs. White, 154. 

9. Where an inventor of a saw-tooth obtained his patent 16th July, 1867, and immedi- 
ately proceeded to manufacture and sell it, and advertised it extensively, and tbe 
adverse party made a sketch in December, 1866, and a model in February, 1867, but 
took no further steps in the matter for a year, when he filed his application, the former 
was adjudged the prior inventor. 

[Disston vs. Emerson, 162. 

10. It is no excuse for delay in perfecting an invention that the author put it into 
the hands of his employer, who neglected it. 

[Disston vs. Emerson, 162. 
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11. The party to an interference who reduced the contested invention to practice, 
adjudged to be the prior inventor, the adverse parties not being sustained by the evi- 
dence in the allegation that they communicated it to him. 

Bockey and Wooley vs. Walker, 165. 

12. One party to an interference was found to have so far matured the invention, 
July 15, i869, as to describe the principle of its operation, and to have been afterward 
employed in other pursuits till November 20, when he resumed the reduction of it to 
practice, and prosecuted it afterward with due diligence. He was declared the prior 
inventor, although his competitor conceived the invention September 15, 1869, and used 
reasonable diligence thenceforth in reducing it to practice. 

[Wilcox vs. Dnncan, 195. 

13. An applicant will be held to have invented a contested device at the time he 
filed in the Office a model in which it appears, though the application was not filed for 
more than fifteen months after. 

# [ Herman ce r». Bussey, 216. 

14. One of the parties to an interference conceived of the invention, which was an 
improvement upon a patented mower, and was then hired by the other party, the 
patentee, to labor upon the manufacture of the machine generally, as well as to com- 
plete the invention ; while he was thus engaged the patentee interposed, ordered cer- 
tain alterations to be made, and thereby reduced the invention to practice, and intro- 
duced it into his machine ; held that their relations as employer and employe* did not 
affect the rights of the parties, and that the workman was the inventor. 

[Yost tw. Heston, 226. 

15. If an inventor has fully worked out the idea, has demonstrated it in some fixed form, 
and shows that he intends to pursue it to a practical use, he is entitled to a reason- 
able time to perfect and test it ; and, if diligent in doing this, he is entitled to a patent 
though a subsequent inventor puts it in use before him. 

[Tingley r». Carpenter, 236. 

16. Where one of the parties to an interference had been elaborating the invention for 
years, had ordered a machine to be constructed, and had given instructions for making 
it to his competitor who was superintendent of the works, as well as to other workmen, 
and it was afterward* completed, he was adjudged the prior inventor, although 
the other had made some improvements in it, such as' any mechanic would make, and 
had first put it in actual use. 

[Bates I?*. Marsh, 253. 

17. Priority of invention was awarded to him who had communicated the invention to 
his opponents in an interference, and who had reduced it to practice at his own shop, 
although he was employed by them to do so, and they had made abortive experiments 
upon it years before. 

[Coburn vs. Smith, 290. 

18. Sickness, such as does not confine a man to his house and keep him entirely from 
business, will not, as against a competitor who has reduced the invention to practice, 
excuse his delay jn doing the same, and applying for a patent for au invention which 
is so complete as to require no more study or experimenting. 

[Hanvey vs. Willard, 297. 

19. The inventor who first reduced the improvement to practice, and engaged in the 
manufacture of it, is entitled to the patent for it, although his competitor first con- 
ceived it, and made a sample of it, so that it required no more study nor experimenting, 
if he did not use diligence in reduciug it to practice and applying for a patent. 

[Hanvey vs. Willard, 297. 

20. He was declared the prior inventor who first conceived the invention, who hacL com- 
pleted a model that operated perfectly before his competitor, and had carried it to the 
greatest degree of perfection. 

[Withington and West t». Whitney, 310. 

21. The first of two competitors who reduced the invention to practice is entitled 
to the patent. 

[Hoeltge vs. Hoeller, 309. 

22. The question of priority decided in favor of the parties who proceeded to construct 
» machine immediately after they had devised it, had it completed and in operation in 
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a month, and filed their application in reasonable time, although their opponent con- 
ceived it about the same time, and filed a caveat for it in about four months, which was 
in force when they obtained their patent ; it appearing that he was negligent in reduc- 
ing the invention to practice, and had never, in fact, overcome all the difficulties in the 
way of doing it, or made a working machine. 

[Jones vs. Pendleton and Board man, 314. 
(See Abandonment, B, 9; Employer and employe", 1; Novelty, A, 6, 7,8; Patenta- 
bility.) 

REBELLION. 

(See Extension, C, 10 ; Extension, E, 9, 10.) 

REISSUE. 

1. An application for a reissue will not be examined until every matter is expurged 
which is not shown in the original application. 

[W. A. Lewis, 82. 
(See Abandonment, B, 3; Amendment, 2; Novelty, E, 19.) 

RENEWAL OF APPLICATIONS. 

1. An application which was finally rejected by the principal examiner May 3, 1869, 
is not prejudiced by the proviso annexed to section 35 of the act of July 8, 1870, but 
may be renewed by filing a motion to amend February 13, 1871. 

[Alfred Shoe, 62. 

2. Under sections 32 and 111 of the act of. July 8, 1870, all applications which simply 
stood rejected (not rejected upon appeal to the court, or withdrawn) when the act was 
passed, may be renewed at any time not later than two years after notice of such rejec- 
tion. The proviso annexed to section 35 provides for cases withdrawn or rejected for 
more than two years : whether it applies to cases rejected on appeal to the court, qucere. 

[Alfred Shoe, 62. 

3. All applications which had been rejected for two years when the act of July, 1870, 
was passed are subject to the proviso annexed to the 35th section, and are to be held 
abandoned, unless renewed within the prescribed period of six months. 

[Alfred Shoe, 62. 

4. The term "pending," as used in the proviso of section 111 of the act of July 8, 1870, 
includes all cases in which the application fee had been paid prior to the passage of the 
law, and which, at that time, either stood upon the docket awaiting further action ou 
the part of the Office, or were subject to be called up for further consideration by action 
on the part of the applicant. 

[Alfred Shoe, 62. 

5. The description and claims in an application renewed under the act of 1870 can 
no more be enlarged than in an application for a reissue. 

[Gray r«. Hale, 129. 

6. Applications which have been renewed under section 35 of the act of July 8, 1870, 
are not thereby relieved from the charge of abandonment ; but the statute authorizes 
the Commissioner to adjudge them abandoned, upon the same grounds as those on 
which he formerly proceeded. 

[Gray vs. Hale, 129. 

SPECIFICATIONS. 

1. Applicants must confine their specifications to the matter which they seek to 
monopolize. 

[D. M. Smyth, 84. 

2. If an application cannot be considered as a renewal of an old one, all reference to 
the old one should be eliminated from the other. 

[M. P. Norton, 97. 
(See Joinder of In ventions, 1,2; Renewal of Applications, 5.) 

SUBJECTS OF PATENTS. 

(See Claims, 4, 5, 9.) 

SUBORDINATE PATENTS. 

(See Novelty, E, 17.) 
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TRADE-MARKS. 

1. The registry of the words " beeswax oil " as a trade-mark refused. 

[C. L. Hauthaway and Sods, 97. 

2. The requisites of a trade-mark denned. 

[Porter Blanchard's Sons, 97. 

3. Instances of trade- marks pronounced valid : 

[Porter Blanchard's Sons, 97 : R. J. Roberts, 100, 101 ; The Butcher Temple Co., 248 ; 
Francis & MaUon. 283. 

4. Generic names, and words descriptive of quality, are common property, and cannot 
be appropriated as a trade-mark. 

[C. L. Hauthaway and Sons, 97, 284. 

5. The word " razor n being purely descriptive, and u steel " being a generic name, 
the words *' razor steel " will not be registered as a trade-mark. 

R. J. Roberts, 113. 

6. It is not necessary that a trade-mark should, in itself, indicate the name or resi- 
dence of the owner; any figure is sufficient except such as are precluded by the 
statute. 

[Butcher Temple Co., 248. 

7. The registry of a trade-mark gives it the sanle force under the statute, it seems, as 
long use at common law. 

[Butcher Temple Co., 248. 

8. A newly-coined word may be registered as a trade-mark, though it is suggestive 
of the material from which the article stamped with it is made. 

[Francis and Mallon, 283. 

9. " Cundurango Ointment C* O." is not a legitimate trade-mark ; ointment being a 

generic term, and cundurango the name of a plant extensively known, and the initials 
'. O. immaterial, and not likely to be noticed. 

[Blakeslee & Co., 284. 

10. The word " invisible," when used in its ordinary signification, as in the shades of 
color, is not a legitimate trade-mark. 

[Solon Palmer, 289. 
(See Designs, 9; Novelty, D, 4.) 
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